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PREFACE 


Irigins and Purpose of this Working Paper 


| SlOmulvedetcr tie relcase*ol tie Reporteonpiee 
mononme Counc keots Canada ton ,.ntebbectual and 
BdustriaWeeyoperty mney tbhedhonourableé 

fon Basford, then Minister of Consumer, and Gorporate 
Biairss set up aesmaliustudy, croup itogconsidery the 
eport and Co Makeyrecomiendatbons: wAtTthataeime 
m. Bastordsmadesit clear ’that*comments,son the 
fjouncil's recommendations would be welcomed from 
ther government departments ;and ifromuthet private 
sector. Ara woesulieta suumber Go hasubni ssions hon 
the Economic Council's recommendations and on 

ither Mat Gens TCOONCerningsthearevisiomlor athe 
ntellectual PLopercy, laws shave Je cnmmece nyed 

ry this Department. 


| Mr. Basford's successors). the Honourable 
‘obert Andras and the Honourable Hea DesGieay ae 
yresent Minister, have since re-emphasized 

‘he mecd eto. consultation witth shrade land aconsumer 
m>oOoclatirons, industryseandJindividua ls iprior sto 
ny finalepositions onthaw revwis tonsibeing reached 
'Y the government. It was decided, therefore, to 
yrepare working papers on the revision of Canadian 
mrellectual property laws for twide cirecubhat ton 
ind discussion. The recommendations contained in 
hese working papers should be valuable in crys- 
Pew izingavvews invthesebconplex gareads Land sin 
ocus ing actention On the economic yolleca Leand 
mchnical matters that must be considered igh Ede 
fv ision of tlrese elaws.. yi lietworkinig het tOr 
ether With thertresul ts foputhe: Department 4s Meion,- 
‘ultations Teo at dal Oe bile sc schon: crm Iola Onl ieet ie 
sasis for the drafting of new legislation. 


fits “paper COaling. Wa tho rade sack. awe evs 1.01 
me the first such working paper. Papers on the 
mpjects of Patents, Copyright and Industrial Design 
mil follow in due course. 


isi 


In this working paperlUsemetot the recommendauions 
are presented in’ the form of draft “amendments co ere 
Act. These draft provisions are not presented as the 
final form of recommendations for statutor) eue, recone 
but are includedssolelbyitoodssist readenstin focusime 
on; thersprobiems out linedvand, 10 faculiia ces ul rie 
discussions 


Preparation of this Working Paper 


The presentsapaperihas béenseprépared by Denis 
Magnusson and:Gordon Kaiser, both of :Quéeen's Universitys 
who have actedcas econsubtants jtorthe Depantient: 
Messrs. Magnusson and Kaiser have been assisted in 
their preparation of this paper by many study sessions 
involvingoaegnoup /ofusenroredepartmentabsot figrals: 

In addition, there have been discussions with selected 
professional siiimn (theoprnivate ssiéc tor yiaathoreugi Jeon? 
sideration of all briefs submitted to the Minister, 
and consultation with the Committee onJBuutishetrade 
Mark Law and Practice which has been studying the 
revision ofsBratishutrade Markilaws: 


I would lpke itoracknowledge ethesnece spterot 
briefs anduirepresentatians from ithe sassocnat rons: 
corporations tandgindividuabs | lisitedigtuthe endtoti 
this préfacest Theychave ebeen useful) tnoconsadexring 
the imphlicatrons tof the sEconomicCounc1 IisiRepont 
and wene of econsiderable sas sist ance t1rnvstheaprepara- 
tion of this working paper. 


I wouldsalsoelikelto acknowledge 1thadcontni- 
butions of the following individuals who served on 
the departmental study group: 


Mr. -Ry TassésnQ eG ivitormerly .Asisis tamt 
Denuty IMunistent) Gonponate tAfiains 


Mri. A.M. Laidlaw, t0.G 3%, “Assistant..Deputcy, 
MAN LSlOT, nce rbec tual irroOvel cy 


(iv) 


MrvoJ ob? Howard, “Assistant “Deputy 
Minister, Corporate Affairs 


Mr kM. Davidson, sen1or, Economic 
Advisor 


Professor H.E. English) tActing 
PATeetom, Polecy Analysis Group 


Dr. R.W. James, Director, Research 
Branch, Consumer Affairs 


Mr. NInRobitarlile poQiCey fornerly 
Registrar of Trade Marks. 


| Iewould like to acknowledge as well, "the important 
contributions made by many other members of the 
Department to the work of the study group. 


HewoOUuboO especially Like to thank Mr. John €. Osborne, 
mi.. Dr. LAviiskeocrA Mr SiEric i siMedcalt p8O%0. prand 
Mr. Bruce C. McDonald who assisted the Department by 
Beviewing in confidence the preliminary version of this 
mrkKine paper prior to its publication ss-betore “publ i:- 
cation, it would have been impossible to consult with 
all of those who might have had valuable comments to 
make on qthe draft) of ‘the working paper:'. Indeed, the 
purpose of publishing the working paper is to provide 
™ basis for discussion and .input by such interested 
and qualified persons. However the Department believed 
mnat it would be valuable to have a small group of such 
mersons: provide pre-publication ‘comments on the prelim- 
Miary version of the working paper. It should be noted 
that the contents and recommendations of this working 
moe, are not necessarily representative of ithe’ wirews 
Of the four above-named persons. 


Given the complexity of the review process ‘which 
meoauced this paper, and’ the large number of diverse 
mBecommendations and representations received, no par- 
micular recommendation contained in this’ working paper 
enould be ascribed to any one person or organ- 
m@zation. The purpose in drafting this paper has’ been 
m bring together a coherent set of recommendations 
mor law revision as a basis for consultation with all 
interested persons. 


(v) 


In addition, thewstudysgroupswastassis ted iby fence 
briefs"£rom a”numbersofekasSsocirations, cornparatrons 
and: andividualswho responded (oO the teduce toby tic 
Honourable Ron Basford for comments and recommenda- 
trons. on the Report of @the Economic COUNC I+. me nic 
following submissions sweresreceiyed. 


Gaseviel. August 
Don Mills Ontarro 


The Board of Pradestok Méetropobitan sronento 
Toronvo.s Omrtarro 


won? SAbut rer 
Ottawa, Ontarlo 


The Canadian Chamber of Commerce 
tre Ganad tan: Manutactuners "i Assocratien 


Robert (ba skrayne 
Ottawa, Ontario 


International Associ ativomvior ithe yr rotectron 
otinlndusennal sPrope nt wi sCanadidi saueup 


Montreal intormals' Group, 
UiteePatemt sand Trade Marivdins titiute, fot ianaida 


Ther Patemt, andrePrade (Mark Institute’ of iGanada 


Eeaikenyl Garr sion 
Kemp tarde Gey, Ontario 


Ee Re* Kiches 
TORO nG03,4,Ont aro 


F. Campbell Rutherford 
ote Cathernd nest, Ontario 


omart. & Baggar, 
Ottawa, Ontario 


(vi) 


Union Carbide Canada Ltd. 
Loveneo, Untar1o 
pen. Gerhop hey;. 
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CHAPTER :ONE 


THE MEANING AND ECONOMIC VALUE OF 
TRADE MARKS - STATUTORY DEFINITION 
OF TRADE MARKS 


7. Introduction 


Piewecononic. COUNCIL. .of, Canadas EUG weinets. Report 
d ee 


on Intellectual and Industrial Propertyl indicate 
Satisfaction with the meaning and Panera of trade marks 
mu current. Canadian law.and practice... Firstly; the ECC 
found confusion as to the meaning of trade marks under 


the existing law as to whether the role of trade marks 
was as: 


(AeninaLteators Of athe. SOUnCe 1OmmOGl olive OF 
the goods or services distributed in 
association with the marks, or 


UD LathaLcatons Of the Gud lEtLy On selakaG- 
Cel iS Uc S, Ot BUC COOd SO sic VElees 
sold in association with the marks. 


The second source of the ECC's dissatisfaction was 
ets conclusion that trade marks under present law did 
not fulfill their potential as instruments for providing 
consumers with information concerning the products they 
purchase. 


thas Chapter eXamineS mt heme Ghemtercon Wie hut nea hGC 
finding of confusion as to the meaning of marks and lost 
Botential..as product. .quality indicators are accurate 
mo, the Jight..of current law and iexperience. It also 
examines the feasibility of the ECC recommendations for 
mOolving these two alleged problems. Finally, it pre- 
sents recommendations for modifying the statutory 
Befinition of trade marks. 


:. Information Canada, January, 1971. 


1 


II. The Function of Marks for Consumers 
A. Introduction 
The oece vs Gated Himuits eRepont: 


"Until recently the emphasis in studies of the 
trade mark system has been on the inter- 
action among business firms who wanted pro- 
tection against their trade marks being used 
to misrepresent another's goods or services 

as their own ... . However, since we be- 
lieve the buyer's interests have 

received inadequate emphasis, we stress it 

in our review.'"'2 


One task in re-examining the trade mark system 
then, is to adequately consider the consumer einveres, 
among other legitimate interests in such a re-examinatior 


We have not conducted extensive empirical studie 
into the meaning of marks for consumers because we belie\ 
that no benefits would be derived from such .studies that 
would warrant the costs in conducting them. However, in 
order to proceed with the task of making proposals for 
law reform we have reached conclusions concerning the 
consumer understanding of the role of trade marks. Thesé 
conclusions are based on an analysis of the available 
literature and studies, and on observations by those 
involved in the preparation of this paper of themselves 
and others as consumers. We have attempted to guard 
against any tendency of those, like the authors of this 
paper, who have studied the legal and economic function 
of trade marks, to assume that consumers have a greater 
understanding of the legal status and the function of 
trade marks than they do in fact. We believe that the 
following comments are accurate concerning the attitudes 
of consumers towards trade marks. 


B. The Consumers' View of Trade Marks 
The dichotomy posed by the ECC between trade 


marks as indicators of origin and as indicators of pro- 
duct qualities is not meaningful. When making purchas- 


Ag ECC Report. ope o0- 1 o ie 
2 


ing decisions consumers want information concerning the 
qualities of the goods and services they purchase. The 
jterm "qualities" should be viewed in a broad sense in 
mhis contexts )iltevincludes not, only ‘the .composition)and 
performance characteristics of products but also any 
other factors which may be of importance to consumers, 
including such things as warranties, servicing arrange- 
ments and even the social status believed to be gained 
through the ownership or use of a particular good or 
mervice. 


Consumers are not interested in trade marks as 
indicators OLovoricing where Voriginvdis stakén- to mean 
la particular, identifiable manufacturer, vendor or 
mroduction site. However, consumers do rely’ on trade 
marks as indicators of origin: in the sense that the 
"origin" represented by a particular trade mark is some 
legal entity+ with the exclusive right to associate the 
mark with goods and services in the market place. It 
ms the ownership of this exclusive right that gives 
‘the mark owner the incentive to ensure that his mark 
‘ls associated with goods and services that meet with 
consumer favour in order to enhance the value and 
profitability of his mark. Consumers often come to 
expect that products distributed in association with 

a particular trade mark will possess certain desired 
qualities. This expectation may come from a number of 
Sources including past experience with the products, 
advertising and the comments of others regarding their 
=xperiéence with the» products+ Thus ;-often “consumers 
will be most satisfied if they are able to purchase 
products which have the same qualities as products that 
they have previously purchased in association with the 
particular trade mark. Consequently, it might be said 
that marks are indicators of a "probable consistency 

Pf, quality": 


However, it should be stressed again that marks 
are indicators of quality in this way because they 


5. This legal entity is often unidentifiable by 
consumers by name or location in the modern, mass- 
distribution economy. The legal entity may be an 
dividual “proprietor, ae partnersnap,. a corpora- 
tion or an unincorporated association. 


a 


indicate, products "‘from''4:a: particular, legal entity 
which has an economic interest in maintaining such 
consa#stencyeofyquality;: | Gonsumersiidognot" perceive 
trade marks)to be representatzonsjofiajicertaingser 

of fixed productychanacteristics# jel heyoknowsathateene 
qualities of the products sold in association with a 
particular mark may change. For example, consumers 
are very familiar with "new and improved" versions of 
a familiar trademarked product such as in the annual 
model changes of many consumer durables. Consumers 
know. that the,qualities of products sold in-association 
With asparnticular «mark (may j;change /founthesaworsesuand 
they awantathedqualities,toeachangewtonrthesbetuerpansune 
Economi¢ .Councad' S+Griticismeotiathesallesged contusron 
in the present trade marks system as to the meaning of 
marks and its recommendation for improvement through 
the adoption of a "Product Mark"®, which would indicate 
an essentially fixed set of product standards, was 
based jonsaastatievanalysis «ot etheywnark ebay hace gaan 
fact, the market place is a:very dynamic ins trtution 
reflegtingycons tantw«changes tinvtheevaricus supphy; 
demand and regulatory factors affecting it. In the 
future,.thesmarket place 1s qlakedy stoebecome;evien simone 
dynamic rather than less so. 


4. Inherentuin dehesword."iromieis sther hung tionstthat 
the markwowner apertorms, in;relation stoethenpnodueses 
trademarked. The function may amount to no more 
than Jauthonz:z mnigiethe suse fof thissmankdiny yehatnon 
toethetproduct sa aSeembe Low» | pal dls 


SK We assume consumers are aware that they have no 
legal remedy against the mark owner based on the 
use.Ofwthesmarkuper.~Senltf.asproductpeurchaged 
does not have the qualities that they have come 
£O'.25:50Gl ate swith tthe «mank ; 


6. This-proposablers «discussed ebelow,, pn2)¢ 


Wee Orme in vs che: runctLon rerrormed by tire 
Mark Owner on the Products 


Neo cuwmrurcier analyse -tieeconsumers: /attroudes 
towards the meaning of trade marks by examining their 
understanding of the function’ a trade mark owner performs 
gn relation’ to ‘the goods or services ‘in’ association with 
SotChaisenerky 15 .usedy’= Consumers must at Least be 
evareeittiat the meaning of source’ inthis sense’ is* not 
Bich cance Orel |e trade marks.) iheyv existence “or manu- 
Bacturane or production mark's’ on’ the one hand , and® of 

Bo Caii@none sales) marks on “the” other) 1s" widely “known . 
Biemenrene vromwit che the meaning ‘or’ ™'’source™ in*’relatiron 
fo a’ particular trade mark may lawfully change from time 
Bortincumactivout atrectine’ the’ validity or the trade 

irk PoepropaDs y=noOty so widely knowm “The -riront’ of 

the trade mark owner to change his production or sales 
Sunetvon die relation tothe product’ distributed under 
ercmerate Marke thie right to licence: the trade mark, 

and the right to assign the trade mark may be known to 
relatively sophisticated consumers but are probably 
unfamiliar to most consumers. 


The question arises whether the consumer 


is deceived or injured when the meaning of 
BouUrcemormoricinein relatron toa. pareleuran mark 
1S aLlberedminwonce. ot thegwayssaindicatedtabove,. LL 


Bur conclusion is correct that-the consumer is concerned 
mltimately only with the characteristics of products 
BeVbays, the -eonsumer will noe feel deceived in such a 
Basee provided that the»qualici1es*™ or the products~.dais= 
mributed in association with the particular mark 
Benatbned=satrstactory toy hime *"However, as we Nave 
noted above the consumer does not regard trade marks 
woerepresentations or’ tixed product qualtties. “There- 
BOTLChhIewWwOULG NOL expect any resulati On, or, the qualities 
er the products that’ could*™be* distributed’ in’ association 
micthethermark an this sTtuation.”” Nevertheless” the’ con- 
Bumersdoes regard’a’ trademark’ 4s*an indicator? OL a 
Becaleentity {rom which *he hopes * “that*products~-of 


a inet rade Marks ACT. "Se. 21a) ilasts thes tune trons 
asemanviactumine. scl lings sleasin0. Oe nari: 
wares and performing services. This is qualified 
DY¥ese 49 which provides wtiat the function maybe 
to Lteence others. tonperitorm tuese tunct ions. 
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satisfactory characteristics will continue to emanate. 
Consequently, the consumer may believe that there should 
be some restrictions on changes in the source in- 
dicated by a. particulammark.)o Fortexample,whewnay reed 
that. he: is “entitled to notice sof, such va ohangevso (that 
he may be alert for any alteration of product qualities 
that occur. asasresult ofthe *changesofisourcen 


D. Conclusion 


In summary, it is submitted that consumers 
regard trade marks as performing a kind of "certifica- 
tion" role. To the consumer the trade mark indicates 
a legal entity which) las, an, economic anterest sineene 
suring that products distributed in association with 
the trade mark will continue to possess satisfactory 
characteristics. Further, we conclude that consumers 
are not concerned with what, is the role. ofthe ‘source® 
in relation to the production and/or distribution of 
the..trademarked. products... Rather theyjaresconcerned 
only that the essential element of the role of the 
source be present, *thateis 5 ithe powenetomcontmousne 
use of a trade mark and thus to control the qualities 
of the products ‘distributed in.association, with; the 
mark. 


III. The Function of Marks for Trade Mark Owners 
and Users 


The owner of a trade mark wants the right: to the 
exclusivesuse, of his, markiwhach,. willeiadentiiyathe: pros 
ducts placed on the market by him. The aim of the mark 
owner 1s,to create and.increase the "goodwill assoc- 
lated with his marks, which is the reputation among 
consumers which causes them to prefer the products sold 
under the mark to products not so sold. As already 
noted this goodwill may be created in a number of ways 
including advertising, sales promotion, and the provis- 
10M Of, pPOdUCTS. of Supe TA One Gila laity. 


If the owner of the trade mark were not entitled 


to thevexclusive aise. or his mark to identity shisspro- 
ducts, he would have no incentive to enhance the good- 
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Wal laatveched sto. has mark.j« Others: would): be: ablec to] use 
hish)narks on-.thein productsands by) thus: confusing :,the 
Dubs aioe 1 Ooi 407 1.01 s Ory expected) qualities, of 

|the products would be able to benefit unjustly from 
the mark owner's efforts to enhance the goodwill 
pattached to: his mark. 


Mark owners and users do not want trade marks to 
pe  lepadly wang aniive sof) specitacs product) qualaties Such 
a meaning: for trade marks would limit the necessary 
Dlexa ba dustyvwo tatheimarig owners, tol.changerthe wharacter: 
PS tue wartheiy produc tsyjto mMeeticchangang, competitaves 
Sdemand or cost situations. As well, mark owners and 
musers dowmot) wantjay harrow, definition off'origin'’ san 
Ene senuser ory the afunction they) perform ian relations to 
theeproauctsmtrademarked.. (They alsoldo notswantirestric- 
PLONS On etne ire changingsthe;function they» perform in refa- 
ELCDDPeOnpLoOductshassociatedywith) theiromarks!oroons their 
chanGime sCheapanticularedecal entity .whidchedis) thesmark 
bwhnegyyW Forsexamplejtmarksowners widd“want.’to) be free to 
Liucenecexyandstoyassionjmarks;injiorderytoofully exploat 
CHépeconiee potential ofmtheixrs trademarks... 


Weng hee rung tiond.ofad naderMarkseanu0ureBconomic i oys tem 


Weshave snoted»the ,.incentaver that excilusa ve; mighty to 
scan iselakiyilNwassOGLatlon With products cives to. the 
tradesmark -owner| tosenhance, the, value, of, his markto 
himsbymessOciatinoiitiwithscoods, andiservices of:_superizor 
quabatye inathe .eyes! of consumers.» 11) should ».be* observed 
thatethis benetat -tomconsumersvassumeseanuetiectively 
Lunes Oni newcompetitives systems Witeisyonly-whensconsums 
ers have alternatives to particular trademarked pro- 
ducts, are aware of,those alternatives, and are prepared 
POrswitchwtedthosesalternatavestshouldatheyetindsathe 
particular trademarked goods unsatisfactory that the 
Ownen.oty ther particubarytradesmarkapeects anyaspur t6 
preserve and,:enhance;the value.of his mark. Therefore, 
Wemstnessythdthanwetteetive eonpefataonspolicy)issa 
DmMeredulsite fOrsan eriectave trade marks policy. 
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it? appears that ‘trade* marks Can’ make a Contrapution 
to promoting effective’ competition’ int ourepre—-packaveds 
mass-distribution’ economic 'sSys'temt(*? Consumerse frequently 
wouldimot be? able’ to’ determine? the’ qualitves ofa 
particular ditiem) toms ale ana ce tanileiout letiormacor cate 
tinguish between items of the same kind but from 
dirrerent' source's! (ai e%% Of? ditterent. qualities Files 
the items were distinguished through the use of trade 
marks ./4 Competition may be enhanced by this making of 
consumer choices more efficient. However, the trade 
marks? sysitem does? not.always enhancer thererrectaveness 
of Consumeradeeis1 on=makiners Marke owners” arekdtrcemvo 
changelproduct? quali ties? for” thetmonses 1neredac 1 one 
a particular’ mark! without’ being! réqua red’ toy inform 
consumers? ot. thes change. 29 There wilt bers ner tater enay 
whiter the? consuméerss learn’ off the: change thir oucnepur. 
chasexexperaences y hAsiwellgyoness source! amas amor oduce 
productsvofointeraoriqualaty*under? a® par tacudar tiark 
and), Lthimay’ take some) Tamentor= consumers# (oH carn ont 
theée® poor’ quadatyathrough® purchasa ner the: product ys. Wien 
thes poorequaltty of products understhat= particular 
mark has become well-known the same ''source' may abandon 
the old markeandvadopt'"a news one for= the Samespoort equa 
lity. products: oo Consumers*may then co throuchmtnemlLearnn= 
IneRexperience dedinmin, ,relativon  tomtinis sie wemn. i. 
through making more purchases. 


However as’ weonoted abovey-any’reculation ofmthe 
trade marks system which prevented mark owners from 
abterang® the qualities® of 8 products 'sold@int ass ocaatvon 
with their marks would prove unworkable and not in 
the’ consumers '’ best}! over=all’ interests. 9° As well? the 
deficiencies in the trade marks system in accurately 
idéntityanses those*responsabilestor*placang? coodstan 
thevnarketnareyrenedsaeds tine partiat? leastenchroug) 
other®means ofvidéentifying@sources ,Oei eae trades namess 
and the practice or legal requirement ofnaming the 
source on packaging.8 As well, we should note that 
the obscurity that appears to be introduced by the trade 


Fae ~The ECE Repone.@ pps Acie Oe ox pilaninse tier ainp Grerinc 
contribution of a trade, mank system an this, vespect. 


Sis Consumer Packaoine-and thapelline ACt.. oo. to. 
Cae coe Lee ea ce) 


marks system may not always work harm. For example, one 
USGURe 6 ald VepRoguGce one iproduct.under,oneywmark -efjtic + 
Lent by gendganobhertproductsunder nother mark yaneffic- 
Len hiya ecanwbe, argued phat ~theyreputatson,of athe 

Cli iGronéelys~preduced ppreduetyshouldgnotpsufien  vimgom the 
Mepusagron7zot athe hanefficientlypsproduced sproduct “and 
ElELeCEOGeST EUS Quikkexnpropes (to p-dentiyty -bheéemawi.th 
dibbenens denade trmarks,. 


AMothem fant isneompe hi tive .aSpeéec tio fiatmade amarks 
OCCURS iwhene wthey }hune ton das undue banmnens-tos.entry 
Dy 2Gompe Ga vows Aboga ipartacular pimdustry on market. ohhis 
can occur.an the case,of widely advertised, ‘famous ' 
mankSaweouchenanks ‘may sbecome,G¢losely tidemtitiired am 
their Ene asoheconsumens: whthytheaglass-.of product awxth 
whieh wtheywware sas sociateds» When consumers, are: an the 
Matkeh prey ghladttheahass vot qproduet yehew imaly, bend, ;to 
thinetonive yor sproduc.tsis.old sunder' the’ fFamouswemarks: 
The ,owners: of »such.'famous' marks may also have an 

undue advantage ~in rexpandingsinto *oOthem product 
manketus Dysusinge their aarks. 


Consumers make many purchases of products which 
AroBaiuin teolultShorevaluate ~nythems. tore yand  whach. indivi- 
dualbigecostmrelativedyal betes  Inemakine vsuehspurehases 
NES epeTrpectiyarational »-behaviour) for themconsuneryg 
Bottenapressedyforatime, etotrelyoonyfamiliarntradenmarks 
Basesigns ofhat) leastwa, certain minimum quality in» the 
Spurchases he makes. However, in some cases reliance 
mon Such tami liar .om famous marks: can be 1Gya tional sor 
mexcessive. Such. cases may “include thosey,inewhich a 
Bneweconpetimeo ,entrant ito .the .1ndus-try tcan geasa by .pno- 
BVidoaproducts tofgequaleorn superiors qualiaty), toy~those 
provided by the owners of the famous marks; the 
Sci trantiaskstansignificantlysloweryprice sand) theirisk 
mco theoeconsumer anvatoleastsexperimentingswithythe 
purchase tot ethe new «entrants .~pmoduc tas enanimalsiin 
SUG f2-+51 buatvon,.consiumens;may continue ,to.puschase 
Lhe sieweproduGt sthrouchmehabit onethe conpelling. sales 
DOWEL, Or nbhegLamous *lar.. 


As “indycated inthe Chapter von’ UnfairCompetrtrons 
below we do not recommend attacking such problem situa- 
tions through a general’ “weakening” of ‘the present 
trade marks"leguslative system 2@pselt,-butsraener + pro- 
pose thatregulation of the unduly anti-competitive 
uses of trade marks be undertaken as part of the general 
competition law.% Nevertheless, we must be alert so 
that any particular aspects of ‘the e€xistrne or prope ed 
trade marks system with unreasonably anti-competitive 
effects ‘are“properly™- limited’) For vexanple parereular by 
for ‘socalled’ Pamous marks ; “produces tor (asparereurar 
class or kind or with particular qualities may become 
indelibly associated with a particular -trade mark. 

In such cases we should not so extend the exclusive 
rights of trade mark owners so as to preclude competi- 
tors from making honest, not-misleading statements or 
comparisons°in their advertising iby“reférring to the 
famous trade mark.10 


his Current Ganadianwlaw 
Ax Introductron 


This section examines the law ’in’the!lightvof 
thé’ criticaisméin’ithe! ECG Reports about ther confusion 
as to the meaning of trade mark. As already noted the 
ECC) £ound*® confusion ias%to' whether marksiwerevindi¢ators 
of origan’ ortofeproduc#e. qualities vandgds ttoptherprcerse 
MeaningeoL si iOrroin © 


B fo Meanange ofevOr2pgini 


For decades the meaning and function of trade 
marks has been obscured by statements that the defini- 
tion of a trade mark was that it was an indicator of 
"source®orordein?: (9Thesquestion,ofsthe meantngeaus 


OF THIS" 1S an appropmrialerapproac layer eC tlea tan yeas 
the use of trade marks may only be part of an 
overall pattern of unreasonable anti-competitive 
ACTIVITY JNwa particulamiease, and. thererone couch 
use of trade marks should be.treated in, the 
broader context of general competition law. 


10. See the recommendations made concerning s. 22 of 
the Act in the Chapter om dniriangenent . pelow.., 2s 
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BSOUTCe 241 Pts Context 4sésstntially one’ or-deter- 
mining what function the owner and/or user of a trade 
Pavkinuser perrorm- in relation tovthe coods* or’ sérvicées 
Tl assoelataOn ween owhich the “trade mark ‘i1s*used:'~ "Need 
phe eraue mark *owher or-user under ‘the present Act 

do anything more than simply control the association 

ot he wmmlark With -oods, and ‘services? * There’ has ‘béen 
boule COnrTusTONne1i *the statutes; cases -and*other ‘légal 
Pr oCIie so OnmtLimsy points **Some -anadlysts stave, that Vin 
che “carly period ot*the “development of trade mark law, 
in a éless’complex economic environment’, where ‘the 
eonsumer soLtcen -déeabeidirectly with the’ person"respons- 
mb le eLoxr producing "the goods He purchased y"a* trade mark 
midicated that particular person or parti cwlar “busi- 
mess. However, we should note that in such a situation 
frade-marks aré-not ‘really necessary to identify pro- 
muUcCtS trom *tasparticular’source 97 1f the consumer deals 
mirectly with the *producer of ‘the’ goods then he will 
Bot miecd tolmakesuse of any "mark*in Order to “identify 
goods he receives from that particular producer, which 
moods he has come to expect will possess certain desired 
qualities. It is only when the consumer becomes remote 
mrom those producing goods as in our mass-distribution 
economy, that trade marks are needed. Because he is 
Benotcemromn the source “the “consumer does not have 
Betranite Conceptions as ‘to the*functions “performed by 
Ehe “‘source™ or’mark’owner'on the goods ‘or services 
Pdentirived*by ta“trade mark. -“This' fact was recognized 
mery “early in our “law in casés which -made it clear that 
fhe consumer did ‘not need to know the source indicated 
my a trade mark by name or location. <All that was 
Inecessary was that consumers believe that some single, 
mniougnwiuntdentitved ‘source, was "responsable "tor placing 
the goods into the market place in association with the 
trade mark.1ll 


| leiwastsuccves ted *insone: of ative. -ear lrer court 
mecisions ‘based on the common Taw in relation to trade 
marks that in order to be an owner of a trade mark, a 
person must "manufacture" the wares in association with 
which the: mark’ vs ‘used... However; if that view was at 
miveatime dt Correct Statement of the law 1c has long 
Binco been “abandoned, “TheVrelevant' portion cof “our Act, 


m1. Powell v. Birmingham Vinegar Brewery Co., [1896] 
| 2 Chi US 5, 
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S$. 2Zaewhich, indicates \thesfunctionswthatyastnadetuank 
owneramust perform ainyrelationste /theswarespougser vices 
invnassoclationswath, whichsthe pmankw ise pusedpiseas 
£oLLo6ws: 


Saag v te Eroadeamarknaweans 


(a)sapmankspthatauis«used?byhaspers Ongar Ftihe 
purposepofidastinguashing yorasosaseto 
distinguish wares or services manufac- 
turedy»solds,leasedy hiredsor performed 
byahimybroem>s those manutacturedgesoldy 
leased }shrred sor upernformedaby eethers- 


The, underlined qawords.indreatesgtheytuncerons 
that «the. markyowner» mus tsperformsinyrelationeboeene 
wares.or. services in order-to, qualify.as aamark,owney 
Unde ptheg iC. Presumably, a person who performs any 
other function anirnelationsto.goods orpsenvices fese.9 
setting -standands ‘efipemtormance yandy thenytestinanto 
Seerthat «the+s.tandards. are met iawouldinotiena bimw ere 
the. deflinitpon ace tnerctore tsuehyva person ycould notsve 
a SSource.OF /OLigin'’ 41.62, «trade-mark owners under 
S.) cpt whe sige. 


One prob hem jumade fining  psouree Yaunder Oirce ves 
rs’ towesitabLish -how «broad ssuchaconcepts pase Soldliaae ran 
imanutactlured fines .2 odiathe: IAGk wane agykor eexany Bex 
Could «the riranchisor wot da chain of retarlpouulets sani 
does -notrmanufacture qany,-goods, snorn sell Gany -coods ato 


liZvcu Phas, statementjsomits «re herenge bo stire fest emt Acc 
which the mark owner may 'delegate' the performance 
of pohese) sitatutonwe functions oto: tornensietn gown 
the »Lucensi ngspnov bSaion Ss He4G5 wor shane ro thers 
AGS aE See a GENE WESC Cm bie) C0INy nod Ce) eaGa sienna hoe 
cussed «below <4 O0..0% Iu) ap Lol sich asetu aie onsieuhe 
function of \the mark owner may ~amountpto moshing 
MOue, than, setting, or .polcanc. is.tan dear disy. 


As well, a distinction must be made between any 
Pimitatvons On. tie LUNCLLOnN that MUS. De wpemuaniCcag™ 
qualify as a mark owner under a Strict-imeempretatire 
oi rthes stactutserscands seine. ehunationsthatimanksyeam and 
do» In. Pace Weriomp tor «consumers: wend scusged 

aD OMe= I) hae ac 
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the public, acquire an ordinary trade markl3 without 
relying on the licensing provisions or some agency 

me OPOaciaeirer haps givtrac ould cbe arc wed/thati the pron 
Broo uivathie: stacute estabilishine ga certification mark, 
Porous cur whic iS qtodd is tingupsh wares or is.er 
mces (ot ca defined Standard’, /puts:-a limiting point 

mi the “kand of activity in which the would-be ordinary 
meade mark sowner could be engaged and -sti11 be said -to 
m= perrormime the functions mecessary for .the purpose 
meres tabriis amor Shaimse Ii, as ja. niark .ownex tunder)the 
mint range n tei werdinary trade mar ky din AS wee + elt vthie 
Pec ivbtiyeimenouy amoumted to Ghensetting rand ypolireing 

m produc trstandards £ ‘the (would-be mark owner might 
mrly. Obtain enegastration ofa certification mark and 
mi /Onvam Oordinany (trade mark. 


| 


| Heweviecmenwe Mus tcons tder Ehe amnpack of ee 
mcensing provisions in the Act in this context.1 In 
barticular, in relation to the problem posed immediately 
above we should note that the would-be owner of an 
Peiaeerrade Mark ould tite an application oral pros 
mesed trade.mark together with ansapplication forca 
mecistered Hees Phe erteet imusuch a case twould be 
nat the mark owner would never have sold or manufac- 
Mmiciuco0ds Mmimnscill butsat best, only have Sermand 

Me rocd standards 10r cO0dsS produced or sold'by the 
Mecistered user. 


Mesa Liere dewineatine *tiLemnatureyOL “YOorrein’’ 
as it appears in the present Act we must note that with 
mich of thercrmtreal ternis.set.outoin so -2*there ‘appears 
mo be a broad range of functions that may be performed 
by the mark owner. The word 'manufactured" may indicate 
Pecivipres Wiel MnVOlVe da “oredt ded Oie produet ron 
Mpul bY tie mark Owner or ereia bivediwe wa ttre ssuch™ input, 
i. Olly, tine) Assen tyeok the, product. trom a" Lew 
momplex parts which have been manufactured by others. 
The term "sale'' clearly covers situations in which the 
mark owner does not “have title tosthe. coods hestselis., 
m.g., a mark owner who is a commission merchant and 

me icCtae tire coos heute edt s to.mhich hettatbtiacnes “hats 
Brade mark. 


mm. As opposedgte ya GEertitication marks gSegwActs,yss. 2, 


m. Act, s. 49. 
Mm. Act -56.059(2),,45.. 


1. 


As' webl; wrthin thevcontext of ieach of mire 
Categories of ACTIVELY Set lout Slit eRe Pp iets san 
manufacture, the trade mark owner apparently has con- 
siderable freedom to alter his mode of operations with- 
out éndangéring the validity “of vh¥Ys mavky TWondexanp er 
a mark owner/manufacturer who originally manufactured 
an entire ‘complicated machine might ibe table stotbecimn 
to “assign the manufacture Wf ‘substantial Sparts fommius 
product ‘to others “and “then “only assemble sthose ipants 
without endangering the validity of his trade mark. 
However # prion -to¥ the “revision ofSthe Wcrusin mls 
it appears that if the change in mode of operations 
was so drastic that “it amounted *to ayshirtertrom tone 
Category “oP "activity ‘listed fin “sez Jto tanotheGascac 
mark could be invalidated as it was thought to have 
become deceptive of the public.1® Such changes should 
no longer have this effect “as othe Ac Vanoweenpiresiany. 
provides that a mark shall not be held _invalid merely 
on the ‘eroundvor such “changes sin ise} 


lo. -"19 5S sConmittes (Groxs peeni so? 


17-3 AAG Ee hos 2A, DLODLEM In OUT awe lis uWitcuale (amin 
the case of .Gertain marks "orioiny takes sou cd 
MOLE. SPEC LI ceand GwEeSsStri1Ccted meant nes tila mei 
Suggested im, the outline Of nthe. text. polneaploDg 
lem has arisen in the context of assignment and 
inecasesawhene (thepevisearchan? e¢2OtonO.bd cy me 
N@wgSSiTnMeN Gy pa oGeCwhOKONIS,, oo oe heColmm needa 
Mark [hbinking . -PTLCmrrocecdines loa. Ip pee Ot ee 
lianas: beenssucgested that. theres dtesccetrau 
marks that may become so closely identified with 
Aeponil cu lary O11 Cine Be. oo eda ye cnc io 
goods «manufactured by ea particular suproducen., 
that any change of the "origin" by assignment (or 
Otherwise) is deceptive of the public and will result 
Liwt Deen Va lla byieO tot ead kiana Ch G ease en 
WILKINSON MOWOTUaY. muudas | 19 OG der Cec oR aU ae 
ALA Dey O09. SULOCeE =| Oappeats tOeSUDDOr th es aye owe 
[eretervrinegmeLoes.s4S.JaCke th. Limistrescesesona t 
S.35AG. Stace s monly «iChat oa Madk Siva Osae Centered 
invalid merely on. the ground that it was previ- 
ously, used [Ore ad, purpose. other, than nes seurmecnt 
use'' which doesn't necessarily preserve the 
Ved ity Ore a Mae dated ae hic eee: 
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Minaalya we rstressionce mone) itndtwit.lvas been 
iiong the law in Canada that in order to establish that 
Mm particular mark indicates to the public products from 
mm partacular o'sounce!» it) is) not);mecessary to, show. that 
monsumers of the product are aware of the identity of 
ithe source. All that is needed is that it be shown 
‘that consumers believe that the product sold under the 
mark in question "'come'' from some particular though 
mnidemtift ued source’ 


hie, cone lusion réeachedson, the above,.analysis 

me thes precentrstatutory jprovies tons: <whiGh define, source" 
ms that "source'’ under the Act has the same meaning as 
‘that given to the concept by consumers acting in the 
market) place... s'source!’ indicates,nothing’ more than 

Biat woOxveenvery trade, mark, at ‘any, jgiven. poant jin,-time , 
mnecrey ts pamsangle, legal entity «(the “'owner’),.."source"™, 
Por) Cd iueiya & hasiathe <exelus me qlegal- right to) aseociate 
Bone mark iwith goods and services in the market, place. 


! 
! 


ee ewomece! Becommenda eons) 


epee? wcnrenc es | On jthersexis tame) Svsitem 


Me introduction 


lives Acono0m c (COUNnGHE S two, C Rast cassis: wi th 
the present law are restated here: 


Wecontusion as Comthe meaning and 
funcits on (ot. nar ksi; 


Zi etaalure suo stake tadvantape of 
Gheotulds potenti aleroc aa ad¢ 
marks as/ devices for conveying 
to consumers information about 
productecharacteristies. 


Theatolelow ime spwoms cet onc examine tne. extent 
COPeWI Cn) thyersbCG pvasicanblerto: supportents «ord tiicism 
through its analysis of current trade marks law and 
prac tice. 


1 


es 


Doe 


208 


Ze. 


Fi. GOTH SOFT heals, S80) Gt Sy Mean tines jada 
Function of Marks 


Ln, Ses (Repor t tthe EGG ap pe dies) to aches 
Lt abound?) (some pro vassaions? an SGheeto sim wha eta 
trade, man icornst1 tute sham Gatdaicationm (ot rain gasere- 
Gide toxed seo" peas Clie wile: Pint meGr nas 
opposed. to.-other provisions invthe AG wmpinnich 
ae diank cons ti tute setany indica toate MS eee ae 
the sense, .0t ay panticuilar.jsi.den tise abiiciel eat 
entry from which “the produc ts? temanatc ptpne- 
Sumably in “thesense top Bets maniac tured, 
soldi tet cima, tthat hen pista) 


Ns | Aa xedeoqualiscies! indie tow se «ties RE 
identified certifa cation mavks! whaich imstive 
NOt appear °tord rsitinguaisihl sproducets io Migentann: 
defi ned.s tandards: trom produc ts oh foe etllose 
standards.!9 As discussed below20 under the 
Statute as drafted and administered such marks 
CihhecieiMmedVenndreates TONrCOnSUNe RS eno tes: aale 
products sold in @assoGiationwirtmsthem meet 
any detinéeds standard, but only that eehe tie nics 
arev used y wrth the tautho rity Jor ethene iomire,, 
wito a's* tite power wand “the ince Ve = bome ole 
trol” the qualities “of thosesproducts i miligise ds 
Pivermeaile Once itd Getic O MCN tidinve echt ome ie 
perio nis: 


ECE iReports p pease. OT 9 Ae arr ON M2) Sree wet ie 
authors of this paper believe that the alleged 
dichotomy 1s noti@real w*theysthave “dahon for 
ae eee ice 


ACT), (Ss J 2 SMiger (eRLGaULOnaM aries 
Deca Mes Miia pei Gouebd re) Gat lect en meee. 


inthe ™’Chapterton: Cer turticatron Mavis, va iro 
pos al? ais: presen tedi whic hi Mv Ibererlec timer im 
modifyine thesfunction such marks” actualine sere 
form. 

EG 


Die ued) oOr DOllecas LO” [ion provis son 
Viewer ne Deri TLIC ensi Ne poL OTdiInaLly uLade 
foe e soe Oc wy liicr tat ino its View lor smarks as 
quality indicators.“4 Prior to the enactment 
Cee ile seul etal be.. ENC CONS oo eOL trdae 
Tako Oe) Use Dy “OLIcts, Unan the Owners e0L Che 
Meee esti rca m0 Lie. InvalidVtyeor such Matks. 
Tuawais abOucds lLOat a mark Was an Andi catlom™ OL 
Ct iieawiere COLLET U Mas sa poalelil y ede. tied 
PO pote iat eteular. logdl enlitcy ped torino 
Ceres UNC Ll ONseINsrelatiol tO theme Lodquccs 
Cm cco  Iieas SOC Lalli Ol wlll Uleuilai t= alive Len 
POrome ur was Stated that cise. Olwa Mal Kay) ce 
Pieter ines ss OC! at On Wilt D1 OoduCus le Ji bol de 
Crole TO whiten. tie licensee Nad jerrormed tne 
Deere elt rule Ome ileal be dCi ey ede Unc lice, Ir. 
Wace 20COlsistent With the mednineg of trade 
marks. 


iew lo oo GON ice eo Wil teME meatier Lee 
(eee Nel wobec Cot. 9 is sen lic MOO lal Ce LS) IOs 
so much interested in source as in the mainten- 
ance of gualaty....%.2-, [he Comittee «recom- 
mended that the licensing of trade marks be 
Boo Veneto witli sa teU lat OSeesO), prOrec ls «Line 
DUS tous merlin tive. Malibenaiec: (i. ud Lliky, 


Ge go os 


PepOLt gore me. | bade. Mank) baw chest ais GOlKs 
MUCleG TOU Lneeoe Cre tal yeOl soto Ocmeauada. 


Po Oen eta .. (OUeGeh Selig l Loume her louuce d 
iO Meech. Caio | Ale awe O ela Crea t.ho, 
Zan dys Noack ia meetng al Ih? ogo aa io Br eager Sar 8 9) olay alah Wigecie mene penaid i ieee. 
Pioneer ed as) 155 COMM nto, aia hoc 
Peers) oO. NOx: 


Ly 


24. 


Zo % 


20%. 
oats 


of the, products.sold,: under, trade. marks when used 
by licensees. 24 


However,,.contrary: tothe View. oO. shee lua, 
in, recommending the licensing= provision shes too. 
Committee, did not. intend: that licences be required 
to.Maintain any, particular, faxed sete orsproducs 
Standards 1n. relation, to each. licensed markno: 
that the, Standards, remains thes same arecus tween iy 
as bDeadore.. -Rather, thes concern was. that wien 
licensing, there could be more than one "source"25 
forea product ,under, one trade Mankewile othe. uke lie 
hood. that. there would be more. than one qua buLyeot 
product, sold under the same. mark. she purposes. nL 
proposing the, Licensing provasilonecawas COge ls ic 
that. as: far.as. possible there, woulda continue sco 
bes Only One. SOULCE. JLOrh CNC. DLOGNG pou oun di tame 
under ga Markeand chalethersOUrce, WOU ere mama. 

Ene Sane raphe thes | 1 Cen Siig dy Cleat Cassia G (cc) ae 
--.-thesingle degal entityvews the thes) taiiawes 
exclusiver power, 10, determine, Now. thesia tice wie 
Demo iL that MOm Iain ta Dil dccr 


The: PCG.a ls ou pointed! to. Poems cm Omen les Gos 
vasions29: of. the Act as i]lustratinge thea propiloms 
it found with the alleged dichotomy in the meaning 
Otamanks under, the Act... ,Priror eta. theme taetmleome 
of the present statute the then_current theory of 
Macks sas indicators -.o1, "origin! caused the same 


bhe revisteredsusers. provaslouiies 4 Ube veg ine aioe 
filing with the Registrar of any conditions imposed 
on, theecdsicensee-by—the-a-censor- wa the rospeccrte 

Pye. Cha ract Osta CS Ot mE Ne Dd OC UCL Ss .euornn dees alee 
The Registrar*has-the power to—pass.on the,adequacy 
of, SUCH COndi tions. Ino the alio he Of alias, DUbeE 

ITED eGe Stew Sued oO 


The: lepalventity, thatcan controds the ses ofetic 
Mark Ti association wiche products, 


| Cech wea, Were a ied 
oO aboues fol bowie note.) m2. 
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distrmeuiowves! torivassionments ofimarks as. arti did) for 
litenaimet gett marks; andre ated orien), -then: atter 
ane aSsionment Se. ofa mark «by! thea assignee <;the 
New Ordon) ont his. products! was, deceptive,of con- 
Sumers, asoithe: markiindicatéds to, them products 
piacedsion ‘theymanket by; thevassienor: -(the;,oraginal 
OmLvItAe, Wonsequent! yyqran: assaonment, of ai manrk 
SoUmlmerendwer: thea mark? invalid “es uhe only, exception 
COM sr COcLTIine was intcasesy ia) which therjentire 
business (the "'goodwill') in association with 
which the mark was used by the assignor was 
assmenedwalone, with the mark. .aln; such, cases. it 
CoOlUmlmbelmanogued>: t hati the: oricdan of, the) products 
Wasriass voned <along. wath; tre: mank,..thenetores ithere 
Waswiomiecept lon? of consumens: when the. as sajonee 
Used gene Marks ani association withy productssfi0om 
this same origin. 28 


Temo>auCommi treesm niroduced. an jexpmess 
Sateonard) for iconsumers ainto, the) assienment “pro- 
Vtoion., The Committeesmoted that: underr:the.assion-= 
MNenteprovasion, there could be more -than, one’ owner 
and user of the same mark29 because partial 39 
Aooronmentsewone. pina gt acme; permis sab] cy -under, 

Sr ely) tole Dery OV1 SOs ines. 4/ (229). permit Sera reo1s - 


itis leweOme OTLlINs LsnOtaconsis tent With tie 
Gonucepiiot ior gan) ancheds tor srabove ats p. 10. 
iaeconcepisote OF l01n TS ticmre ta IacciCiby Woah 
nase Memp OMe PeiuOL. COTGUTO natiewuse “Of; thesmark.  ~ In 
amiassacnment) that, entity, has: changed.; However, 
Neduan anya nesnew, entutivaoracdiine the haciiat1es 
Demwouchesphes Tormer-enitatyesmroducedsrthe products 
May make, at: more! lakely that the new. entity will 
ehoose: to, produce; products with ‘simidar qualatiecs 
toythose produced by thestormer entity. 


OC eee he she Die bal Oe eel ae DOO. Sa Iai a 2 CON 
Pissing mark whichsmaehts mot ber the’ same, inark. 


Tevritoriadehye Omir OF, joekassenrOtr wanes. Afoee BOX , 
Std Boa. pp. 204 and e520. 


ig 


fo bes 


bear 


tration: of  @ harks io? ibielsioiunds aiiva lace ta eter 
assignment there ‘are effectively two “sources! for 
the Same’ or similar products solid tinder ities same 
or contusinhely samilarimarks:® ¢ Thitisy whaiwemtive 
"source ‘has? changed) after! an’ iassionment 6 the 

Act ensures! that’ after the @sswvonment® tie Gaiverr uty 
of the mark is maintained by ensuring that there | 
iS2 Witla Ve Ofier lew al venient y: Ohiatn Ira'st Cine exc mise > 
rEonteto wselithel marke? This 5° a 4S cae yamnieoat ives. 7 
relaxation tot che? ves tr Lc talonse ton tassa CamiremleIDy. 
refewence toncthe: Sirtenhest) fotr iienicomstmier ia 

qua lat? aseiop posed, Coats ource),! mhenlosSsuGomnrciuee 
ciidwsnrotG) Comtenp latices them un troduction iproniei@is 
which would ensure the maintenance of a particular 
fixed. Standard ote quality? for) thes assaened? ieark, 
Rather ,/ithe! stated =" restractronisintroducged@cocs 

to ensuring thatrwhiles the sourecemnmay maine 
tarouch jassagnmentior the mark je ahiters asecmanuent 
Cie ren wie stn 1h bel asadnioliegts Oumoce, Hemp onsaib ie 

fox re Musas Ves” OfMth et produere mis Crbiiae ier 1 
ass 0Cc.ationvwLthtt hesmark. 


In ‘summaxy-,> thei probitem oficoniusamon tase to 
whether marksiUindi cate quality ormor sigma ppecs 
Lo-bennon-existente unde n? therhe tay Marko einideeot 
"origin" in the sense in which that concept has 
been explained herein. 32 


5. @LostiiPoten brads asmOiad itive savaieatoss 


ive! ECC reported thaty st rade! Manksaido mat 
Mili) thei pot enti ad vase produc ti Mee aye Tee C as 
towse ihe Counciiedey oloped apropos ail Mantcateced 
below,? whichiwase intended? tor caice? ark Shania nip ov ed 
(ua lintypandivica Por role? ashetive.) PO@Gita ppa nem yea. i= 
Ceivede "ouali'ty!':) Wastined see ote pniod ici ade 


lft sther evwearre, mone, *than, one.en tity, wast haben eames 
use! theminar wirorm the isames producers . the Iniconts ve om 
the mark owner to preserve and enhance the value of 
his mark would’ be weakened. See) above’, “p’..3. 


Seq aloues, pi 3? 
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eee er tT Oost 


| ines Councw |! recommended: that’ three’ types” ‘of 
miarkse@oplace the jaiceecni t= trade mark anc cermin Caton 
/ mark: 


eee tome (pore orl Iho trade nar. = NO 
Peo Mmlormvowl dese TiT btLOoay but as ST oll 
ment’ would be allowed. 


Paiva rics ene Mark Tire: Mec rs rant 
WomiLae wave COMTMLe* product standards 
LOretirerawice srocrstnre ana ass ronmen ct 
vowLla ye = perm rotea, 


Rea ie varie Tire presente cert tr Tcat lon 
mark. 


ire mes t= 1nportantrinnovatTone tnat would pe 
Pitrowiece Dy adoprime tie —ECCeproposal would be» the new 
oe ear lire product standards whieh would be’ trled for 
meach mark would be determined solely -by the mark owner 
mithowrrany power in covernmentar administrators to 
Pc we To Troremcne Ss tanvaras mired. « They Count) er= 
Mictonece thie POVeErnMIenNo SeLTTITe Netter, jy MliTimum 
Seat Ors elosure fOr Promuet stalddrds ,) 10T 
fii) minimum product standards. 


| iiiree omy) role tna the sae ver pmeie evoul deste y, 
Peni eeie ertino ror standards 1s that, “WieTe wire st tandars 
meakel vicwrormen lm tecnica |“ specimreatrols,s tne irate 

/ Marks Office could, upon request and with the cooperation 
Bet the appirreant, undertake to assist ani translating 
mechese -spectrications into terms more meaningful ‘to 
potential purchasers."35 As well, the government would 
eo en aro in rany Inspec tron vo ren slre "lia tie products 
mactually conformed to the filed standards. The 
@standards filed for PM marks would be available for 
Pe iesnopee 1 0n.**Thesnee omnes sout that’ tie current 
miccal requirements’ and practice in’ relation to standards 
Plc orm ce rtm rCatlTon marks ane etandards filed in 


B33. ECC Report, p. 209. 
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ECC PM mark standards proposals. 


registered wser applications are wery)sa milan Go tine 
| 


Gul Evaluation) of) itheyh@G broposad 


The evaluation of the’ Council's proposal ‘concernmim 


TM marks ‘and: PM marks’ *;shoulid measune“how suceessiully | 
the proposal yemedites) themallegedtiderievrenciesmotie dic | 


EXisS tingemark? syst em. 


54% 


Ll. Confusion’ .as\to sthe Meanwn sg tot iiradesMarks 


The stars ti probpilem, spien tagnvecde iy ves hhere Oc icae, 
was the confusion created among consumers as to | 
whether marks indicated origin or quality. We have | 
expressed doubts above,54 as to whether there is | 
any ‘conftusion,'on, the part cof. ‘consumers Gorspelas basis. 


The ECCS: proposal wseadesaened, coy a laa, 
thevlegeale§sittatiuss of manks. Divs or Cd UineI no CCG Pine Osram 
tra tion, asise then ia UM pCombo uy yma mon paneer | 
(quality); mark. Lt j1s).impossab ke, toyidvaw scl ie | 
dichotomy “in “practice ..;: The ,0M mark would) continue | 
to: be wused tas, tare. ordinamny. .trade, manker tinder sie 
present. law... Consumers, would) continue (tobe, oinknows 
ing’rand,) probably motscaning 11 mos.ticdas ¢ saapieiut 

Chev identity or “the specaticleoa en tiny or ee 
the (Noriega pborivanye il Mama rnks) s SUM nas keeo wierd sa Wwoutd 
promote;.and advertise, theixg, marks, to convanceycon— 
sumer ss that, they = toodytorr ides mea bd even uodue. | 
charac teri sitacs gajidiiconsume rs; wouldeeneliys tomatic | 
as wthey.ido) present. trade marks. tas findbcatoimecon | 
probable ‘consms tency cot quality a lete worlds iotiabc 
possible to place any meaningful or workable re- 
Straints “om ithe. adv.ertiisano: sand, sus ect eM yiiemaiee 
that would prevent consumers from regarding them | 
in, ithe way; sugces ted. here: | 


AS )-0.0y PM marks... consumers, wouldano canker: 
draw any distinction between them and TM marks. 


Hee DO VeU api. 


Les 


In fact, there would be no such distinction. PM 
marks would be indicators of origin as much as TM 
marks as the owners of the PM marks would have 
EhewenClisive Tent. toTuses or “torauthorizenothers 
to use the marks. As with the TM mark and the 
Drescutstradeumark “utywould ibe: thas exclusive right 
Chabemagcntnc mark serve ,thesconsumers interest by 
ZiVinoe theamarky owner, the: incentive and) the power 
DPOe-OntrOlWetne characteristics or wanessand ser- 
vices distributed in association with the mark. 

As explained below 3° the standards eno ere oli re - 
ment would be meaningless and would not make these 
HoGkoms Nd CAatOrswoimany.Sspecitac setvor useful 
DreductMotandardswuelt it were; proposedmtoumake 

thos rMemarKeaanmindicator of standardswby. permatt- 
ing use by anyone who met the filed standards ,° 

the mark would not be used by businesses which 
would not tolerate toss of the exchusive right to 
control use of their marks. 3/ Experience with the 
Doesene ecrtiticationamark, gwhensusedhin. the manner 
inewhach then PMsmarnk would =be used, iveweuby 
EPracers sand wnOtebyemon=prolit' ~agencieswrwhose 
SoleceinterestalsSaingcertityine. standards, indicates 
wenvestronglyethateno meaningful distinetion. could 


See p. 24. 


There would be significant administrative problems 
bOsbersoived 1n sanvesuchtapproach. skocegtine 
ChapteresonsGentiiaigatuoneNanks: np. 6c. 


Lhasewould sappanenblyerorcesuse, Cfwthe niM mark. 
Since that mark could not be licensed, mark owners 
would.be in the same dilemma that they faced prior 
CO .thesintroduclionseot the puesentanchas 1494 
Then many mark owners licensed their marks despite 
the existing law which meant that there was a 
preatyrisk of sinvaludatineg atheamanks. onoee the 
Chapter on Licensing, below, p./79. 


ao 


Sore 


be drawn between the TM and PM marks. 38 
Zw RU ht Perio Che wOUad La yo aie er cg 
PndtCator Potentiai.ofeirade: Marks 
The EG’ proposal Lor a it Malk wae doe 
designed to ‘remedy the detictency the 2CC found 
in the présent trade marks system in theeilaivare 
to take°tull advantage ot the potential Tor trade 


marks in, providing consumers With data aboue the 
GUALTELeS-Of Sp hOodUuGuos 


fr. the ECC proposal wele Co mece Leow abyeG. 
Cive OL NayinotPM Marks as DlOdUC @ as talua mu 
indicators, then mark owners would have to have 
an’ incentive to register their marks as “PM marks 
rather than, IM markse” In" practice Uilem tile cineiaic 
for mark-owners torregister their*marks as PM marks 
rather than TM marks would apparently come from 
CWO LTACtTOTS.. irs u., as FM emar kSewoul”d .Uemune meme 
type ehat~ could be Licensed and" as] tm Canadeewec te 
Sine Is ttecquently Necessary shbeCaUSe sot UMemmrae 
eegorapnic spread-OF MdadVketsuana the tower Tole 
of foreign owners of Canadian marks, many mark 
Owners Night be forced £oO Register Uieis ia) as 
PM Marks. (secondly, Ti might De hopeds itches 
HublLeity e1ven to the PMemark sys Cem my cow aie 
ments and owners of PM marks, such marks might 
come “tovbe regarded as,Stronger Marketine Tool. 
tha i Memarks since the Dubie Might COMmemuCm ites 
fer to purchase products sold under PM’marks 
rather. than those=sold tinder tMemacks beans con 
the-additiondgl data avaliable trom the: edad ae 


PME Next Ur ObD Vem ewould De 700 2 taro lam ia 
dug "accUbate standards tired by EM Mark sO oe 
Prievincemtayves tO Bull and aCcCUrdate = Crs Cleon oom 


see biglow,. aoe: Manyauipresicimicertpivoationmumarks 
are ihe same as the CC's proposed Pi mark a sine 
ECC statement. “Nearly abl current .ownerseobecent s. 
fication marks, however, are organizations inter- 
ested in the maintenance of certain independently 
defined standards, such as trade ‘associations: 20d 
Standards organizer ones  (EOG Renart: pe Ue ees 
not quite accurate. 
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PM mank jproduct ss tandamdsi di ethe itecus ber pwoudd 
Sone Lom twemsounces #yakbrsty any misleading 


Landon smeroutd the (ireated as misheddine adveén- 


Pi Sl neeitem St terse tar Kiawas; eulsieicl me THnemei-amer ks caine; 
LLOns S600 tins Lead. id Vie testis ini 3S:.' thot ptine 


Birade Marks Act; ‘the Craminal Code, the Combines 


Investigation Act, the Consumer Packaging and 
habe] lamotters gand suhesoonmonitkaw irom sknndocént 

pnd fraidubent pimsmepressentation! andthe stort 

ot deeceWrhin Goceeonden it meh: be. hoped that: com- 
petitiom would idévelop ‘among owners of marks 

mor Che ese products tantiing: sthe:mosit complete, 
MeClr aoe gard gusetulesemow ere oiscitered aprodugct 
Betandawdes oF bhas, deve lopment would We fencouraged 
BO thewextent that (individual «coms umers:, scon- 
FuMeY Passoci ations » ative: press. governments cand 
SOnpe emus Fuvesitigated sand -jpubliaciaed gcomparin 
Sols Ofgtimoth lLedestandands) thor (ehemsame products). 


Howe vier sO1itpsic cmma.c ny alake bywtlat gehe 
PnLormatelomhinithéesstandards actuadly tfahed would 
not Dewyewy use hu behorsconsume csiy) PAs 4 tlre ma Guae 
Dt “the tsmancdardsiwom kditbeten tinelywup tote 
mark Owne wes bthe vsitamdandswot .daseclosune fink ht 


Bvary enormously. “Some standards might. be worth- 


Hess ome tcimavagcueness pandigencvaliinw,; iein g 
TEttlegmeresthan ythe yowner is gadventi sineies hogams. 
in cee ce CONSIderabue Incentive ito wr lle such 


estandards to avoid the costs of developing mean- 
Invi ube standards dito gavedrdeneveabingstvadedascenets 


Or Othorguscetulbedataritotcampetatons onpathers, jwino 
Michi ywmake hconmerciakgus ec sot athem, sand atogaverd 
Su jeq@tancrtihegounen qbo@gnepent talielLnab iiiipetor 
inadverntens inns leading -adwemt isanoqatbherother 
extrenesimrs candardsawould) beathe wach lyatech 
nicalwyustandands ,ucompryenens ile pomky .taxancsexpert: 


mine E@Gesugsestsethar thegirade, Manks sUfGiceyshould 


assiStwnrank towners ‘an wirads lating sueh bspec1iied- 
ELons Letomeasidhy jundenstoed sterms ay Eas: bsiyvan 
unrealis fpyesere commends hromwasiathepaubmissiion , of «a 
substantial number of such standards over a broad 
rance vot conplex «products iwould rrequirne consider- 
Diver diversi ved, expert. start which the Oftiree 


es 


does not now possess and would have difficulty 
obtaining. 


Ahir tier “preblem “arises an welaci diate esthe 
many products that are constantly changing in 
characteristics. Such changes would have to be 
filed, the costs ‘of4which mreht discoundge: mark 
owners from filing meaningful, detailed standards 
which would be affected by product changes. A 
further ;difticulty would. be that ithe svakiesot sthe 
filed=standards ‘would *be rereatlytreducedia Piitiweme 
not possible to make meaningful comparisons among 
competing products). poXsitheieco vermitenUeisato eset 
no standards “for (uniform) disclosure parm Many (cases 
Such comparisons mightaprove fimpossiple sy yvce 
another problem would be, as the Council has 
pointed out} fthat tone snark as“of ten sus ed emia sence ae 
number of ways on many different products. The 
resul tyekethe VEG isysitemwappltedetogthewpresenrs 
uses of such marks would be a large number of 
different, constantly changing ‘standards! *filedtior 
each of such Marks «aCiny 4attemphetGenestried tie 
use of such marks to reduce this confusion would 
meéét withggreat. resistance from vindustny Gadget 
leas taduring <a considerable mecessaryetransteron 
period, anywsuch ighange @wouldyineriuseliercsuituarn 
much confusion among consumers. 


Given "thatduseful fpledestandards veould besob- 
tainedy/theimextetask) would sbe sto veel ithe tdata io 
consumersi¥foriusé,in purchasingaedéecistons sy) iiheor- 
eticalhy, Pthée sintormationtine the eproductrstandands 
files might reach (the d<publLicethnouch tvanipous 
channels. As the standards would be available for 
public inspection; individual, consumers snight.eon- 
sult thengepHowever ; Yeven#if«therfillesmveregdupir: 
cated and available in a number of centers in 
Canada, this would not likely be an effective method 
of getting the data to large numbers of consumers. 
More likely, the information would have to reach 
the public through the efforts of consumer associa- 
tions, the press and whatever initiatives the 
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: 
40. 


government chose to take in disseminating the 
data. However, these channels would not likely 
beivVetyMoubective cide ourtexperitence tol date) 1s) any 
guide. Imposing requirements on PM mark owners 

to disseminate such data might discourage some 
DUSLilesscsmiTOlhiaGCls tering Suc inarks to avoid 
these added costs. As well, such requirements 
would encourage the filing of minimal information 
in standards to reduce the costs’ of disseminating 
the information. 


Perhaps the most objectionable feature of 
Licauco roposa lars (that consumers mveht misunder> 
Stand the gomernment wole an iadminwsterime the 
Pinan kwmsys tema ht micit inaturadlyisbe! assumed 
tia, at) Che seoverniemt Wweremrequirang \orwaccepLing 
Petr Ma nowoL Cproduct {standards jimit a1 must) at 
Jedseebe Selling ithte mininumeamount fandethe form 
Om stire tdisic lostinesariis)) se iprobabiby. testing: ‘the 
DEOdUGLsmcCOMsece (thatmthey contonmero cthet standards , 
andy m1) may wellibe setting ‘minimum acceptable 
product standards erate seemstithatethis! belief 
mont persist vemeamerern atvcenpts! to educates the 
consume rvas tvoithemttrue state-of saitairs: 19To 
the extent that this were to happen, it would 
lise ons umes into dangeroussbelilet initgovern> 
MentemevitatedMsecunmuty minwtherpepunchasing, 


in“’summany famnerbeCiset tt coxaemb whi ous a 
Koue for trade markse im a‘consumer antormati on 
syopem,) VAS al mankeismoy picaldly on lye onetor ac -tew 
wordse or ‘a’ sinipiler desmons* not generally chosen 
Witinethe vVitew lof oivine the consumemmuch useful 
datas concerning thempnodicdé sbuterather withiethe 
dy Of eco llinge they product, Marmankens) inherently 
very, lain bediim@ tier amounteand sty-p emo fi mus eful 
information that it can convey to consumers. 9 
Netthe (Councitléstatesmim. ats* Report) 40 rtrade 


lineeeECGCiec oncedes; Th isetia ate sine 0s. Reports aust 3. 


hem. Repomtein.,. 590: 
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marks .arenonilyone: element) inweanuary aymeoiy means 
horiigivang ‘consumers: data concernang produgess 
Information «oi; they kandsthat? ther EGG) Feouchiy Go 
embody »tnestrade: marksywcan, ber betibermiconveved wand 
bewot chiucheér cqtta nvtyinb yauthe yusiestom ovine. mela nse 


VIL» \Homeson- draws asi -anc ompandision 
Aye peUmaitead 5 Sitka: Gets 


The lLawyand dpractree tin. theninnted. Stavestare 

Similar to that in Canada as far as the meaning and 
funationmot marks tasononcernads )* ehh eiplianhanieAeatodga9 46 
defines! tradecmank Wwiar si 46yra spaioldaA ower 

re includes any word, name, symbol or 
device, or any combinataon thereof adopted 
and usedabymanmana facturer *ornimerchiant a0 
tdéentatys has. @oodsnrand= dis ta nganishs thiem 
from those manuhactiurednor asold wbyeotner-ssy 


Assi nmothers jurasdie tions sconsidexrabiiegpressure 
devedip edito.) pe nmi trilwcensane yo mans! "ands ithe: feos 
responded tomthas pressure: by.ideuecdliop ine iersiomanan ty 
theory Jofivmarks ~qnUnder athismapproach manksweoutdg me 
licersedywponovidediaphais nthewmar Weowner ise Gyoaniage iar ced 
productistandardspwhenytheymankpwass usieds byirsa licensee. ‘1 
Ins epproach recerved statutory Tecoon Leto ieee 
Lanhams Actes nivale clayits-es*o fiiaetrade mmaimiogby tap red deed 
company" to a registered owner or applicant for registra-J 
Ciomyiver deemed: tot ine: weeehbvartthics reese manthion applicant. 4: 
URe tated commanvibisadetaneds asowi onglowsr 

Mig any Person mine, Mechta envare omteaoliss on: 
rsrwomoro bled) bythe, eoustar amin orm ap platc amir 1 
reguis tre thong; respect; Homie) mat inetd 
qualatymod wtihes 's oodswiows IserT VLE e'SHiat ico nmectiom 
With wha ch “thewunar kas: wis ed: 


41. ~"IMademank licensing » 1'The roblemter Adeauate Con- 
tr ole, eh96 9 e159 Mie aReet8 20h Baie 


AZ SLANNEN OAC Ee <S4 5% 
a3 Lanham Act “ss iasy: 
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ia onappGoachyabhirns “thateatrrs scontrodsover 
mic? Uscietotbeanark tbyua tingle esalventrty ithat vis ithe 
ms ScuGe OL suncemicaming got T Source yOrvor ranns 


Bae diated) 


Ganadwant Lawwhasubhit ishworirgins thus’ "the «two 
made, mark systems “share the same /basielprinciples. 
However, the British Trade Marks Act, 1938 introduced a 
Befinition of ''trade mark" which may have substantially 
Bitrerent implications from the Canadian definition 
Bottanyodwpiaes 2 7Or SOU RACE .)) *hheyRri tyshvdefin mt ron 
mae 'SflO.Or(6s ig Shas’ foliliow sa 17 


Voss tamawge used som proposed 400 4be used «in 

Bema iioniteO GtOOdS BLO rethe: purpose soteindicea tine, 
Oreysouds —tO minda cate ya, connectionsin the course 
Ole trade between sthemgoods sand: some vperson 

hay Mag ptiie sanvehtyveither vas iproprvetorioreas 
beotebenediuser. to thenuse of the mark) whether 
Whee orewithout anyeindication of the ident rtry 
Oteeenak person:, a, 


ihewkine busi leoi slhation meric sssone,icomment 
mere asa Comparison, between the twoxstatutory defini- 
mons helps stordelineatessome -of the problems we 
Bonivteia lye perceived, withthe sGanadianidefinition. yrAs 
ll eracopeion 9 or the yeni tisk adefinitionstortour 
maupwaseconsmdered jatdsome sleng thiiunti b wlteimatelivy 
rejected. 


Rieprvrble Gestancmnea ture pion “Our sepurposes Of 
mewn Gi simderini tion was eche -usenot ythedavordssY )s.ito 
Bid Care saGonne CtvOnwEn pEhorecOurse) OF “trade wbetween 
mec MOOOd sand) siome pensonatayine ithe sriuchty.-s{ Plo fuse 
Bromo. —eGlhe underlimeduyonds heim yet iparticular 
Biponeanees)) (lheseawonds sasyithey havewbeen interpreted 
me thewcourts are the? critical\words: 1? detining the 
mIneGtron that the trade=mark owner must) pertorman 
elation tovthe «products finkassociation with!which tthe 
mak ats asec oa) lhemiwomds sim tire sGanadvan definition 
Berforming the same purpose are, "'... to distinguish 
mores: Or,servyices. manuractumed ptsodid, -heaseds thiured or 


performed by him....". Therefore, the words in the 
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CanadtanvAct defining the functions tha tycnesanculd pe 
mark owner must perform in relation to the products 
appear to be more restrictive than the analogous words 
LT? CiessBrTL ta Sit We tel Mise vo ns, 


The language replaced in the pre-l953ybrreisn 
Act waste’ by v i tuewo £ imanutactune mse leebvon, cei. 
tification, déaling witheor »offering foresale. 4! te Bie 
British Committee which reviewed the pre-1938 law and 
recommended the form of the 1938 Act indicated that they 
believed that the enumeration of the permitted functions 
of the "mark owner 7in"relation tothe *productsawas 
restrictive and could beomruted "subvecumcomune 
incilus 1 on of the vbimitatd ony an sthie cour semotmerdade.: 
They recommended the ™phrase "im the scourse#oretradc 
in orderato vensuresthatu®, wipers ons who ein tend menem. 
selves.to use the smnarkscbut ido mio Gtactladiye trade san 
or deal twith goods yetortexanple spersons ey concerned sim 
the professions) Headmasters ton Govern ingebod tesmon 
Schools, sand Insurance Companies 2)’ did tiot7eb Gain 
marks .45 


Our Anitial reaction) i) tosthe sGanadvaneeeran: 
tionSwasilikerthat tof the sBritish- Commi tese .Gomene pre 
1938  Brertish definition. ~ That els tewesbeltieveds caw ule 
statutory “list of functionssthatea trademmarkeowner may, 
perform ianvrelation to ther products was too tres Grreervue 
and not necessarily consonant with either the actual 
use by mark owners of their marks or the understanding 
of consumers of the meaning of marks.’ ‘Our ampressions 
were that the complex and varied nature of modern 
commerce andthe Weors lativetichangesmot (£953 ehad 
reduced the veffective meaning or rade Manuhs stosauven, 
elementary level.46 We believed and still believe 
thatealils the consumer "cantsately rely upoOm anere laeron 
to. the slegalsmeaning %ofwmarkseandsatheiy actual suneeion 
is sthatifor teach mark; avtany teiven”pointinttimer! cena 


Ade inadeeMarks: ACCT SE90 Ss B58 3 2 go@CsRepOr Ee pele miic” 
a Committee on the Law and Practice “Relaty# 
to: Tradé Marks, London? 1934 9ap.e7) © Heréinatter 
referred to as "British Committee". 


FO Pek ta acal olen, ONIN taike Come peas On. 
465 “SCG -abOVe.p..93. 
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is some single entity that has the legal power to con- 
ferol the use of the mark and thus ultimately to control 
mre -Oharactemiust ies) oi0 themuproducts) distributed. in 
association with the mark. 


We were confirmed in» our beliefs by an examina- 
tion CamaGicoebUNnGl lone .ots tbhenscertitiucati ons marke «Such 
marks, from the language in the Act,4/ appear to have 

a legal definitions and: shunce tion of distinguishing the 
Wares or services in association with which they are 
used as being of a defined standard,48 from wares and 
mervices Motor ithat defined standard. We; not ed that 
Such marks were being used by traders in ways that would 
be indistinguishable by consumers from the use of an 
ordinary Prademila rhea mehimuinen.. wemniotedgahate thearetirec- 
mive, legally regulated function OrweCe nti Gatien marks 
mic Wscampyeuion —tradenss, tetro os. non-profit standards 
certifying agencies like the Canadian Standards Associ- 
Mm onmigiGecuN. 49) was tessentvally mnoydihterent for 
the consumer than the use of certification marks by 
traders or the use of ordinary trade marks by traders. 
midtesLunet montis: tomindacaite:-to consumers) that fonjieach 
ee cimiidmigmenehe mis airs inpke gle aliwienticty: that; has: the 
PeWemiomec Ollerton pine: USeCmod eee ilar and abheretore “the 
Bharacteristics of the goods or services in association 
Mith which the mark is used. Any more specific infor- 
ation that the consumer has in relation to the par- 

m cUlarepmoduc tichandacitemisti cs: | rhatianyjisuchimank 

man safely be relied upon to indicate comes from the 
Beducation" of the consumer as to the meaning of the 
marticular mark through consumer experience with marked 
muOdNGrcm saver Ct PSInteretC Mela Siscducation process 
SeesciiliidieecOatniat “ithene Laeton,  CO;Ordinanye trade marks 
mechouch eitmemany cases the consumer Vearns that “the 

MOU DGOr ato corti: | Catlonwmarks Cal. ve. Toelred, JIpon 
etic a te. mOnemaspeGhi lc sand srenterap le esbandards ~tikan 
Poe Oraindiys tradenmancs allo prescentestandards: tid ing 
MPOCCUULC Mande sta tutOnye demini thon Of Cent t1catlon 


erent meses. Certiti1cation mark. 


ms. tlhercertification mark ‘owner is to define) the stan- 
gard and take) ave wwitthiitielRiccistrateiat sthiettame 
Ocho Tot ls ital rol Ol Lie marke. Net Loo marc. 
owner = 20 (by. te 

29. See Leggat, Robert F. Standards in Canada, 1970, 
inloriiiloliecanadara fOmelconomrc. GOUNCI) Ob pUanada 
ancdmoetencomeounct Wwoteseanddawp. els te lon) asd LS. 
Cuss LONneor the, Cron. 


ohh 


narksy doenoteappearito;) play vany sa end hl Can tao y fine 
effectiveness of) certifi icationimarks) into dva pers peemianes 
relaab ler dataveo consumensiaboutethen chiar are wis ues 

o£ products* 


Cons equentiys (welbelilevedPithaly awiew ede | init Cm 
ofitrade’ mark! shouldbe; adopted. whach would wencompags 
the exis tanowcertitica trvongima nha aiicis Great Ue Gane ci 
functions! thatymark-owners )performyonswouldminkes to 
performs ane latyonytomt heyproductsy dus Gra bueedei a 
assocwationaywith? theigemanks.2 gine thes pr ecesismo pe dec mere 
ingwMouch <abder init lonewe wl oo KedMCOmete me tie ae tte melgeatat 
AGP At hairs tye the phias 6b Say Gonnic clone mimeuh CareOcmasc 
of ‘trade wastattr active-aswyencompasss tno male Onset 
functions performed by mark owners upon their products. 9°! 
However ,/we ultimately abandoned] the! adeare tr iadop taneous 
Or any “samislar eapproach for tthe sreasonswditseuss ce 
below. 4 


However, before turning to a discussion) of the 
problems involved: in adopting: the British Act) definition 
itishould? be-motedsithate the? Bratash ware? ine thempuceess 
of re-examining their own legislation.55 Submissions 


50. elnmt hes, Chaptersony Certifies-ca ony Namks rane loWwemEpE 
proposals are presented to modify the standards 
Polang.procedureswhi Chummehte nake them mediimied 
procedugemerteectiv ely eicont nib t Crt Onell ear Onicmou 
Suchpinarks= 


Delve OWEN .C ae ise sch Carlile Camo tO. cc otal Cama Ommrnr erate 
DOTater ali ex 1S 6 OMe ets Le ata Olle Ml aigk ooewelren iG eect 
Single snows deri lt 1Ole On tC radee Mati = gamaiy ec) @ cles 
Separate, det ini tron od” “Certtt i Cataon iat aeand 
Cons ae Wl Wow nesc ONMe i tse 10 Le crab ON cms ta) Once 
45] ON UNe= pur pose Or si Gd Ud OepGl Caro Mn toe ments 
Cher COuUvse: oF Grade. ini tne Britis ident nine on- 
we believed) that we would have sto deletes tia. 
Duraseuins order*lo vachievo cur. punposc a 


S2Z.\° soccer Delon, Dele 


53. The "Committee on British Trade Mark Law and 
Rac tare nal Second cite Oigcl is ele OW.. 


a2 


move Deenemade tComehe Vcommut teews tudyineg sthe revirsaion 
me chicmbae Roir eh Concerning (inadequacies in othe 
meals trimmecer imim OmmOL ! trademark’; wabelow jrwe “quote 


extensively from one such submission with our comments. 


WitwOuULwMODINTON@an cSSsentiahk-defeet inthe 
Gms Dino e tai perom+ tS ith ati & of als sto 
Prescuve tame Hoar dis Tinetionibetweem ithe 
PaAcuswunae ares erue yor a’ ftrade-“markew ith - 
Cuumneces cart lye being rapparent tothe 
pubic wand aelieybac esrthat@anermade appar - 
etme GOmUnC pubatce iby they tradewmank, yaWe 
Corn ineiatsit Vbairis tO observe this? dns= 
tte bron wihene1t fuses =the iworde"imdiveatinge ': 
imoun hie tthe word -rndirea ting" musit 
POmeiecomline: Chreettor the *trademmnark on 
iehnebemernyor thearer geo mwhom>l Gis 

cdi escied. "Mar ksteadvent Usedwon, ainativon- 
Wee Calc Gareuc We amlinyrcaddr assed ato the 
GecrtMapUrciaser wand siencesd ¢sita temen et 
Ghateeciuch fa nar ky oiitaicates kor “denotes? 
Heconneec lon betweenmeulre CoO0ds [and vasper= 
Sonmmeans nothinp he tadoesmotwmean 

Gidieet ve pubdate yknows Bele Midenticy of 
PheVmernoon eonnected wrth the: tcoods Mand 
AomiCm awe BO DS eCLVedmrLawenhy sOimten does Not 
Mcaiiemtiaes: sa tira: lly"! 


Plimicawtaine ethekorescnmenc tei ache nan e- 
hecnmtninrt hes van gattenpm@iwas made Sto tint ro- 
duces amdeninitrongon mew Imes winch isa id 
moweirincesat Jal eabomasthic. propmiltetonay pA 
particular wording put forward was as 
follows: 


Jae trade, manke snc means aama rk 
Used Fon; pro poste dao me BUSea limon sO 
Ipeeiea GON, LOmAGOds® LoimetMie.gp use 
pose of distinguishing the goods 
HELOmM Othiemecoodss On make, Ghar 
ore 2 


initial ‘Memorandum ofrividence to ithe: Deparnt- 
mental Committee on Trade Mark Law'', (November, 
Loo ie eournal O04 therein anteredm insti cice oO. 
Patent Agents p. 44. All footnotes are added as 


are the parenthetical comments. 
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Untortunatelbye this wording was! (andi sijmopen 

tovtherviserrous’ cravici sm thatnt, take shea toace 

nark wane Wide wan ordinaryead) ectivierescomb lack 

Coats: are dis tinguLrshiedviromebplucwecaus. by, | 

tlie word bidokt (sos | 
| 


"Whenvainember vot *therpublicvsecsma serade 
nark for Vthestims tiitimerat aconveys Cicen mre 
ate alirco wine} 


| 
[[This statement is not necessarily accurate. | 
When a. consumer vencounters: Por: the tirsiteeimerta mew trade 
mark associated with a product, he is likely to assume G@ 
that’ some Suniden Cilvedi asa ngilve @iiepa lire mitiiity tate neidort 
Wise ssito cla timepiece exclusive riche) toiia den te fy, products 
using that mark. Further the consumer understands a 
representation by ethe mankwuser ‘that iiihemeonsuier wwii 
try this partuculam product tthe mark tuser \mopesmand | 
perhaps expects thatiothe iconsumer (will l be satis pred) wit 
the qualities that the product possesses. Still, furthe 
there is thesanplired trepresemtaumon mth aime | 
consumer is satisfied with the product he may return to | 
the market place and purchase the same or similar pro- §@ 
ducts under that' same mark sand ‘may reasonab bigexpece to 
get an item with the same satisfactory qualities as Cire 
first item: ! This* expectation is reasonabile las sthemllatem 
purchased items will appear on thé’ market) imvassociatiom 
With the) mark™only*under thes authority .oOLe thes camemone 
legalventityothat authorized thre tpl aceiemt to mari ei Go Ce 
item an ithe tmarket enrthatvvlevalient iby aus ela ke ljaeco | 
ensure later products have the same satisfying qualities 
as the first item, because in that way it will reap the @ 
profits of repeated consumer purchases. As well, there | 
is the representation thatethe, laten yproductcan bene 


| 


55...) dhe detain trom, oneetdiast 1c tiacew aa Oui ae ne ee 
Suifers tromathe isame problem. ihe sdetimit1on can 
be given meaning sby neterrine {Co therderintiti on. of 
‘trade mark tses az whic: detinesisther nemleyv ane | 
Criteriam fl Ore diss DMCs io ee get © acerceurinn Olli) 
WaTeS<OY UServices Manultactured, sold sleasea, hired 
STL perroumedebvVe hi Met pola tiose ‘manufactured, sold, 
keasieds) Innredion performed: byivotherse! 
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Mmppear under the’ authority of some other legal entity 
which might have differing views as to what were appro- 
mciate qualitzes for that class of product.) 


Stim toad © sap pearswit Oo: usetiaticunder modern 
Condi 10s) a itnade;mank Normally wndicates 
two. cise st iG OpiteneepubDsla crim Om Fthe jones hand 
ice Lidia we Ss recilastwalglirs OO S*oierar ss amielar 
Kindswhich mo vbearrthertrade mark rhave).a 
Commons source sandsonethesother handyit 

dis Pimeus ies soo0ds) beaming ithe “trade 

Nank and emanating sfrom jaiiparticular source 
Pronecoodswnot bearing thestradetmark and 
not emanating from that source.926 


THiewceimn it On <duoteds above’ relaesi upom the 
PUNnGevony ot oditsiein ouimshd newand:-on thas 
DasmceWwenlaVveyoOunselVvessCOnsidered, a poss- 
ibletrmefini tion on samallar dkines.. However, 
amaciamait Lon sbasecdeenidlstin eats Shatice pre - 
supposes thatitthenegasra compe Gingy product 
Promewniven thesprodnuetebearinoenthe mark 1s 
Pomperaistincuishedwae Inesomescasesyanotq 
ably sWwihter.ec mab prLoduera isa comered?: Dy sit rong 
Dakota prolect1onemulere aMay  bemnoucom- 
Pecinomprovuctrons ther market ,wandiianeathese 
Cameumsctancesy thea mesemot. actualdye.disitan = 
Pushing the product fromea non-existent 
competitor eURegie to us to be somewhat 

Zhie Bakog sear: bl beg 


Remembering that ‘source’ means simply the one 
Peco pe niuby Wi Chee ese Cliisl Vice owe tu On COmt nO 
Pree Use AO sell Og Maine. 


Peroapse Dut WesstUbDimit iat astece Mean Tou 

for consumers to distinguish the products marked 
ErOmMepocent Vall OTe se Ucine wool peia.cOonst. © Would bie 
Competitors facincrtvemsubs lantialvbarrver to 
PNenynot “aa tamousert radeymarkycertainive tind: the 
Cistimoudohincrto pehomhersithiann artaitic ialy. 


ays 


Kel 


ULeemusijeead siorrmey remember edi aria Gawler alan 
coods sof awsamiulam krndib ean tires theme dme 
trade, markiimustithame gpass edith og heetnic 
Same trade channel (or related trade 
channeilsi« theyconvers el Snot stnue.. PO ocen 
the same. proprietor’ sells: adenticals goods 
under several different marks, and these 
clearlyiicanniot ds crv Gxot oj td Vsti os ete 
sources of the goods from each other.''58 


"With all athese tconsmdera tions) am <nandawe 
thinkssthat taltiradelinaick ish avian ke whites 


Gs is adoptedeby some (pers onenasuh 
the intent thatedteshalie@bpeanacd 
onlay ‘ba; ham), onmbys seme one felsic 
hoissiepre TM SS 440 ne eo Web yard onli 


(72) 15 .usedjor “antended combeltsedsan 
celariuoniomrooods, Gonneeted sum Ite 
COURS eyo timate aw ivtir enaniio Wa Dp errs 
mitted user; 


(<3) 1S SUS cde touwwsk ies pump GSiem On meme 
tam on ash ane lis fooOds:orethns cmos 
ap erm lited susierael Fome-airy BeOmnme tas 
tiavem coodse 


DOurce rs On yy Chew en tiny wht meie me er sem .c mle cree 
TOeCONn EEO PVUSS SOT CIE) Mankwe Wiehe a1) Cie lia fy samme 
Pie ita Eat eeould wera Onted Uaioe mori onl ommr cro am 
CNnevey “Witch rowns Such marks ti. SUCK a Gace aa 
decried = COS UD ai ae el mS cu t =i CO ma iil e de mrens 
dire rent cnt tlesmibach Suchen tity Usmscm aie wie 
Ti ireacerihniosie xs enc enor (dimer cist snare kK setonivics 
Cher poss ubieluitys ands pnopabaeiit yo of fohowrre 
aiitenent *povlircrestmbrorveaelvrmnark ‘int Wc ar Ome.o 
thie? char aerte viisities > otertivery rod ici siss Orel manne 
art 1eic Palit vader oducedsiistTnoserceten [eh anrugeet 
of "thesinelrer holdincmeonpany wh irehmna su smbpserds 
Tavis Sea Cw eusin® rete rent amaink ss. 
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| 


minvalteunaciveldcrinitronims*that artrade mark 
mis ahmark that: 


(ls) PsmOmerasbecm tado pled sb yrisomest pen 
SOs oie tie ein Gene ytiraw mt jsihalels tbe 
used; 


(9) Only Win relat on tomsoodsi passaung 
to the market through a trade channel 
EiemsOUnCeROL Ovnerapart oOfewhirehn tide 
Dems Ontec OVEN OFS: 


()) andiromawinesuch famwayaehat othe 
EUCIR, SLEy Vee anv Jhb eves emeunrehe re iigey | Tech VauilSy= 
pious eooodsepassing throuch the 
DaneronltteVtrade channel whichtthat 
personecontrolswirom *coodsawhirch ido 
NoOkepass sthvoten thatapant. 2 


mA weakness of paragraph (3) of each of the 

mM pDoverdctinitionseis that theyfassumesthat 
mchere are competitive goods tfrom ‘which the 
myOOCS abc adarne ithe Marierane @toebe ediistineurshed: 
mihis may not always be the case, yet we believe 
mthat the mark always fulfils a function in 
meinicinor goods swhichidoebear rt:.2° ASthird poss- 
Pep rletsd eta iisenOl |S etnemerore vas ato Mlows= 


A-tradesnark (1s a mark that isi or thas 
Deecwmadepted sy some sporson (eho eprO- 
Diets): Gwivtl Soheeumtentiilia Gla,t 
Sie aoe sied soni, gin GelatLom (Lo 
POClsmsiassiNC COmemcrinan  Otw tmrough 

ay see avency fedgvebenpyodl) (clove, ) Gio Whetaism vee scliel emo’ 
DamneOL ai hel Tis esomconneGeed jwuhat 
Lien nOpiEic LOI i@alimc xenclseucomene | 
Oviews Che selrardiete rn son. Adita.luiiey. sot. ea) 1 
goods Tot "a “Certain des eriuptiren. ein 
rerarron ot oewhveh ste .eradesnanki=us 
usec 


[[End of quotation] ] 


Sy 


Frommthea€ 7, PyAyeanalysis tandwouryvowineors sde 


erations we ‘reach ‘the “conclusion “that in order forga 
person 'to "claim. a itradetmark i there tshouldsbes thirec 
elements presents 


SyoPr 


1) The towner must) ‘claim thevtexclusivemiughs 
to susie *the mark? i There foreniea debi t10n 
could#readginipanr ts 


UMPradewMarhy. eiseamnank aiaw 


a) is adopted by some person with 
ther intent ethatauteshaliibesused 
only sb>y ahi 


2) ThetusesoLsthe mankimustibesuse@gineres 
Latronguo swanes Founse ny rcesmtiraGapaac 
through trade channels however peunec 
trade mark owners 1eedmno beau autos 
the 'traderchannelseinvany way eexcepe 
authorrzinogethe Gusenot ehis tmankeae 
SOMme spOlnb ginwtheyeradeschannels son 
SuUGh Jeondi trons sas ehe@gsecs put ae eDehing. 
tion Gon tinued: 


"bhjepsjused orgintended ito wwesused 
by “such epersonnon (persons onlyain 

Pelatd Ongtoewanes eOmeserVva ccsmcon. 
nectedvwak any ypoointGaot thevcourse 

of trade gir isuchewar esmonwschvuitees 
withisuch pension tou spersons ai) 


such ajdetinitrton, wou id spermut (Ger tit lea whomemnam ks 
to, béesincludedwrmethesderanit ron Oheuradesna mia 
PNOona=protaty icer ti bic Eronsmnank townerse ane ot 
PabGeOte buadeRCh amie hs wee occ ab OVicwms selon 
UConnec Cede d WaanysnO I) GEOL able COUTTS CelO mmr Gad ch 
should vinelude all licensing, arrancemencs 1. 
thepgpracisheCounts )yapproach il scases isl ke 
BOSTIUCh ete lareguol lowed.) sce =DedtUWwemDaoG. 
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3) The ultimate purpose and effect of the 
WhG bose Melense gills Vine WwbO .o1Veuthie terade 
Naxerowners Che sul tine power kta deter z 
mitiewchelcharacterpsitacs: ofr therwares 
anid? Siemvacess dristributedmin lass ocrvatti on 
Weitiengsecaoh .« Wehinnut ron econtinued: 


‘comissuseds or antended to ibeusied 

NMAC euMten.c Uthat Gharoughethe 

CMEC 1S 6.0 Lia nmex Guus Pyiesraran Laauto 
Somusicmtheamankiisuchs pexrsonmcan 
exencisenicomurol Ooner wther character 

or quality of such wares or services." 94a 


VIII.Recommended Approach 
Mier tiinoloftPproduet Standards: for Marks 


Wea recommend mmeniection of tanyeex tension ori the 
Pilinomere products standards: withy the: Trade: Marks” Offiice 
POLdanNymtey pes or mank. ase theme@ture commended tori ts 
proposed PMemarkk. sAs fdiscussed below, “there arevdiffi- 
culties with the present certification mark standards 
largely because they are not subject to examination and 
app LOValeoywnbnewrOLticcumor= theiriuthidityvandgadequacy. 
mrecouncidatironsfareumademiny theeGhaptervone Gerlitieaction 
mMarks to modify the certification mark standards filing 
mp rOvrsionssincaniattenpe toaremedy uthe serious sderects?. 
noersmrcconmendedm@theuemenatrineamocdin1edy provisions’ be 
POntimucd storea trialepentod stordeternane mi yag useful 
and meanangfulystandards faling®approach>can be ydevel-= 
ppedptorvany marks»: 


| theres xretatnismtrenquests ons thatmiutethesece 
moroposalsqtor: the better yutilization iof ttrade marks 
mto provide consumers with more and better product 
information are unworkable, what alternatives should 
Bie government pursue inethis .area?’ 


Advertising and information on packages and 
mlabels are generally more informative about product 
meiualitiesethan arevmene trade marks’ *One®sovernment 
mictacive already. taken wis tomatgtemptetomensune that 


59a. We are NOt recommend. the sadOpti1OnOrmthis derin- 
hig ARONA. Boel er sie bye lb 


B8) 


such infommatmont mss? m0 u misleading. © 


Ad hirthe 1? inset Fastiavied GS GUO encourapessre se aired 
andspubd 1caitiiom hy) Consumer associlationsimtipeneh “tire 
Siving of minancial forantsr iby) whey govermnmen Ge 


Morerdirectly, the’ tcovernment can undertake 
the estabilushmenti ot Sitandardsiionimarouss produces. ana 
encourage or enfonce thei use of such) standards. 

The government already carries on such kinds of stand- 
ards activity) particu! ai hye ini Chap roductiqarcas=45 
foods -andidrug seis dhs approdeniimepre scm smen mone 
frurtctuleareaytor futures deve opments tianenunemhG Ge p lo- 
posal ero; —PMymanrksy Wilherreporte standard e@anada 
dealt with the great number of problems encountered 

in settings tandards an Senerale and forsconsumer «oodes 
in particular. ®l For many, products? thes establashment 
of mMeaningiulistandardse willy anvolyer thes spending 701 
relatiy civ? Varceysumsy Of mMoneysand ithemdevel opment 
Ofenew lexper tisenwhichrwidiw takes consi devabl ec. tamer 
The vorernments shouldworddana Min exit cide tomac tiny iu, 

in} produets standards? asivesources becometay al labier 


They Gonsumeryeuneauton sthe Depantmenteo. 
Consumers ande@orporatepAttiany sthasmbeenyemead cu mad 
program? Or =resecarchy concernanee iuntormatiy cmb ouiienina 
forp>somca timer wgenm they Course Pore chitsomes ean chm emt 
Bureau hassencounteredyithervery didtiicultaprobdicmse same 
VOlVedsinvsethinepstandardseretferrecdmt Opaboverus lac 
MNOStHTecene approachsobrthe Consumers bur Caumieo mE ic 
standardssprobilemyas more ypromisines thane the tunwork- 
able ECC, PM mark proposal. The approach twouldsinvelve 
the developmen of ans intormative babelcalhcdeag Guy. 
TAG). (Qoeeverabemneaningtulestandardsawoutd besdeve lioped 
in, cooperatronywithiindustry -forvat particu lantpredneice 
eyo. ,-hODIGer Ri veratorsemrextarnior fandenitowron 
measurements she bres pacecsmintcmons spacee renner amune 


60. n€onsumerePackacine jand@elabebiineWActeeSGe19 7027 1- 
me pe>gl yaGombanes wine stupa CronwAGCT ORG EMER £0. 
(2735 sjbhremlattenitemineihespnocess = omarerytcauon 


at Ghestameyor qunrt ana: 


Ol. Legcath Standards» in )Ganada..kCC andi ssciencee 
Gourmet 16 pet agi ta 427) Cua Ciena Oley 
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‘range and power consumption under standard conditions. 
iThe proposed system would be voluntary so that if a 
manufacturer or distributor decided to use the CANTAG 
Pe rwousde OD.ea tiie dvceneenmtnomathe Depaxrtmemt.i 2A tag 
mOULCMm riemmebic rotttachods to) icachatem wha eciagave, the 
mnrormatviom forveach of thes standards) for that’ item. 


Lima roacn woulkevappearntonmeetmseveral of 
miccscruousmpro bl emsamd usicussedvabome tconcerning the 
PM mark proposal.®4 When the consumer was shopping, 
mhe standards information would be available ito him 


lon the product in the store. The standards set would 
me selected under government supervision: for their 
mec Lovanceinuoy Chevconsumer ssibuyanet decismonsvey ire 


‘standards would be uniform so that meaningful com- 
parisons could be made among all competing products 
Bhat had CANTAG labels. 


Bebe neerroposied a eteimirt vons ofa ir ades Mark" 


ise CuiNcd.e aes anon ew liiattita line ine iLhermese anche 
the dereinee OI) PO TeekOrMeCeinu (Comite dhe imei nes preset 

‘Act (ern mappearcde tombe mtoo! restrict vem oO>Rair he? define 
ition appeared to reflect attitudes of an earlier period 
in thepdeve lopmentsor trade smarkylaweand “ornactwee . sModern 
production and marketing arrangements might be too com- 
Mm rcxrondsemWerS ce itont uimeasily witthin tthe iex isting 

mo Lint 1 Onpot monic me eerihe x ibaclhiut yeandwe xperimentat ron 
minproduction tand manketamoe "arnciifreguentiy <im the 
mnterests of consumers and mark:owners ‘as they may 

m oUieriimhower “GOS tS Mande Det ber MprodugGts £Orsservice:. 
Bocress ential purposemotestrade markataweiise ineitocus ing 
mes POMS buslavt yeyvenrorecdrithrough themmechaniusmhorithe 
merketaplaces. foreproducts' placedtonmitheamarketemunder 
Marticular marks. Therefore, a totally new034 definition 
lof Mtrade mamk' tha twoud d retain tila ses'sentita le pure 
mose, yet introduce greater Pelkoxisip ali sty; ae pS ean! 
mnto ithe; concept ofmoriginkwasconsadered. 


162. De CAD OVe Ne pew2 oe 

63. See above, Dales 

3a. For the Canadian NERC 
MD wroee -abOVe pp .30- 37, 
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However, as attractive as that approach | 
appeared, particularly because of its straight forward 
logicey? ts adoption; hassnotibeenl Weconmended Mbonseer. 
tainspracticaliredsons uf therapproach takentiias been 
somewhat’ cautious*ain recommending the retention! of the 
present: definition o#iltrade: mark’ withe Somer modwiie ae 
tions described below. 


The present definition appears to function 
réasonablyeawel lean vmanyrnes pect stem Ungteh edi os 
above, it is suggested how consumers perceive trade 
marks! winder: thes existines law tandsthatrpencep Gromer s 
the only possiblejone) an our view vm There was hesae 
tation to recommend a radically new definition that 
might throw thelaw:and'bus inesstwvalucsatntojae peraod 
of uncertainty whilerbusinessmenyn trade magkomprac. 
titionersJand: the courts wrestled. with thetnewadenini. 
tion. “There was particularireluctances torembarkgon 
such a course when the effect hoped to be achieved by 
Such: an-approach could be achieved by retaining the 
present; definition and antroducings les susweeping 
changesvanticertaint other (pants ofmthetActe my Onempron- 
lem was to rationalize the law concerning certification 
Marks lacensingeandy assionment .withithe@aboy ceases 
ont the nature *tofitmarksel LAs oy the) detinttimonsef ia trade 
nNankesmnust be surticientiyybroad “lomencompasem une 
VAewssitated@on the mature) or. trader marksmegu nese 
objectives? couldubermet byl imtroducing@amendientsran 
other parts of then Acteands by moditving thevdetanicr on 


ofi'tradesmark’ an’ thermanneresueee's ted below. © 


Apfurther@ problem Angred ation ofaucocause: 
new definition was: that’ in) the) analysis: there’ was 
considerable speculation concerning consumers' under- 
standing of marks without the benefit of empirical 
studvess. (Whilesit@appearsethe conclusions were 
acctratesiutimayi be? that?some consumersehayceateecasc 
certain minimum expectatzronsmeoncerningathestunetiens 
that *tie* horioin's pertorms) aieire lation toethemprocuces 
Sold intrespect#ote afew partacularimarks. ==mlioenae. 
tor adso™anereased oursreluctances toudepay tenade calen, 
from thesestablishededefini tions: 


O45) JSee"p.. 442-6behow, 
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Most importantiy i therneiwasieconcern aboutisthe 
Dip I cdtt ons OL scenutain iRritash court sdecisi onsiiwhach 
BidtCato etiaw Thiewbn Losi Act detianueron ot) Grade! mark" 
BorMbtce 1 ecensing Ofmmanks outside sthelsrégws tered user 
BlOV 1 sito SOs st ieet bia olen ACL MESUCIINaline sult! visi per- 
mectly cots s tentawath the very ibroadrconcep tot 
Priori hs CUSSed salO0Wew MtolChe whiCensine? COULG ber suf f - 
Pearevtstomanounc 1cOm a CONnNeCLIOn in the ‘course if 
Erade’” between? the’ Jacensor ‘and’ tthe: goods» trademarked. 
BOWeVed,. sone! cuane stil Mianyeinansweredsdues CLOnS 
BpOUGC meno mie Gud nedimatiinemod tthe? lavcensumomin order to 
ave tet analog wa than: ithemdet ination. © ils at surticient 
Pia t tieslicensonm has “inherent, power towimpose 
Becli lem ons montane, ncensecis MISE Otmtheemanrkicas a 
Bon Celoleotercmecui noe im vOuLneireencerl aa siat sutt- 
Bevel Peele tet Neale Chsidlomarecmenltsprovides On CON 
BO love tr thes Mcens Ceumiyaitie tl) 1 CensOm © GimlUst! sthose 
Brovisvons actually Demearrivedmouwty ani practice? (What 
Sand OeecOutrol  prOVeEs Onsear ey necessaryeanmone sl cence’ 


Haus. Bie! pRoOvwictoOnerequUEr Ligwaee Ounce ctalonein 
BicwcOlmccmoL Crade sleavocmtine ques tmonwoLm the wrature 
m thats connection £0 bemworked Vouteby Ehescourts:. 
Pile stnerceds SOMe sulhdance mn mecentwBrnelsi cases 
micmautvnorsepellever tiateetiecrexare still too any vun- 
Sis Weredmquesti Onsiiorwusmiloradoptathe samerapproach. 


By Keepingesthemepresentaderindt Lone butmaintro- 
veto thepredlated persons: concept senches is may derini tion 
of sufficient flexibility to meet the legitimate needs 
bf mark’owners, but inodefining “related persons" in 
the statute the unanswered questions posed above 
Sis trom ethe «Brats de tine ton ena vane sanswened!, 


hurther, iam «her Chapters one Assionmen tvand 
Licensing, below®° there are recommendations for 
requirements on licensing and assignment unrelated 
Boron CONGeEDG Ot (OmioImi:. SRoUCianes biel etroms: nent 
Be ditticult. to applysetiectively withpthesadop- 
Plon-Oterhe Bratasi derinwieionset trade,mark, which 
maisesthe problem, of, lacensine voutside the specific 
BltCensing provision OLothe Ace. 


Pore oceepe lows Pp. 15. 
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C4u@ureostedgyimendmembsyi On tiem ae 
ls ert ier Odriciuol 


iiveerob jie Ctan.esmourlunedmaowmen ml Cop tei 
ach@eyvedshbyaeamendiine Sener deri nislmo nt0tee soa 
Nariew alonoybhivceteds ow iirouelinicsn 


(a) aumank: wha tiyis ts.eds bye thew Owner 
Onipersomesromks tedeit or golem Oa aaerod 
the purpose of distinguishing or so 
as =tomdas timeiish? coOodsm Ore seri ces 
manufactured, processed, produced, 
soldegdistriabutedwileased # hi ned 
One perhonmedhbydither owner Om persons 
Ted tedwlomtnerowne ryt Tones Nose 
manubacturneds §precessccdeeproduceds. 
soldsednrsitrmbmticds dea sede ined 
or performed by others. 


(Underlaned portions): are new) 


BO bee re x prlanat Von of. tiesto esitied 
changess fToldowser 


L)sOwnert walndergithepanal ysis some tiresmeanine 
and function of trade marks above, reference 
Wasmmadeptomthey singer tsource menace had) tire 
Ultinatea power eo Controle thew us ce Ome ume 
Nankiyfidnt thessuecgestededetinmtronmeapoves 
Ciiaiteen tilt vedo e Tee crmeds ft Of a Seaencum. Omen) 

of the trade mark. 66 


Vie Pensonsirela ted ae Pensiuv ces tecdme.en his oes 
ot Spersonstreikated! aspeivensbhelow.yiihe 
punpeser ofan ntroducinemthisimantgore the derin- 
it Ones SPeomony epithierds miniit ponmetiain Clenge 


TS Cee brit Sle Noe eens Cie w. PhO mmc (Oi. mle 


Marko ACs ooo OO CON nag Cmlitt tke soln bie 
Lannam vet. in tlesUSw ie is eteterreds to. 3c mile 
VOWNeCT) (205.0 SOs Cie AG 05. stile ede mend rion 


of  VOWNe. hs edis ctls secupe low in tie Chante pon 
WETEOS ohn ls( a 
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SCOpepLOPenecomnpas se any: Usie? 625 thie? mark 
Ubimnatelyscontroited byritherlsingle 
eSOULrGe = swiirok. w the owner. SEhe= control 
Orptherouner "oven the mse by) tives related 
peLrsoOnsvean PComer trom companyicshare 
OWwnershi por throeugheapproepraa tee liucen- 
Sino 2oreemelws™ 


Se Goodsetoadinas wermnsrusedianmboth 
bel te snqands Uelwets  andt ime imterna t- 
TON ware cmenllsey ie Seemse Los Dena 
more; conmony term cenan) therisdi1chaly 

| arena hea Wares! Sy Noychancer mn the, law 
Shoulder esul tra romethasmchancey on 
words. 


4) Produced: <A broader term than 
Nanuieacturedy whirenrrtry would? weld re- 
place, mit shoudcanne buderarraculeural. 
DROdMe GAONy SLOrmexaMmlple. 2 im» sencrals 

| thefourposesheresiseto ensures that the 
| Fance "Onl eUNnCtlONnse tha tads man owner 
Navi per sOmmMIanerelatLonmroen ther products 
| ifeassociataon withs whichp hia simark 1s 

| Usedmiswas broadwacsvut Wei suceested it 
| should be in the analysis above. 


5) Processed: “Introduced for Similar 
reasoner tO -“produeedas YPhePiter mais 
desacmedaico pnedlude, tradesman Keqapplic - 
abDlemtop processes throuvhywhiehe goods 
Mayvyepass be lLomerreachinea the market, 
end Mer eneamak Tie somo CLO wih le haets 
Hantitacaured Untoge loucmimery msiad nik - 
PeSwWSwanite. 


69 Dastra buted sthasstermauswdesioned 
to broaden the concept of ''sale' and 
TS Wesmoned - TOmAmericdomreiers price das 
CrabUtCOnroreasp roduc te inedassoeyak ron 
Withyaet radcem@marks 
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The definition of "persons related" should 
ber of thea toltowinge natures 


Msi) 200) For sthe purposes of Vuhise Acted 
person shall be related to’ another’ per- 
son or persons as herein provided: 


(A), DErSONS aver eld cocmuimaiE lc vedic 
companies that are members of a group 
of two or more companies one of which, 
dir ectiyworsindirecals owns gormcon- 
trols otherwise than by way of secur- 
ity only shares of the other companies 
carrying morerthanrs0° perveent rot the 
votes for the election of the directors 
of those companies, and such voting 
righitismareé “sutrdaici ent) Riimexereisedsu to 
elect a majority of the directors 

of the other companies; and 


(boS persons fvaremnrelatedmwhe net umes, 

are Pareles! toy anye licensing apr cenens 
orjarrangvementipursuantitol See tienes 9 
[as amended] as licensor or licensee, 
whereby the licensor as the owner of 

a trade mark authorizes or permits 
AnOGNerhpersonvass licensee ntomuseusuch 
trademark! forWanys period) om times 
definiteror under inree t01 thWworewithoue 
consideration? 1newhrehthevowneree & othe 


trade mark or a person related to him 
under paragraph (a) of this subsection 


retains anye riche ofl reversi onwer, 
other interest in the trade mark rights 
ee 


so licensed. 


(Cjbwhere tones personvisPrelated to 
another™underverther@paravraphe (a) 
orb) Pani thas subs cet onke that 
person is related to every other 
person to which that other person is 


related.’ 
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| “° In general, the purpose of defining "related 
mersons  Jinnthis mannenm sitirsty tosprovide, for 
adequate control by the owner over use of the mark 
my relatedipe nsonsemabecond:: there rshowldebe ia. def - 
inition wide enough to encompass the submission made 
mn the analysis above that any use effectively con- 
mrolled by ithe owner ‘should: have thesame ‘effect for 
m1ll.trade mark purposes as use by the owner’ himself. 
Pate) eeuaildis tise bases ley Chewded iat 
ion of "related companies in the present 
So seoLivesspmoposed cdeingn tion) Otpecor. 

| Guo lbedSecompan tess waste rmstiof more 
Chany 04 wotiIne econt role m A possape 
COLerelsimoO te Cis deliniGLrongmay bestia 
Nesdoes! motlinctude cases, ainiwhich there 
istactual scontrobiwath skessiithan- 504 
Modmio SCOmtiol ae Slt sussrsubmatGed that 
theme sr no de Pinn-tion behate toon ld jan - 
Ghudie) ssuchscases which) would not intro- 
duce oundesanable; .ambi'gusrtyevands uncentain- 


tye: Aspwedtesthe: purpose: ofitthe defin- 
inthe Omics) Goedetime ssicource!' fim the trade 
Man Goonies isi mecessamy) to ensure 


that (the taadermac: ownemiwadlkle exercise 
COntnoOl) OMe met niemcon Grol Ned companies 

inane lat vom-<tossGhe ina tumerfotsachne products 
trademarked. | With less- than 50% voting 
Comino lAgweminay. moi beMce ytanmycthatmsuch 
Comtrous rsapwesiemt:. “if-urithermore, in 
Gaseis un which sthere might be: actual 
contnod yhroughpithe: tioldinexot, substant- 
tail ebslioic ky ibiteieis's) at han: 6510 4s tonne bins 
control, the etrade: markijowner may rotten 
ChOOSe LO Spe tect ss InNbeme sc Stal ties Ve 


Setrintt1Ons..01: |GOMtom « in sleciciiat tonsiiohneas 
Behe Securities, Actiot Ontario, the Business, Cor- 
porationsAct of Ontario or the proposed Canadian 
Business Corporation Act which refer to less than 
PU o vOtine scontrolierequare: much. Fess ethan scie 
Bininum amount “of tcontroll required tor these pun 
poses. _ Suchrdetinitions yy meferring stotrownership 
of 10% of the voting shares for example, are 
pntroduced to. define. "insiders" or ensure the 
sandependence of the auditors from the corporation 
retaining them. 
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in the mark by retaining ownership of 
themtrade mark iand nom )\permmbttrain gsi ithe 
esse than A504- combro bled scompantyrauo 
become) fthevmesnis teredirownerrou sthe 

markhie ints uchecas ess, us et tornih esrinair k 

by <theltia ees voonpany 11sreleke ly vio feake 
placerpursSuUaninntGrarmluCensinic Gag) cement 
whiarchs woul db name esther Gasice gw than pana 
graph web of) tuemstiscestcdmdctimi elon. > 


Par te(b rom pihe Bercens ineriids take 
pitacey purrs ude Sto nbiCmS ot esitCcd. anew >. 
AG it ese e Commended hia oe C.iron 
40 proce as “follows: 


Peabo th re o@is temednand suuncei1s.t ened 
marks be rdeemed) stowbe ‘and sto 
alway sithave Iveen teapapiltc com aber ie 
lerceris ed BrOteusic sy eat per som 
otheremthantithe “owner fort hieumark- 
providedisthat, the! provisions tof 
and) the wpemboritan Gemb yal Censor 
and —sicens ee son stile Mareen Certcom: 
piiweewisthsrtiive requimenemgs: of 
[ectaom ror asivamended: 


Zetia Cen Simic md yore er oleae. iaon: 
megs Le cedamadikst tO keaukvenomsnctl| 
ofmthesc ood Soils cisv aes epommeNiniTen 
RirerdMnNackras ye rst creccmdiicier ole Un 
reqrstered marks yoring fon stirose 
goods or services/0 for which the 
iieibed con asym Sigh Markewene.) (hil She sreWen val Ime\ Fela 
eye tenes Olas lin Geinrs taice. 


Dhetproposecdelanguage 1S) adgptede impart 1 70m 
Bas Geer Sr Sie ales: eee elie Sute ers Sek Tiegh 40 Chl babel stodas 
MGI Cw ot) ee eieieics- te oa Cilstl O. reve cnt LO oe CS 
also-ihe busines Ss COrpora t tons. Act. =<)-0- 700+ 
Onterio,—s, “(59'S * Lavine. (ihe Bus iness-conpor 
atzrons Act. "pp. 25-26 discusses the meed—ror 


drat Giiross ne Ghiss jo ait Ciulan el orin. 


See7 ithe) Chapter ion Assteonment and! /Licensune, below 


at p.10Q for the suggested amendments to Section 49. 


At common law, marks identifying services did not 
PECCIVe’ PIO tec LM. OCC ret), Ot mt our Gg - 
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See eet cme Stila Gries. 240. “muS' i pm = 
Vice One CLiPeeCiy OmGUILemoN Soyo tile 
Mrecisol Over the manner vor Use 
ot yeni tna yk iby ytiney brcerise.ereanid 
OVvenmuney mature jechanac terrvarnd 
Guaseret y for =uhery Ware storms ery EGe's 
Mmeassoeratron wathrewhich the 
Mag elsmiscu shy stheamLeensee, 


Aj MeneonCe tice his «oN MUSibe DILOr 

Vitdeaiirom gtien Cieikeccmoees lO nmtO or ine 
Dye cher ia c ens ommodt scene Mila nirens On. 
Wisco in Utlvermia iw bys ot nes larcensice 
ands Ob ithernatune sy character: and 
CU aelsleevaO Ie GT CweWainccenO Talus CanVElCies 
ine assoc" ation ewasth? wirich tthe 
Mark, MSP usicdiaby eune? Mieenrsice:. 


5) VAM reencerunider teevp SIRs c. aot ut 
aithy ebes performed enrouphiout, 16s 
or iemiaccordainicveepor the urequnie> 
ments in paragraphs 3) and 4), 
above. g 


6)5 Lhes Governor. tiny Councils ’shail 
havemscehe Ypower W#tiokenact “Teculas 
CLOnSe LON prescribe. whale mus tbe 
thes temmnsmoiiebicences under 
Ddieacmeap lisa) panda) seapover 


7 cl ivemecamwat) Wab caat mec uda ene nt ar On 
Regiseecmed eld WSer anaes suhicice) © 
falsinicawa th tite Recs tara yor 
dasGamcone ennui or ethes bec ensamig 
AOneemeiitwd Ss spike sem iC Cm iyenie Ot: 
bat Onpagebaltuyes Cong Lea smeh 
data will not anyadidates the 
Mage ou tawl Wisin eugene aviv 1pen- 
alitaes”. 


Pace): weveCm DUD DOs cmOtm nds. 6) LOVE Si Ol 


1s CO eOnsunemenatd Meine sons isinKkeds FO 
the owner Of the trade@gmank by being related 
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in: cpa Gan) tox ipa rite ob) fancier ced 
to one another. 


The suggested provision in part (c) may 


sweep too widely for the purposes ‘suggested, An 
alternative proposaltefor part Itc) tcoumlaibe sin thrs 


TO 


(c) 


where a person is related to the 
ownem ofall mark cndentiparagraph Ab) 
om sthnissubsectirony ithiat “pense meis 


related to EVE Dyer here-pem son related 


tosthe owner of the itark under mara- 
rapwitb hoff thisttsubs action andm is 
neilatedset ome vera emsonier eliaiboumro iene 
owner offi tthe trade) inane lindemp ard 


eraplscayy Om this SUubsiece fom: 
Impact ofjiat hetiNew Detiinitvon 


Thestiimnpact wot chemmnews deLimmtonand “ala ton 


the ‘reasons Homisuevestinpesthat tit stalker the fori 
indicated above. cannot ibesexplored, mnetehise Chapeer 
but-.are explored in slater. Chapters’ ss bremcct ine on 
has: significant- implications ‘foramonesother areas: 


1) 


2) 


3) 


4) 


5) 


Qual itacatvons. tom vainine relocation 
Of a, mark.) sSee sthetGhapeeronmuse: 


Tivcensing. see) the eChap ter sonable llssne 
and Assignment 


Dis tinetivenessu wee Chapt erssone ba sii Ge 
tiveness 
UCOMLUSH One sands, (Misr eMenteme oc e jlap- 


ter on Infringement 


Parallels Importation...  5eenGtwapce lk On 
Pay alslbedy impor tat ron 
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At eos POL nts, <Chetbasacsibm1ss pons Of». thus 
Chapter Should be kept in: dmdnd. » Thatisubmiss ion 
Me tivateta suracesiiank indicates that there is “a 
mingclev eitity which controls! the; useiof the mark, 
mic, SOUmeC | agincmdetunation, Of source should be 
Pie sailomeOieat ol wulewaspeGus OL trade, mark 
maw. An example may illustrate the point: 


i UewiGomnany as: tthe -negis tered owner of 
eitradc mance ain) the United, States. 


iy Ue eCompanye:isoracks on pthe:meorts Cered*ownexr 
oteesamemty ades markin» Japan:;. 1U.),Company. 
hAceelicensiedgcy Companyeto, Usey rhe mark 
Unaermchen.) apanese mes 1st ration: 


3. U. Company has a wholly owned Canadian 
SUbsn diary. <iGess Company whitch eis sthe 
news Lemed sOWner sOnethessame trade 
mark iain Canada. 


Dimermmthetsuimes ted pdetiniwtiongor sitracde 
ke SUP Connally. Je Company TandaG.a GOmpany sare 
PeaeGelawedmvon Olea anotierr, Wn Cree clevd-arenta lL. 
Bt Eotmearieousamen SOUGCCI.. | LhiSeawamii hay ey. 
munber ot implications, two of ‘which are’ mentioned 
Severe ist. C — COMpanve shOULG NOte De; able wto 
Bring an action for intringement of its Canadian 
trade mark rights against any person who imports 
products into Canada from the J. Company in Japan. 
Seconds tetney dee Company forthe 7 Company sell 
mroducts marked with the trade mark in Canada over 
mepcriods Of stame. esuchmeac tron ShoOlUkdenOteres use 
Boe cne= LOSS fOr adsc inetiVveness  OreG. sGOMpanyeks 
Canadian trade mark. 


att 


CHAPTER TWO 


CERTIFICATION MARKS 


ibe Current Law 
iN. Introduction 


They statute providesatiatwcetult 1 Ca Gone mamas 
are marks iusedsttordistaneuishy Wares= Om Semvinces O01 2 
defined standard) from wanes. om Servyrcess tiatwarec mon or 
that “standardet @ithere: 1s) consuderaplewdoubi aieue Suen 
marks could be protected at common law as marks which 
were indweatine Of scUalaties Only sandenOta Ot Omni 
Could not be protected against use by others.2 The 


be thepstandards mayebemaner ela (von mGomain, On mene 
f£ollowinek [AGIs Zi] 


(a) MEhe? character? oryqnalitys CBethee wares 
Ore Service's, 


(b) the working conditions under which, the 
WaotesSoiawe Deen producedmots Cleese GVinccas 
Der rommed., 


(eo). the class+of persons’ by whom) the wares 
havetbeeneproduced “Ormthice ser Valce Sapcie 
formed, or 


(d) the area within which the wares have been 
DROdUGed One tne Get V dec sme cia OMe ce: 


Py hOxXG SoU dT bas as Die 0 Ort mr OocmitG Wed 5 mide Giver emnic iam 
SUC Ce S TVON Sar ccm. cum lo Ww Ongena ier COMGeL ickod) 
Micghtereach oharrenoucghmanenemeasc. Ot int Oleic is 
at Neaci StOMeTa pl Cm OtvemUnlOneet Og ple icine alone 
from USiInee Lessnark ee Boupt may have: bee cactus on 
this; po1mesby dicta, in Canddvany Namirad, Vehe aut 
FUS TONS = GO S4:) Nene TCcRe es Oe Mei Stig gest eamanenec 
Memes fini ehewCna pee ra one Unt oie Colne tit On co 
Sa, /- OL (tne sAGt -Concemming. Vinastleadi noes pols cag. 
ship vareradopted. suche iarks maent ype arate arcd 
against use by unauthorized persons whether gtiey 
ALG TPS G1-sie e Caso me toe, 
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mllowing parts of this section examine the problems 
Peace oy caraxe scien 1 Cath onritonitive curnrentecer tutta cae 
g10on mark provisions. 


Bewerob tens with? Curren te Law 
ie oo bandards hailed 


Wiienenmcert i heat rom markt sn ree rs veredyy tlic 
wher must file particulars of the defined standard. 4 
Bed pamcwomlarn hited? standard fabs wwilthinethe det imni- 
Monro weertit teatron mark) in srA Zico pherAcce? ac 
jould appear that the Registrar has no authority to 
Si cCucnmeapplrcation for registration’ based) on “his 
mMdacnent as eto the inadequacy ore inappropriatene'ss if 
me standard. 


ier standards=whach aremp resent ly rrited tyareh 
the Registrar are often very general.4 Such filed stan- 
Berdsewouldsbe of no ‘assistance’ to ayconsumer@=interested 
Bedactermnaing thetspecatic qualities: of -products#dis= 
Pi Diced Im sassocrataon with the marks 


P Act, s: 29(f). 


TIOmoxanp Les. .Oi's.tandands: Ctudal yi ed Lom, .bW.O 
Daw Giciela t. maimukese 


Doge Odwede Vidic yds OO0.00 Sade Sicigel GOS: 


" 


Standards of Pquality lardsdown bythe 

OWne mM Of titetrcer titi cation tnar ke taccordins 
| GOMSspe City Cate onseprescrmipeds Dyas thesowner 
| andtsubpie cts tomdime cisronsivgiy en spy Rone 
owner from time to time." 


Beekorefoodssdandabeverages™. 


) Vita suecimscny GCs a nempe GeO lle apy 

| HL CeOnSeccs Olastic. Ap DhiGan (aids ones peatorned 
| im whole Or sin. pant, Usinequipmeniy and 

| recipes andamerhodsse ol. DGueparat LONaAnd ser - 
Vice approved by the applicant, and, which 
Services ate subject COminspection Dy the 
applicant to ensure the maintenance of 

SUC Standards. 
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2« Role of the Certification Mark Owner 


Problems with the role of certification marks 
under current law Tare }furtherni llustrated by themuce son 
such marks in practice... A number) of suchwmanksihave 
been registered which are essentially nothing more than 
ordinary trade.marks. A typical case ofsuch a/mark as 
the case of a ‘franchisor’ (who wishes. co De rev teoecnca 
as the markvowneribut- who,.does notomanucaGtumery sell, 
lease, hire, or ;jperfiorm athe ‘wares. jor, services J1nsssoGin 
ation swith» whichisthe wmark. is, to..bie used s" whiepmanniites Ge. 
turing; sselbingy Ste orissito \bemcarniedmomabyy shire 
licensees they’ tranchaseecs +. -yhtymrent sbemaneucamenae 
the certification) mark jwas. the: only appropniate sformm 
of regustrationyanesuch akcasewasithe hunctironsyaiae 
the franchisor performs (are not yineluded withwiweenc 
detantenroneofrorrein invthess. weeder1 nitions Odean 
ordinaty imank:..+ dso sthe -certaticatronmark provisions 
indicate. jthat; the mark -owner s,\to;y be one. who does aint 
Nanutacture .uselsl..-etc .. ithe, products ein assoc talweon 
With: which, the certification; mark 15 used. -meHowener, 
in suchicases theAmark micht bermrecaistercds.as yap Lo 
posed stradesmank iprovaded that sence sap pie abe we he 
accompanied: hits!) applacatron swreh fat reots te meas 1 
application or securedya repistered usereacreceneme 
Within Six months of the allowance of the proposed 
mark.o ~This Shows) the’ fundamentals simidar ety oper 
Certeripicatvion mar kwand O1dinamy trade Mae stone 
Circumstances. "“Purthermore, thes tune tome ewe cane 
formed by Stheycertification mark ownere ene ene seme se 
appear to be that of an ordinary trade mark owner who 
has la censedwhissmarkeratherssthan- the seune clon sith Geet 
was. cmarsonedr.that..a) -certufacat lone mark owner would 
perform when the certification mark provisions were 
introduced antonour slegaslataon. 


eee ts oe ae 


On CT Soe 2a le: en 08 (oa) ie Ate ca) eee eel re Camryn 
some doubt whether such recistration 1s propereoll 
aorole Cc vce pre Lit Lone O te tLe mC tr cll ba © tm cre 
the derinierom ore proposed tradce mark i fn ormean 
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| The! 1ncenGey este -rerasiter! suchimanrksiaseerti - 
‘fication marks rather than ordinary trade marks may be 
ithat the licensing procedure in the case of certifica- 
mion marks can be simpler and less costly than with 
ordinary marks.0 With the; ondinary manksithesregistered 
user provisions may have to be used, whereas with 
Mmertification marks licensing can take placer asia 
private agreement between the parties.’ As well, by 
moing a certification mark rather than an ordinary trade 
mark the mark owner may avoid running the risk of the 
mnvalidity of the registration of an ordinary trade mark 
mer ough? loss; off distinctiveness) because of improper 
licensing through failure to properly comply with the 
me istonsioty Ss. Oy Ot ithe, Actinrrim fact, there) have 
been cases of marks first registered as ordinary Grade 
marks wovehswere:thenvamproper lye licensed: -eithese, marks 
have been re-registered as certification marks, it being 
maimed that the initial registration as an ordinary 
mrade mark was in error and that the mark should have 
been resasitered.asi a certification! marks) atedeasty from 
mie point’ of uthe improper licensing,» as an ordinarys trade 
mark. 


| SOE rAspecteOreitheacurrentalawAonsiceriaiicas 
ition marks that should be examined is the requirement 
Merat the: owner of»a, certification’ mark be one»"'who is 
mot engaged in the manufacture, sale, leasing or hiring 
of wares or the performance of services such as those 
Y ASSOC atl One withs whachs thegcertati cata ontmarke1s 
msed."8 [Emphasis added]. This restriction may have 
been introduced originally (because itowas thought that 
‘certification nerkssgenvastonedsastandacators) of@product 
mtandards, could be confused with ordinary trade marks. 
mnis might occur if the owner of a certification mark 
mere permitted to use his mark on goods that he manu- 
'factured or soldpasyuitswould) appear thateherwasi using 
ithe mark to indicate origin. A more serious implication 
mee haye been perceaveds insthat?certificationijmarks 
@eidbe lacensed;juniikejordinary trade marks. ‘There- 
more, if a mark owner could use his certification 

mark on his own goods, there would be an incentive for 
MecistrTants)tolresisterscertifacation markserather) than 
mecinary/trade marks, wihis réesultromay  havesbeengséen 


7. eee eG mae (472.) 5 
8. ji Naea 0 aenecyi 4H Gl be an 
as 


as imeonsas tentiiwith) thes*theory oft orrein efor trade 
marks ‘prevalent when’ certification marksswere! faust 
adopted. 


do Second: possibile: rationale: tor not permieuiinye 
the certification mark owner to certify his own goods 
is) that’ tthe? ventior ors: oods- "and! ithe: ic er-Cinhy nora carey. 
may have, ‘cont lactanertobyectimes 5 eles endo rs onemaniu. 
factur ervimay) haves aneancentive scomreduce: Nuss costs 
through lowering the quality off inysiiproduct, vande tier e- 


byt aincred'sie™ haist prot Wes" mcr hes cant keeper laisr se ering price 


up,” Oritatuiteasc?s Noteinediic crate ash uci ase tem neauicce 
cos tsn: “WOnewhactor® thatch ts ass isiegin eee pan sane 
pricevup) could! be? tol continue? torappieyer ne. Sallecesecial. 
fication tWanketto® the’ “producit, ‘de's pa te? them lower ince. 
quadaty >= Thus , one who Ts’ both vendor vor producusr and 
Certtit ication manks owner? mays besitemptedmivos appl yereus 
mark Cor has; owns products# evens though hvs “products ao 
notimect Mthertaledis tandard®? (However) 7 ie -asice tts oar 
tLoOnemMa rks OWES isa Ties ULctedr Cos tne irodieror. maine 
onmers onda Fithenthice oniliyennve resiigt Seesmic avr eine 
and=antegraty Of hist markewhich Can=De presen wecm om ia, 
fie themproducts™SoOld= under. Cnenmatk alco tuabliom seal ands 
proviLaeds £0 nikthesimanks 


thes rationales Lorlextendines themp ron bat en sto 
anyone: whee produced’ products?such? assithose seo When the 
mark is applied rather than merely to the owner apply- 
Ing ther marke tog hiswowns vOOdsai Sanot? Olcan. 


iniipractiveey thevprohibi tion otra cememr ie rom 
Narkeowner? being) one encacedian® thesemanurac turc.. cre. 
of thesproductsveertirined? cane bes reila tan.cihye ced sis, 
avoided" *IfPonel personswisheseto’ ber bothFeertitmeadtion 
mark: owner»and the manufacturer of products certified; 
for exanp leswheimayiarranger thesincorporation of a 
separate! company: ownedyand# control ted@by- ham? for the 
purpose of owning the certification mark.9 


OF Levustpossibse-thatethe!t courtsemiehte "pierces tne 
corporates ved leans sucht crréeunstances andsfindethe 
certification mark holding company to be the same 
person 4s the ,manufacturensconty.o linet Crete 
PUGROSCS COD OE Can Cie asim OuGlO) 
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SragdmodcaMarksf Prine p lessands Certitiicatnon 
Marks 


ay) Te nitroductijon 


Ae xa Mina Gone Ofithexicurmente Wete reveals 
that certification marks have not been as carefully 
Pomeodern Vomthtcetrade markshisysitem. ais they: should 
Denes lire esulity astithat®) cer tauntaspectsaot; seneral 
troadeamarkeslaw) thate shoul dr applivastudd ys tor iwe rtidas 
CAMO nemMeaks. 2 Such iasa the tecastrationr of proposied 
Mackseetex punvements andvuntirine cement emay i not. lappily 
smebeveasnouldayopcer-tin cation markse 


Dw hroposed Gere cations Mamks 


Wiis eareiicwatco 1s.b latte Sa ec Gp.t de sr Or 
posed cert Ti cattoniwmarks ’ fore reeusiriatitons,6 aay 
examina tvont oie thenmdeminitionk ote preposed: trade 
Maukemini? sau 22 oteeehien A Ctr mandate ates: sthatertodoes s10% 
include proposed certification marks. That would 
appcarmnlOmprecludes cost ration ode proposicdy cerit 1 
Pikedtaone tarksennder the Act, 10 


C)eExpungementitom Lack jon Dasitine tiveness 


Ania portant prowa sion igovennange the 
PrOUNCS shox the ,¢xpungement oft ithe mie cistra bron 
of a trade mark shSe Teseae liom Cbg) the 


Mth esstrades marks 4 Samo. teed tseaanic tary eo fart 
ther time proceedinvsmbrancinewthe 

Vad rditye totter ree. stieaia Onan to 
question are commenced.” 


NCC SSremO Cae SONeZ Jee aGSN)s. 


ince ludisios ae Ge mia Gatton. tna, et Ots.s 2ee’ trade 
Make {fi ands aCbs)s. 


ey 


DAsStinetiveness! anwrelataonstoleci i wicdg, 
tion*marks*appears to. have: twolaspects;, sewamsotly, 
alcertification mark should distinguishyonly wares 
or services that are’ of the defanedistandarc. 
Secondly, \alcertifucationemark; showld?darstingus sm 
wares or services in association with which only 
those licensed by the certification mark owner have 
used the mark. 


Ani examina tom of) thei functionane off tive 
present! certification mark) provision) revealsmithat 
itjasmthius) da ttermbaspectao f4 di'stametivencseemanices 
thati:the>markabe usedsonilyiby Yaicensees, ofsithe 
répistered owner) thatias: particularly ampontant 
for)-consumers .o Init aceite the nes aside tile praeiea 
difference in this respect between an ordinary 
trade: mark) vand"aMcentiti cations mank Gor mecnsiiitr se 
In’ thevcasie: tot Dothsitypess oti markiithes consumers 
interest ediuLtamatelysimn) ithe “qua lntaesivior ative 
products? hes meceny este 1Gavens ithe, usietessnessyiod 
most filed certification mark standards as consumer 
inpormat Lom - -otlarwel yatbecaus eyo tt heumapene rn aiey, 
and! ithe> consumers) Lack! of) Knowledgeno® thei eis. 
tencei +] the consumer’ uses) a certification me nianuch 
im ‘theysame way as an ordinary trade Mamk seen cmmlaumn 
indieates: Itorian!),2 aeebe,) Someoneswhor takesmm.c- 
Spoons bid tye for placingiproducts: son jenerniagkes 
im association awaitth tthe:imarks #9iherintenes Gaon 
the, mark iownen ain: sbudlidaneteh esti good willsleigron gas 
mark by ensuring thati ithe) products disienibuged 
in) association with ther mank meet (standardsmacc ent: 
ablen to. suhemconsumeny e157 athe: same nrormabotheree Gr 1s 
cation marks and trade marks. 


The: fact tthaachiemerers) mMosmearl Sada seine 
buon between centri rcatrony mark sirand: foud ian 
tradelimarkstin the hunction etheys ipert om mon teom- 
SuUMe eS SioOuUpdiibe! Viery ackegn flor ithosemeertiticacron 
marks that are commercial marks and have been 
registered by those encvaged in business, sHowever. 
the same)'is true for those marks that are not 
Gomme rc daily pint Soha Seise said Gare sre oisibe re cermy, 
unions! sor sother las'sociatwvons iorvorganizat pons, 
non-protiut jor tothenwmrse ialenwwe, Canadian es tandards 
Association, Underwriters Laboratories). The 
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meaning of such marks for consumers comes not from 
macestanduards tiled with the Registrar, but rather 
from information the consumers gain through adver- 
mrsine, Othersintormationalse techniquesrusedi bys the 
Binet sy Ornthe =manks (9 andy theltexperiencerthericonsumer 
@nas had with the marks and the products distributed 
mipassociation, With them Asdwathi thesamores commer- 
Brat certification marksvand ordinary trademarks, 
merce escoeitialeteature: forthe consumerntusuthertact 
BeewoOwucreo, the marki controlsvits»use’ aegmelation 
PmivLOduGts sande thusaindipectly?r Cherqualatiesvot 
Beceeproduces ~) Ttvalparticudar cermtatication 

Pore iaswcome: tovindicatesspecitics andsusefud 
Berndacasicola consumer, thateastase aviresult) of 

fis ‘education! by the mark owner andihas# nothing 
Monado wiithithe present’, imeffectual’standards 
miing provisions in) the Act: 


Whiengsthess tatutory: prov ist onsmiondistance 
tiveness were first examined by the authors of this 
miperauchere? were doubts: that “thes provasionss were 
mileguate, to) provade: for expungement. offaicertitica> 
Beonrmarki whichs was: notrdisitinetive! an! erthermotf 
the senses described above.!2 However, an analysis 
Beecnes relevant? Statutory 'provisionsiappears to 
miawoaLle. that) ay certification) mark? could: ber expunged 
mmcaitherm or both of the aspects’ of) distinctiveness 
mescribed above. 


‘Da Sstaniecta ve: 1s9 detaine dial nuis.520 O11 thie 
met: as’ follows: 


Md isitt a neta view sane relation towal trader inank 
means® a’ markt‘that actually distinguishes 
the Ware's: or’ Serviceswan associationtwath 
Whi Gheate as ‘sed! byt ect se cowneiwet romest he 
wares or services of others or is adapted 
Sombosdi stancishs stents 


Bee above, p.58. 
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Sections 23:02) om tthe: AC previrdesmas 
follows: 


“Ther owners ofilaa Certithrcat Tonwiniank 

nayilicencerothersmtontsc) Giver idan um 
associations withiwares or services 
that meet the defined standard, and | 
the use of the mark accordingly shall | 
ber deemedmtoybe Use “fie neote bya t ic 
owner."! 


Note ithat: therndetinith ong inj) sveiiote. dase 
tinctiveys mequiames> that) thescertifi cation? marke di samme 
tinguaish! producitseineassocta tion wit he whileneictans 
usedwiby?atse owner.) ¢dines onlyypersons wisane muni 
centit cation’ mar knwassausielh\ isedetamedt i nis. won | 
the Act, are the licensees’ of the mark owner... There 
fore unless those using the mark are doing so as 


ivcensee'si mndeniish 1 25)(29 4dithesrs 15 cma suse iby others) 
than the mark owner which may cause the mark to | 
| 


becomer note di sitanctiv.e and) 1itst#resistracionysupyj< cur 
CO, expungement.s ) Sections si 26 deemsewsie wy wluceng 
seestionlyiiots the! markpownerms tolber iis Caley me ies mai | 
owner. eethereroresvurte they cen th Hired Clone mand Own Coy 
does not prevent1l3 othreris# whovares noteaa's licensees | 
from using the mark even though those others applied 
thes mark) sioledys to. wares ior Se€rvicestor they defiuncdm 
standard, he runs the risk of having his mark’ found™ 
not distinctive and having his registration expunged) 
AS) wellg@ use, oft thieimarke bye ade Consees Hise deemed | 
tober use by ith et cle titi Cara Ons iansket Owe ace yen 
the Wn Censecwienrants ativer oh Cet O seem ie alicatcn Ir 
as SOCHar one wisthomaness, Orirse rva Cesy thatemeew Give 
definedtiistandardrland! hitiithe dnicems ces us esate snark 
Jac Gor canes yi pC ons equeirt ly, sey ene Chiowgh age G1 t im 
fication mark owner is careful to prevent those whog 
ares not has ai censeesiiir ome USiaiceenes “Marie egies he 

fa vlsviton coe futher tanide doe Siimotipmren conta useeliicen- 
Sees. ft LOM. USN hes marke an sass Ochat lone withmNares 
Ory sierviicesmeha Gadol not meetiMthet det nedmeatandard 
hewals'o: Guns! @he- wiskeofehayi nes his marke become 

gop ms oboe a wevere chiro. 


BM WetehEbed vba) rte naahied yan bial shy ie oem ACY Lye 
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d) Infringement 


Infringement: ‘of ecertiharcation marks 
Micimesee saaediiaed ain hs. 0215: (e5))a ossiwe in Si onZ2penouikd 
appeam COlmapply “torcertita cati onimarks).. i eiowevier : 
Sie Oewoumbdi yap pean mot eto: sappily gtorlcemtathication 
ia Gk: tbiecasemthe yderanistiion Sot icons Yin 
So wisi inapplicable utocertitieatiion marks. 45 irhuis 
means! that tare orsiteredbscertitwvcatironimaxk jownemrithas 
MOses Pecut TCyremedyami mn eGasesi wheres iano ther wadopitsy a 
Gertitacation mark, ordinary trade: mark ‘omitrade 
mame sdecep tive ly. psihimadam ro) (hails: ientiiarcatnon 
marke 


el. Foreign Law Compared 
A Brstan 


Boitainerhas ja: Centitreat ron mankiprovision some - 
what Srnisuare top thats sian the Ganadwant ActietOohe British 
certification mark legislation differs from the Canadian 
mn that it provides that the proposed standards for a 
mertification mark oe POMDemSUDInEt wed: a Or approval aco 
Mncusoard ofvirade.4” “The statutesets out the (criteria 
ee Piemboandy a sacbomiuser: inivapprovime whe proposed 


mre ocetrOnw Oomavsbe applicable to certaftication 

| Magno ine exc luS1 Ve wl 1onG sLOmuSe <COUld appeals: 
tlt yaar hci Oi lye tO scr ds) phOmacde tor, uncer 
See oiCct ee HOWe Vere rt SiMOUld DernOmed. chat 
the proves Open tsee mo docs i moterer eri srOls). iZio 
wiicheinaohtebestakenviasia mpl yamneosrthat wer tiftica> 
Clone manik Siwececaamo tan ntendedt 207 bea wit hanethe 
SO CmmOtr sy. wl Oe 


AS. In some such cases a remedy might be found 
Underis ee (x) rormeue re 


mor pdmadesyMardsy Actt ad 0S8ee sre o 7a 


505 57.(78.. 
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standards and gives ‘the Board ‘the power to tmpose 
conditions eLor Carning such approval. Ther NG Gedks oO 
provides that the mark cannot be assigned without the 
Consent of the eboard: 


Iitithassbeen yugre sited tthat thet present sbngiish 
statutory idefinitwon of itradeiumark Ursitsowbrodd, cas: tuo 
include wethin tit inostti tii nota bitmaaksimiow secs Geared 
asi Certit rcatonmimarks 1 wemamningspr ob lemy rower r- 
is whether the trade mark owner must actually enforce 
the tstandanxdsiito!l come: within the ,dedtin ttvonm ot sera 
mark ‘ortiwhetheniiteassu fia Crentitthat eve aiiemelky; simcve 
the power to enforce such standards.20 


18h Ghirstaochedule to. the Act. S:o le (5)e0 se Cerca tr camer 
are: 


a Wwawheithers tive zap plaicadinter es SCOMpecreinn sco 
centity (the (coodsi tim respect of Wikicimeane 
Mank? ese se on iene cus tered 


b) whether sthe draitt regulations sto tat Gola laure 
ise Ode te Mak |e aC esa tes tid Cae One, 


@)siwhe ther: tin: alieethencimcums tances a thetreaus. 
tration sapp lied tor would bDestattie = pulpiic 
advantage. 


The etfectiveness of this procedure (can sbendouptecd: 
Keri LO Ch nedea Dao lO nO Ce Sue Gla tal Oooo Le. cum inOrs 
cedure has been set, down by the Board andauicre: ers 
MOmane DOun te daca. CaO fers l1C Nas InG Cc cunt sm 


Themem has) been Sivh titer ome nome pombe craig sae one 1 i 
relationettoecertiticationtmanks swiiie heed ensieiie 
AS Sess Meme 10ie Ss y.Sie ell. 


Kerlye indicates that) there ares aboutea cogen 
ApPlLUGatlonse Om Cer tinnGa tl ON Ma tksesedc ayo. 


19 sSiee2 7(3))2 MihewActi ta Uso--sugvestsitthat athe mecula- 
tions governing the. licensing’ of ‘markstinclude 
provisions! for appeal si itoithe Reoistran whene 
am applicant tor a licence 1S. refused 0S.) ounive 


PAU Ab ellate Mo eel per eVa le Rey si Se 
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Bia’ UnnstedeS tates 


Pic ie teamed tice =also provides or Certit = 
Zitiom marks similar tothe -Canadian mark, 4b. pro- 
vision that does not appear in the Canadian legislation 
mone Wire provides: specaticalij. for the? expungement 
Pee themneristy dt Lomeomwla MCentimitation mark.omlt provides 
Bivateediiy: pPeCrsonmwhobelveves te as-or willbe injured 
By the YTegustratirvon. may apply.at anys timeronr the ground 
Moat thewegistrant (owner): 


Nd Oe s Otc ONTO (Ones ot aap Lesele onika mat 61 
COmcCKC TEC ESC! CON ULO lOVEr srche, US er jones such 
Wank stor 


Zjpecnoaves in produe-tion “or marketing? of ‘any 
ZOOdS Oe Services tO which seietcer titrcation 
Men kets capo ed .s0 5 


Sepermirtes the-=use of the «extidtitea tion mark 
BON li DOse SOL ve methan sto scern ti five 107 


- ers Grininace Lya-nerUSeSast Omeer Liisa Or /LO 
COmMEeINUCE LOMCeMLI ty the =ZoOdsMor "Services 
Of Fanny “person who Maintaansethe=standards 
Ore -eonartrons which "suche mack cermtities, 
HII. Recommendations 
Mimenere ii O ns OrnGel Crt hea talon Marics 
heisereconmendvedethiags (nee staculorvyeaprovas fons 
PoOVve tiie mec isla Lonemanr hs i Desrouainedmoupyecte to the 
modifications recommended below. 
Bee lroposed:) Certification Mans 
Meas Tecommenaed shatetilewAG. pewamended Co 


Brovide sled ia statutory esdauLoOrd oyotore thes re cdis tration 
Bao eproposed CerTtitacativon, marks. 


ay ween Act jO1 940). ss. abe hb”. 
Be Ld Le), 


63 


The adefinition Oba propos cdmitrad camiictighy eines ec 
might + be amended,» to!effect) the recommendation. 


MropoSedwet pade; mark Sine ans way nnanike “GlvarGans 
proposedsetoberrused byaranperson ero teicispure 
pose; ofird rs tine uss limo ny Sotasmion di sittin: 
Cu pshiwar es) om. senvrces ymanuractlured ese dy, 
iheased fuhared or sertormedsb yma om Giros ¢ 
manuda Gtunedi ss oe sate asiediy hisrecmmoe jocn- 


formed "by jothers; vand piielind esyatepropesed 


Gertitica tionuma nkiiwhtehais taemanys tha ees 
roposed to be used for the purpose of 

da sitancun Shan o Ones OmaiSrL distinguish 

Wares! Oorliservices that@are Ob ace tinred 
Standardwand) are cer ti hredmbymtiewonne © 


of sthe: marie eto “be ot ith tied 6 faim edwisteandand 
with respect to 


ta) Woheweharactenporequa lity Gommehonmanrcs 
oreservices, 


(b) the working conditions under which the 
wares have been produced or the ser- 
vices performed, 


(C)gethe :elass, oti persons, byewhome@ehe gages 
aNviee DSC OdU 6 edIrO BEC MRSC Tver cis 


performed, or 


(d) the area within which the wares have 
been produced or the services per- 
GOCE SEtks EAS ee eee ene 


ormed, 


FROM Wares. Ob Services tliat ALE moUusOlmsU eh 
a erine Standar and ave Not -Certirre 


Dy (the “ownervlot “tiie mark *tompemOumth at 
aveieausycgeta tree wplecunsiy we Seng US Sse ye 


Gein eders ta nadacce 


The*under linedwportionmersnewrand ks taken: rom 
the Terie One Owe Ce ludhe 4 talsoleeltayis ku. meh ance em emntntl ut Le 
exception of some additional words explained below in 
the sectivoneon “Distinetiveness ca 


2a CMD ClO Wi ED an) or 
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Ssecrion S69 2)¢0f ttheAch miroht vibe’ “amended: ras 
follows: 


Si)" Witenstan application mor ners tration? off a 
proposed’ trade:imark: 1s) allowed, ithe: Registrar 
Sh aiglovouve. sors ce: flo sthieman pili cant Jaccond= 
ingly and shall register ‘the: trade’ mark ‘and 
Tesvlemaleenrtitica le ott hs Treo sittratronveupon 
reccuptso1 a declarations that’ ther applicant: 
leistasuGCeSSOd tint stitiel Omila personwapprovied 
as daetreows tered) user undem subsection 497), 


Oleic (Gas Cl OL de Pro posie deer Uith leat On 
mark a person who is a licensee under 

s. 23(2) [as amended], has commenced the 
lise to Lrithes trade! nar ian? ‘Canada’ am /a'sso0ca- 


AteLOnw Wittivel ite wares sOmESerulces: speci tacd 
inyibhettappilsic ataconss! 


| tie unde niinved! port von mrsamew:, 
Cael Censa 1g, 


For policy reasons explained isiiec Cabaret he 
‘Chapter Omilaicensanee belLow,e a aloe recommendedi-tha'tka 
requirement berantreduced that information as prescribed 
my regulation be required tobe: filed foreach’ licence 
with the Registrar as a condition precedent to taking 
advantage oO fe rthich Imircens ino preset ne My Gee i(Za)e. A 
mows subsection couldsibe Ontrodiuce sda terviseneZ oy lof 
the following nature: 


25( 2). sbor cached cencesentered into under 
subsection the fowmew on Shhictcer Citi 
waeion siankeesia ll gritos wether hess eps Erarie 
iiMboriia Shona sis) prescimlibed wy Srecmlatrons . 


25(2)) Bee Wheremthe inéormationsrequired under 
SUIS Ciatonl 1S LO Ceeiane dOnW 1a 
Registrar the use of the certification mark 
by the licensee sha HoGabeudecmne 
use! Thereot eb yotthe: owner 


The’ nature of the> information to be required 
mid the? reasons viforeat. areeexplained inittherthaptereon 
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Licensingtaube Low).i ihe: effect) oipthic, proposedsas. Zo (7) 
inelar case wheres atdicensee used: aomarkiunderya. licence 
for which the required information had not been filed 
would, be thatisuch use would) be use of the mark by. some- 
one other than the registered owner of the mark and 
would subject the!) regastration of tthe mark jCoipuhe risk 
of being wnvaiaidatiedson dhies grounds: of plroscsslotridrs tine 
tiveness. 


Ds. OSE deine tin: poles Relgiisitivart nope son Ordinary 


Trade! Marks: assiCertuttacation Marks 
1 salinbro diction 


Alma jor iprobiiems: wart niches pyesentumcer Git Tea - 
tion mark provisions and their administration is 
that many marks which are ‘essentially ordinary 
trade marks: are being regastered adsacertitvesaupon 
marks. This phenomenon is abusive of the trade 
marks sysitemeto. the extent that such marks eseape 
regulation which applies and should apply to 
OT Cd iat Vast Gd Could dek. Se D.ye DiC 1) Oemine On Site ccc mnclS 
certifications tanks. 25.9 Hunther? the meaitsenat ion 
off uch marksitass-certitication) mankstdianders ieie 
certit ica tron mankirsiy sagem sing hiine toma garseeiae 
was intended. Two recommendations are presented 
hemes with? sites obiye ctavertofy tf or Cam or isucht marks 
Lo bie, wecisteredias. iordinany etiradel mar ksmra ane 
thian) (ce v.tatei carta onsanankisy. 


2. Independence OLeCerult Ca tl Osim i aiiKee Wiles 


be OW ef oh came | Ceas BICKen Clem reWiiegsvetevetecwon 21S) Avciar syawelealacuelie: Me) 

Penson VOM ancOrporating ~aliseparavescomoany Lor 

ter purpose. of lowing. certilica tuonimemkor which 

are 7toO,De-applLed to wares Or Services Manutactured= 
etcra/by) thartiiners on) ath would reventiat het meas - 
tratwon fot ta mumber tot ordinayy, Grademmanks as 
Centitication: marks. Further » thercenuine: inde= 
pendent €or ithe; (Cemti Rica onsamark Owner. varom 

those whose wares omrserwices, aro;cenmn med .1s 
hoeehilvidesivable Lor sa oropex ly funer Pommlowe cir 


25, The provisions vovernine licensing ares rerenc. 
There may .be oubt thatethe concept.o¢ aiseinegives 
MeSS/ ANP sb Ping CO nee rt le redtet Oley aiicoe 
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tification mark system as explained above. 24 


It is recommended that the amended Act con- 
tLginepGoVvasdons ol) the following, nature: 


Seni (dey wcertita caitron mark, may be» adopted 
gicemeodstenedy ondyabiyiai pers Ons WhO; 15..n0T., 
andy who fis, not wedlated: to a, pexsom who ws, 

| éngaged an the manufacture , sale, Leasing 

| Omg nner. Ot war ess Om wthespertormance, ot 

| Semvuees) SuchiaSasthose an <assocLatdon with 

Which (they cemtii-facation, maakibs. Ais eds, 


PRGA Ae wilh Ore Puisitr ait On (Ome: agace tbaihn Gataon 


marke eus! 1nvadid sad tthe: owner! joivethe: .certi- 


fication mark or a person related to the 
owner of the certification mark engages 

In the Meanuractureimisahcy. ekoasino or 
hiring of such wares or the performance 
Ody Serene Cousichimas wtlvoseri lass OC. Clon 
Wiehe wile bagtinesyec Catt Ga tion, mamk pise tse d:. 


| Prostla)Be 7 ebOrl atlicaipUpOSieSerOds auha Ss: «se Gt On: 
Dewsionsiame gaecied: sto ibe eae bated te pthey 


| are members of a group of two or more 
persons at least one of which is a company, 
Ag sOnenO Men ciimncime Ctily pOrund pReG thy: , 

| owns., controls or receives: the jbenefit o 

Snaice’s: Otihblvewotne aipersonsi wwihlehyane 


GOMpandie Ss) iGawm yan oe) FeO, tain Oy Rots aS Ute Ge 
WeTit, COE GEC bar ial) OvebGy, IOs eter aLyeG.cors 


of such scompanies. 42 


etele: alg Stay oy ikea owe 


Lec Ger tithes lon amar es acan ab epste Ldayebvy Unta CO r= 
powerted assoc ations /pconsidaeration rshould) bevoiven 
Lo yovov rdiine; chor asuchy tassog atoms, aay eth/s)4s1b- 

Sicic tasou. | PO se Xampiley waiter shhewwonrd 7 company, 
1) Sie Tatas Ole pSe adi Li DCO DD.Oma tec EOOdye fae anid: taviale 7 
Lie wast. words —COMpanies: Ginserd. “On OHew Orem LCl 
COni’.Ols: SUC MMNInCOr pond uedeDoOdles i nue Litemc Opi 
Cont OL MAomeno Leingne latT One co, lInwiCOrporatedabOodi1es 
mayenothbe capablerobefurnther¢statutorysderrrrttror’, 
but omay roniymbeksub}ectstoacase sby .case ‘application 
cence ehinepart on tle constitution, 11 any,:ot 

| an Vee UeueDody tnde pr COns lta erat Lon, 


OF 


Ze. 


ThewunderLined tportronsevaretnew 


tie de Hin Lt vom OL ipems.omse related i 1S 
restricted to cases of majority share ownersirip 
to\tavoidvincluding “cases within othe sde Pirneon 
which wouldiotiproperlymbe siicludedy (trom exanp le, 
a Poroupv aL mann fa cturers machi ancorvorate can 
aSSOCTation tovset standards? and holdilar certifivea- 
CLO mark’ shorn Sth eta sini dus Grys, A SPeloiTneiea Ss no. One 
manufacturer controlled the association through 
OWN ine tasmarionity tohithe Wo Ging eshares sno: manuLac- 
turer would be "a treated) persontomehemassoclauion, 
Such fas SOCHat Vols WhOWwn ing ‘Cer tidicatl Oneal Csemep hos 
vided stheveare: not (‘Controkledy bytanyalonehamember 
are acceptabike:vardtotten mpelin benedsiresd an 
lnistanees sofeathe tise, GfieGertitht Gate onuematek se 


3. GUtCenGe =O RAR Tore 


Owners: (Of Cer tit red tion mduiks: cou lide ben uer 
quired ‘owl veeneesevery person whionwished tom use 
thetivamarksiwho twas spreparcdiatoumeet sehen deLined 
Standards “sihe result wouldbe “that..persons: wio 
Under ithevexitsiiing (statutory prove smomcmmeg us Cor. 
as Certification marks), Gnarks which should be regisa 
Gene d gas ordinary trade marks,2© would be dis- 
Couraved tron Gers ter une esuci ManksS masse Cor Gi ca 
CVoneMnark sims (Cert r1cd tron mar kiown eros ound 
have "no Pte oi Cima te sob jections to) suche Tequire- 
mentewit “then iiteres tmnt ‘their mansions as 
CeonuUne Cert ltis_Ca GVON Marks eerh.c oacanwern Ge he sc 
solely in Setting and monitoring fs tandards and 
iN preseaving the imbtegmity «Ol thei Mankwe was 
indireators “of those vstandands: 


Those) who °mightshave "registered their 
nark’s' under “thes present: aw tas "eer trricatrommear ks 
but who would be unwilling to.so register them 
under the proposéd modified law because they wish 
to™us cetheiw marks «€onmenclally eas ‘or dinanyeerade 
marks? "could regis ter sthem-ds! ordinary it made tmarks- 


eC: S54 ede ed OMe, 
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tiesheo rs lation siould providetor an vappla- 
Cools COMmUne RECA Stral OT edi addins trative ‘tris 
buna ibyieanverpersonmsdesamanipe such tas broence: where 
titcwurecencer hasbeen Improperly. rerused by the mark 
owner.4/ In particular, the statute should pro- 
hibit the certification mark owner from inserting 
Un Leasondoliyatdiser inna tome terns in such "licences ; 


Wi bemsuche a skicence-On-rugit tprovis on 
IecMiidavie sone echt cCtiant prevenuimveche sunreasion= 
apmemiiseaom Cer tlhveationemarks: Mn anantl -competi- 
Piwen ies On. cts mas. mote the: purpose om lintro 
ducingisiuchs a prove svone2 out is introduced so 
Cidteacnie movolicvs. tem willl workstorscone gate 
Comme mcer tis tCation Marks inom Ordinary strade 
Wanekestan caw eaperimtecach type Ol mark LO per- 
LOMMeastsumropers function in the markets place. 


It is recommended that new provisions similar 
EQmLe Tollowmne bee included in che wAct : 


Shin Ole nee | NON OWN tenOdw da ACeIca ted Cat l On 
mark shall licence an erson to use 
sire ensiamin deo ate alone CHL Wa be SiC 
services that meet the defined standard 
who requests such a licence rovided 
ch angeuchep ope ON @aGhoc oy Lonlis eatheanark 
only in association with wares and 


services that meet the defined standard 
1s reasonably capable of so using the 

iia Pierandma cree smeOmoUCh Otic mscerms 
aSMancmire Olt Camby ellem Cen tii Ga b1Ol 

mark owner which may include the payment 


Owner. 


Whether ecistrar or tribunal ilayedepend in: part 
on what decisions are made in relation to the 
administrative recommendations made in the Chapter 
on Procedures and Other Recommendations. AMaWenere 


should be an appeal to the courts from any such 


administrative decision. 


Rewisare commended smn theaenapcer onsUn tar iCompe - 
PLC LOneriatetie Kev latronmo1 Chesdnltiteacomnpeult Lye 
use of trade marks should be left to the competi- 
tronsckecs :s lation. 
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Sod) 25362) Daw al her pheranSeecianiaiiy: Gisieri te 2 One 
by the certification mark owner under 


ce PS (2G shiadtls aot pie unreasonably 
discriminatory as compared with other 


lreencess 2 nanibe dvabyi tthe ice met cation 
narkvowner whether underiusee 2 302i Bom 
otherwases under thisiAct. 


Sinus aco C2) Eta ANG Ontirte Cat onimamkiiowne Gamay, 
terminate) a ducence: fo. use ithes markitor 
Failure of the licensee to comply with 
the: terms wry such  wicéence: pute the) centi= 
fication: mark’ owners shall motetenminate 
any licence in an unreasonably discrim- 
inatory manner as among all licensees. 


Sty 25(25 Renny spersoniwhoy hasdmequesice 
from the owner of a certification mark 
a licence to use the mark as provided in 
subsection 23(2)C and has not received 
such aulaicence withini aime as onab’ emt mee 
may apply to the Registrar who shall 
direct, they certiricati onemarkwownerm to 
grant’ suchy ay 1eence FonMsuchitwe Menae 
the Registrar deems proper in the cir- 
cumstances if the Registrar finds that 
the failure to grant such a licence 


WaSmGOntrary  LovehiseAck, 


See 2 2) Gen nyepe bsonuwhOs care eene emt CmuUac 
a~Certitication. markuhasibeeni terminated 


EOntrary  tomthisntctimay wapmby aicom tne 
Regi strarawnoeshadlidirectitmemecr tii ea: 
ELOnMMarkvownene tom ecinstatechsuane mrecnec 


on such terms as the Registrar deems 


proper. 


292 HAn@appealecorthesrederaly Court Of amhector maac 
decisions would. lresundernes<)56s0tetiieaece 
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Sno (f2)tl oe Lhe: Governomains Counc ie may smake 
Pe Like GuOllo WhO Lwcar hill Cielicometinecite tire 
pumpOsesr and (prova sions sot ethis section. J 


Bene iniprovedrowandardssc led sor hCertiircatironli Marks 


| ihepinavequatve: nature: ofumany wort theysitandards 
filed for certification marks has been described above. 1 
meven the) tiinadequacy of /thevtiled standards, certification 
marks indicate nothing more to consumers than do ordinary 
mrade marks.; Both types of marks;indicate that’ for each 
Mark there is one legal entity that has the exclusive 
mrchitaseomeontrols thea use) oft tthe mankran associat lon with 
mares and services and thus has the incentive to enhance 
macevotie ior ats markyby ensurine that atiasiassocirated 
mith products that meet with consumer favour. 


PS Mines hese i Mastic aioe len et CQuieGem ena: 
Mopears, to contribute little or nothing to the function 
of Corie cattonumanks wn providing consumers; with. in- 
formation about the products distributed in association 
mith them. Consequently, serious consideration was 
mecenuto, necommending thatvalde:standards, filingsirequine- 
ments be eliminated from the Act and that the definition 
mo oOndimary, trade, mark be, amended; so as-/to:includelall 
marks presently registrable as certification marks. 


However e.des pit ca thosicn probihemsiunnberent.in 
any standards filing provision that were discussed in 
the Chapter on the Meaning of Marks,34 above and despite 
the experience with the present statutory DIO VES ON. Se, 

mt is recommended that an improved standards filing 

me dul Tementasion feo taticd toned nis ee area led! (uot caye 
flare three reasons for making this recommendation. 
Mirstly, the statutory provisions can be improved to 
mye stinne Kevicstrarse (hey auchorat vaio approvea the —compe- 


Revuiataons,wouldybe necessarys to;estabilish such 
Natrersyas whatiismanrunreasonabile delay in re- 
Spondune tofarrequesteier aolicenceyunder the 
proposed 25 2s elhe “proper Orme pols request Lor 
a licence to--a ark "owner. procedures tor tapplica- 
tion “fo the: Repistrar under 23(2)F and G. 


Bee ra DOMes. Discos 


See above, Pp. 39. 


Tok 


tence “ofl antapplacanti tor setand policetsuandaras mune 
approprivatenessioL the product “standandsam1ledsand. tic 
adequacy of the testing or monitoring provisions as a 
PYreTrequIUsSLteVtoVreprstration. “Secondly wer unceorie. 
amendments 23 to the Act succeed in discouraging the 
application for registra tironeot ordinary clalks domeci( im 
Catbrominanrk si Mthe molumerormappl te aetorserlOricert it icas 
tion mark registrations should''ibe substantially reduced. 
Witths tal gsmial Lerenumber® ofapp lca titomswa.Grshouldmbe 
possible to initiate a program examining the appropriate 
ness) o1oitheridefined istandands 29 Tims inven ee tpvollne 
consultation with governmental agencies such as the 
Nattwonal’ Research (Council <andUpr ivatevageneres where 
appropriuatve trecarding Ger titacat1Onmmariceapp iene aumo itor 
Tomtthe: exten tithait sivech "consulta talon res Wis wan enc oes 
costs” for! theiiirade MarnksMOf fice: such cos tsscanmpe 
recovered™from the applicants” as increasedtappiacation 
feesr 


Oe ht iteicata.onginarkse under Gh esreuiener tee eel oe 
latiuves system thavies notehad: a Staite s Clase star umeises 
for improving "thes anrormation provided) tomeonsumers 
concernnangHithe: coodss’andis ervaces theyspurenace. mee. nden 
the) proposedmilecitsiative sechemer ceria fren tionsma ahs 
with ithesstandards: filing requirementss may Comey tompilayas 
useful, rolew me thes consume rsanforita Gon sy >ceneewel neve. 
fore, before aedecision 1s made tovabandonwestandards 
filing for certification marks, the scheme recommended 
here should be adopted and used for a few years and then 
assessied time order toudetemmime att atttan Siisucee som lle 


It is recommended that provisions something 
likey the: fodMownnombe simenoducedsinition thes Ne ty: 


SO Zor yCe Wil eiSubsd ectttt oy siectavonmd2eena 
con rahaca tony manktaise reed stirabdemmnirene 
Regustrarmiis  satistueduthate theme pple an t 
1S competent to establish the defined 
standard and to certify the wares or ser- 


Vices Ane respecte tewhachitielmark* ase to 


be registered, that the defined standard 


Vow meisret er eMoKOnites: Al qleler 
WZ 


Tomcat Us hacoor yomtha Cithesproviirs i onset ox 
ESC lIg elie ethic: Wases TON Isierviices fare yo 
Cnewde tine des vandar dwiarevsatast aetonry. ; 


ands thadow mp tinetre ousitration apy Eley 
Porro mid ebemeonth eMpupdl cAibenetat:. 


Siero ei Cree Ze i hewmGovenno man: Goune nlhemay 
makesregulationswestablishingmnequine- 


Newsy Hor wolemrern > ulabnE Mtyqodmee rt tl ieaq 
Cron Unanks ¢ 


Them wide riyined port vonisaa res new: 
Pee usin orLVeness 


| As was indicated above? there may be some doubts 
me co tnewapplicationso£t ythe nconcept rot idistimetiveness 
Ito certification marks. Distinctiveness as developed 
under the common law and as applied to ordinary trade 
marks under the Act would not be applicable to certifica- 
tion marks. Under common law and statute for ordinary 
Barksutneseconcept refers  tocdis tancuashimpaaseto wor ied n, 
Pec OMm! cheTCNecestOmdIsGiInguishingnlasetrOsderinedwstan- 
dards. Nsomuotcd #abOwemeCcer t hired tlOnemankcsishould sabe 
frequired to be distinctive as COebOUthmoricingand the 
idefined Standard. setnmocher WOndSsatotbematstinctayertie 
Seertification mark should not only distinguish products 
mhatyare,of the defined) standard, ~butralsowdistinguish 
mroducts.thatsares certitizedsto be of that standard by 
mue ownerwot the certification, mark, , Sancesthe- concept 
of disci ne@aycHness TiMEnCONC TRISH ii@pant deranecd@ron 
mecClat cacloumlanksibyenetecrencce tow the) munetmon that 
much marks taresto pertorm as set out in the detinition 
i alce rte cationamark’ eintstn2sOfathcyNcteamt 1s 
lrecommended that the definition of "certification mark" 


eee (NCE yr Cie hee aD OW Ca Deoe. 

S57 we DrOdad resulalion Making «power would pei 
DecuULawLOns: cCO=beaMadcoandscnangedsrromec tne bo 
Ginewasmexperrences was acu Teds en tie oT OpOsed 
PROVIs10nS* 

m6. See above, p. 57. 


(S 


be amended along the following lines:°/ 


sy) 26 "certa fea td ony mark" neanse demarky that 
is'used= for the purpose’ ofe da siinguishing 
Or S0) a5) OV dTstanoursnh Wales “Ols sery facs 
that are of a defined standard, and are 
certified: tor be oOreithates tandards bya tne 


owner of the mark, with respect to ... 
[pat tsri(anarr os day 


from’ wares or*services’thatseare nov ur 
such: amdefined®™ standard and? ares net 
CEnttived: cOsbe OtMehavestanaatcm> yaeme 
OWNCTCOLe the Mark. 


Underlined? portions are=new= 


These modifications to the definition stress 
thateatiasy the! functaons.om) thes certa fica tion iaridnowlen 
and not! has?lrecenseesi ‘to “ensure that’ thewwaress Olms coi 
Vices are of tthe? defined™standards’tnd®? tovicer tity cliem 
tor bes ob “thiate standards 


Ge weir Lame me lt 
i Ciel ee law 


They LOLLOWInNe@ 15a SUuNMatysO1 ie Cul eer t 
Statutory provisions which’ deal’with infringement” og 
CeTtliteat1one Malet ols: 


ates on) 


They 4irst- part-of thas subsections deals-wi thes 
[prestmably as defined ins. “44- by anvunlaecenses 
DEVsSOnis Lie Se NOt C Legit wwhiether.-bisb oa WO UELC 
en Compass Only SUS Cicada S saeGet bl tad teeOH alenie keer 
whether -it.wouldincludesusejaseastraue mark 


Sicha Di ssaMendnentieloerecommended.to,tntLogduce he aten 
GcertainGreinto, the Act on this, point ..ccspites.ic 
analysis -4aDOVe fab ").59 Witch suggests thatwdi ce 
CInGtiveness in both isenses 15) applacabdentomecr— 
CitTGat lon mlarkssunderethe yw AGt as ples cme iwed? 2otcem 


74 


OLUMteracesnane as wells Furthergeit-1s*not clear 
whether use only in association with the wares 
OreserVvicestroruwhiehY the marke is*+regrstered is 
COVeErcamOrewhechcr USe-tn+associalcionvwith alt 
WatesmOTeserviecsy 15 .withine the)scope* of this 
Provis lon EX tension Lowadtewares- and S6rVvices 
VOUMIMbe WON InNeprineiple as isch wise) should 
DemWiChnestne delilnit tone Of. 1nitangenent only 
teeases i lewilche such use causes deception 
OTSeOnLUS TON Tor “thee pub lac 


the, Second parts Of 25 (2) - covers uses (again , 
BomeceiMmecderiiws. sds In TassOolacron With any 
Wane smOlmoeT Vr CeS Tinie > DCCta Olu Nice la suUuGh 
Migs COs CO RCOmDI te COmW LCi tle  Mecnee 
dOecs=noOt extends =rresumably this=implies 
Use e yds KES SCC. ON ya mee rars tly , 2 this portion 
Cmte ssUbSCCLIONe WOU ld apparently, COVeErauUse 
by a licensee on wares or services to which 
ites lveencey dtdvnOtecxrendeinwa. case where 
mic Ieensee receivedeasitcences10r some Of 
the wares or services! for which? the mark was 
Booster cd sbut oie sich Wahess Or Services, 
in Peemise BWOULd spe mCOVencda sevens thoucn Such 
WAakeCoeOle=SeryLecs* inwraet. COM ltedewitun, the 
demineds standard... Second) y -sthiss portion: of 
the=supsecti ona would@apparently“apply to use 
byeamiTecenscesOnethee came eOryeOr Wares. Or 
services to which his licence extended but 
which were not of the defined standard and 
therefore could be described as wares or 
Sermleces “ tOmWwnT ent ic miiceneeradoesunot 
Cee ciidies 


Diese te9 

has "See tron ewouldsappearetoeprontb at 
UD See sc CS ee Sen eon ieee Is Clee hs ON dSesa 
Gortitareca lionemarke in association wien the 
Waves OT “Services in respect of WarGhe tie 
mark is registered. 38 


Pom pene spas iS Or sens ineigoire Lat Ones Oo wl Oe ces. 
Sis clOne Ol stoi sthomenanter nO la iiinEimine CileILe., 
123. BButpsee nad sOetheyconmentsnabove. spy 74: 


Gs 


Ce) pS hZ0 


Dhis: sectzon,would mot,appearyresbes app lLic— 
able«toweertification~marks <as sthexdenaniedon 
OfsGonfUustOne 1 Sin (OCOLa thoy ls Gta Saimap pec aD ic 
COAGEH CI haGa taonygmagkss 


Glin Sos Meee 

This proviswoniwould “apply? togeertikieation 
marks. However. note she discus si On ne tc 
ingthescChaptervon iIntrancgenent. 


2. Recommendations 


The; fo blowing, practices» shoulda tallewi chit. cle 
definition: of;intringement of,certificataen mark 
bee hdeses 


a) Use49 by an unlicensed person of the certifi- 
Gationimarkaitseliias sascertafieatronsmakkaon 
the .waresS Or ,Services, insrespect.of which the 
Datei serecietercd, 


b) Usesby; aylicensee, inszassocliationaweth wares 
Or, services tohwhich hissiicencepdoessnot 
extend either in the sense that he is not 
licensedaforathatscdassvofawaresrOrescuvices 
Or in the sense that the wares or services 

ane notsot),thesdetaned)standand. 


¢), Usesof-thesmarkditselfvas+a tyuadeamark or 
trade™ name™inivassociation withwanyawanc smoot 
SerViICeSsOrpas tay Certivtd Catt Onmman ksi doe ke 
ACLONAWIbhe Warnes Oreservices: Inenesneemso. 
WoLch a tiesiay ks isoenOte he tts Cec ds Oma cmaO 
Causecun contusion. 41 


Below, p. 130. 


See, theuChapr err One ime noemel turd tarp. LOR Sa Ss 
CUSS1 Ole be cOG “anh GOD lat ca deride Of tO teu scart) 
relation’ tovintrincenen ce 


The eRchan mise of confusion is presented below, 
De On 
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dc) disercor sanothemrsaind Jar. anar keds a. yceritiufica- 
tion mark, trade mark or trade name in associ- 
ation wana canyy Wales, Or, SEYVITCES iSOrase;CO. cause 
confusion. 


} SOGULON, 25:5) wade therAGt: Could ibe deleted: and 
Breplaced with provisions like these: 


Iieiwae hie Od aie.Ownel, Od5 a) ,e ors C6reds Ger - 
tification mark to its exclusive use is 
deemed to be infringed 


a J DyacoDve per sony whoudse NOjty Jacensieds -Lo 
SOMISc Lice mad kawhnOmls.Css ith Osea .certina cay 
Ci Gmemarks fini jas SOC wats Ole Wlithe ities Warnes 

or services in respect of which the mark 

is registered, or 


Dije byaany? person) who,ass licensed fo,use 
the mark but who uses it in association 
with wares or services in respect of which 
the mark is registered but to which his 


licence does not extend or which are not 


of the defined standard, or 


Coy by anyp personswhos uses “the Mark as, a 


Celtiti cation markwin assocaation with 
wares or services in respect of which the 
mark is not registered or who uses the 
mack as, acitrade: markore trade, name; an 
association with any wares or services 

SOg asi ition Cause, contusion, wilthi thei regis. 
tered. céertaficationsmarks or 


GVpbyweany person wo UsesednOener cer tle 


Cotvonmiark, tradcemarkeorvinade mame in 
association with any wares or services so 
as to cause confusion with the registered 
certiricata ony mark, 


linwss Teconmendeds thats therfobLlowiny subsection 
Be introduced into Ss. 6 of the Act: 


je 


si (4)A.2 The use of alitrade tark ,.trade 
name or certification mark causes con- 
fusion with another certification mark 
if ‘the: use of both the trade mark, ‘trade 
name or certification mark and the other 
certification mark in the same area would 
be likely to lead to the inference that 
the wares or services associated with the 
trade? marks! certa fication mark ore wuthes ie 
business carried on under the trade name 
are certified, manufactured, sold, leased, 
hired, performed, sponsored or approved 
by the same person or by persons related 
to the same person or by licensees of the 
Same person under subsection 23(2) [as 
ded] 42 | 


amende . 


42. See thesdistussion ef “confusion #1n the Ghapcer 
on Infringement § p73 
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CTD shee Lt cts 


LICENSING AND ASSIGNMENT 


. LaGens sare 
Mair Current Law 


betore/ the antroduction: of the: Trade Marks Act 
mi b9so, @lrcensine of trade marks was 3n the view of 
most: authorities virtually impossible.1 i incence of 
s trades narkewas said: to anvalidate the ;markeadas “use by 
Bic-wdiconsceviot  therdreensor satradeimarke wouldi deceive 
Sierpupirc, mco believianerthatiproductss thatrhinttact 
Driginated with the licensee; had originated with» the 
Bicensor, tHowever, anvorder tor accommodate the! increas 
Pics demands ofc businessmen) toybewable? tondicences their 
Batkcpouwme Courts appearedamoresamdsmores ready itozdind 
exceptions to the no-licensing rule. 2 


ine LoOSSaGommittee,anvreconmendine! thespresent 
Set notouminatrihey demand for ithe right tollicence and 
assign marks was so great at the time that many marks 
wore beang assigned, ands licensed ain such fashion?’ that 
Bicyamioht be:cound, inva Mideif ‘challensedvanstheycourtsy 
Purther,. the? Committee indicated -that it) found thatthe 
eneory. of ‘tradel marks, asxandicators, ofo "origin was 
breaking down in contemporary business practice, and 
that marks were being increasingly regarded by both 
consumers and trade mark owners as indicators of pro- 


D. Bereskin,. Daniel; “Trade; Marky Licensing and? Revis- 
tered Users ‘fin Canadalerh( 197 siti. Proceedings, 
366..." fox The *Gargdian baw tof et nade Markswand 
Unita *Gompetition, ora std: 5) eee Pe. 


ef . REUT Ve pate elllGanteisea BVeanoeo deel) mks Ls 
Canada wlca.se. wel Ss) GE Xe LC aa lice (Rl Sob es aly acs, 
oo9. The "licensee" was treated as the agent” of 
bhesowner of the mark. (Good Humour Corp. jof 
Ameriaca-v..Good Humour -hoodsProducts [td] et al, 
LOS) hx COR Ol aie deen soe “was COntToO. bed 
by, and a related company to the trade mark owner. 


iQ 


duct qualitiest >. This: remerencemMitoyorieim by sties 1955 
Committeciishould ber related. "to tehle® views On Fou oul 
presented: 'in Chapter One llotr thas paper.) Oe tira peats 
accurate ‘to ‘Sey What narks? generadiiye dude tate ae 
Origin inmitthe Senses oi speci pia wd creliaaD Levmuodie Dla 
sources. “olt. ws Gubmat ted rlhat With waomta Woon Ontrewme uO 
say that (consumers “of tentrevarded Navkiomease Iiecato is 

of probable: consais tencye Or! ‘qua Iavtves WHOWe Vere dosed)? Cady 
discussed 1t appears ‘that consumers do" not wevard 

marks4 as indicators.’ for ‘each mark, "Of wattspecata c 

set of ‘fixed (qualities, whieh atyochanwed thyoighormank 
owner would? resuday tinbithe, mivaladitoy ot 2ther iark, oT 
other penal tes TimpoS cari lawrence maw Korowimen + 


Asal imesults ot: aitsmeconclusmonsr aboiuGihesico ne 
temporary tusieston) trade! markso the Committ cesw asin ec 
pared to recommend the present "Registered User"? pro- 
Visions“so ty themAc tens orde ri itos faciveutlace tthe: lcensa ie 
of trade marks but at the same time safeguard the public 
INteresil DynumMposimemeentain: controls .4 tWoderms tierce 
a person other than the owner of the mark may be regis- 
terediasoa Yregisteredsuser oandsusepbhy imi sec ord. 
ance: With the terms ‘ofS the ine giistr ation mise elec 
“perTmuUuctredquse 2 Such. use “ss deciied.Counay mmr te =oaule 
eiiecte ioral lapunposeso of ChesN cutlass tusee ba, seme sOWne | 
of the mark. The owner and the proposed registered 
usertofaithetmarkemustasubmat an applacat von to tie 
Registrar *which! discloses the relationships between* the 
owner and the applicant user and the resulting degree 
Oofacontrol over? the permittedzyuse. Siheipan. cul ars 
of anyeconditions ore restractionse proposedewith Tespeat 
to theteharacteristicsiofithel warestore sery reese and 
any Lrestrictionsvony theymodes ort placer oft peri teed 
use Must ‘atlsoltbeidiselosedr 


EG: PO Som Comme tess, Loxeeendekds:: ppeassy S547 08 
4. Sech above —pisidy 
Aye WO GaSe G08 
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| Under the tcumremt) admingwstration <cfiwthe ‘Act, 
‘if the mark owner and registered user are "related — 
-companies",® no data need be submitted concerning any 
montnolemexcreascdiby tiexowner toncthe mark over the 
miualiticsofiproducts ‘marketed by thewreoistered user. 
m . Uiremoasckorounrebareds.compannes the conditionsscon- 
Meri opmoduct Mudl tives tare most, of ten wmery.igenenal . 
mie wgonlyercuuimemnenbiamposed) bar chhewRepgishrax)asyeth at 
micresbegsonery provision forianspec tionmsonssamplanic iby 
PoC Wier imonnentodehihe (products) producedicbyy the reg ise 
mconcdwuscm, Miuluese miatteriiprovisions ane also wistialdy 
Berry Beta lGrandiethnere srsisno “podwc ines by ehhe Réesisityar 
Pcl ticaeevoimimen trlo tensure Wthatitsuch) inspection: .pro- 
visions are actually enforced. / 


| 
Ont remtaccsoitihe ety ithe pReoustiranads 
‘given considerablediscretionary power in deciding 
ie LiCtEtOMpe hint Ire rsitre Liontoterarre ous ter ediuser 


mreonrecnemcrtiowever,. hens a0 er venkanyars pecitric 


D. Nets atl, BAOS aii aden Manks? Rules 5b omnia. 


s&s EC CRRenortyiip. 13 7eouAne exanplesofHan mnreilated 
COoMmpminwerers sikered “useriyqualdsr ty, controls pion 
Weisdone 


UTihermproposiediVeoistercdmuser mayeusenthe 
Saad tuadermarklumnwas soci atione wath the? ‘saad 
wares wlthinrthe Lrovincerotminne worn so 
lone actisteis  Trecordeds as -almeris benedauser 
and only so long as the wares are produced 
inaceordance Waitin tthe, weitten “specitaGcatavons , 
ft Ormi Levees Candands ,prdairectionmst dnd snsitruc - 
tions, promulgatedMor approved (by the “trade 
mark owner. During such time the trade mark 
OWhere Oren Usndiude anthomizedrepresenta tae 
siaiimhevel tahe anol? tolsnspec tthe wares 
Onemhel PrEMISesasOte Chey) proposed, recs stored 
Nsereo tial Meoasulable cies wenars taaiees are 
thea ent tor spotiscnemk rand. tes tsanyisor Lire 
Wanes Or mequest. samples of; the. wares tor 
the purpose of “checlemcethes qiuabity ire nee 
Caen, 
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er iterda,ator wise7aim maker ibis decision.’ Therefore, 
it 1s. dastthaicwlt to, estab Tash joriom: they Cialis fae 
the interests of the public that are envisioned as 
needing’ protectaon cin the dacensaing ‘situation. and 
thus: what:clamitatirons the! Regustuar enol mnposes 


As notedicthe 1953) Commit tec meterreduco 
marks serving as indicators of product qualities 
rather sthanwund twarorst ores OurcelancdeG 
ferred seo. the) pubic ter esitetiny at etiam fer oree 
of eames kand. amd sty pel: mather athe seo ep ora 
products. This mightiwWead: tot the. wipresswon sting 
the, Reoistrariwas antendedsnto. review (nessa moses 
in the registered user agreements to ensunethat 
they would provide for the maintenance of a particu- 
lar productistandard swan Wn gris uvew of Ora desaaink seas 
"qualityrnd1eatoms i snpct hey clarcien sare; saie aero eet 
ECC mays have soi amterpretedresi.! HOlomes? a eitemia abe 
that at least one judge has taken that view also. 
NOG Jeaglasginterprerecds the nro sa On sac eer madcr 


UlbCethererore, now appear se tna tot Ca winge 
purpose,-of, thercondationsyiundernlyoinis sre omes 
tered USer provisions 15° that. the quai aoe 
the, coods jwoulld motumbes reduced af ctheminaime. 
werespermatived) tot ibetus ede;by lothem pers one 
than: the owner andthat by So, placa neg ie 
accentuonmthe: character sli Ce Old ae enone 
thewcoods “iat thes pubis ceanteresaicis hep io. 
tec tet, sthiey matter oi or rod ne worked proie Be 

O fet OOMMUCH oc onCernanuL 


oe Acite, sis. Ao (o7 ies iive: Repu Stray arayvalinposie May. (con 
ditions form nes tirmetnions, ethado het monmensierss proper 
andsshe may ‘approversthe sappiacatiom provided that 
Mve-wiisassia test edi thatianradikit the, sedmenms tances the 
usieMotirethe:ctradesmankigues. biyiitthel rem stered User 
Wolelds notiberrcomunany toliihte mun leics ti ntenes t 


oe We SOU ONL) Gare eres ORS ar ice el es. 
LO. «BCE Repome pio. Piso aes Lose OAs Wate Oe 


PLS “DUDAMeT eves eed Os Oy se Odes 2 oe tees 
EC ele Gre Nee 
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Noel, J. also indicated, that he viewed the 
revistened ser, Proves ons fasran exception ito ithe 
penerals principle thatitrade) marks; andireate, origin 
Bic) sarsucir ebheyamusit: ube ssitretih vy rconstruedia ain sthns 
Sr) tyeNciesh owe. ecsd MrOta apiew cthesypubitrc$antenest ‘test 
sto be applied by the Registrar under s. 49(7) as a 
marrow sorters ininmeedsoniyy to therrquestion :otimmarnten- 
mince rot sproductivatia Lity:;cbut) aisaas cb road\ jonencovenineg 
many reason why the registered use would not be in the 
Subic winterest vince Ludinieyany;decepti on! ‘omconfusi.on 
that would result other than that he saw as inevit- 
ably necessary when licensees are permitted to use a 
m1censorms mark.12 


lier Loos COommuttee: Report andathecActi-can 
best be interpreted as showing that the concern of 
PicmuOnMmnttree «was NotewLtehethe Registrar monitoring 
Phe Gudidelys Oneproducts (tos ibe yproducedr by «lucensees 

m (huss tiumnans such, trade; manks/frimtosiindicatons: cof 
mots Omeabided. product, Chanact emis tacs)):,ebiuty rather 
mi thtimccomn noe ithetamt egmitvyenoh ctheiandwea toreor 
Poricim) rodeliuof amarkswanether;dncensanoexcontiext. 
he Gonmimeree, dad not) mecommendeyanys provi saonsastor 
Zune Nolmdtorines, oF productwaueadliiajeswini hea caseiotf 
sassignment although that case would appear to throw 
mp Ateledsd misisierious sprobilems 07; jthelmaimpbenance 
mt producte«quadity asj does/iicensing, oAftervassign- 
micent Otedamarki thereva sis tihlya ssingley sources i ndaca- 
eed wy se thepmans «dil -cag “Ghema'ssia-onecs The Committee 
mid -recommenddaspeciticy provision ptondeadlmwaith 
Basesiin whic higpaditer jpiiwa ssionment,athhiene might be 
hore, than), onens ources SomaslanLy jin the dacensing 


me.” PubIMerky pea hor 
3. VOL odin Vaasa disecussedsunsChanternnOne; 


eet Olli bel FOX eI Dre tL ioe sec tn een Me OAT 
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situation the? Committee drdnotrreferm to thesproblem 
of degradation of product quality when the mark was 
uséd bya icensée. Rather’ the ‘concern was with» the 
fact ithat) wi thelieenisang there mich tbe none Giair one 
"source' [the owner of the mark and/or one or more 
licensees) of the product), “iridveated “by the same 

mark. © When seach such ‘source’ 1s’ viewedas *an. inde= 
pendently ope rating user om ther marky theretrera 
danger tha tacach’ source will fod lows datit erentspolicy 
in® velatvonMt oftthenchar ae eri's Grcs*oterth 6 Gorccuer. 
sold‘inhassoc tat pon’ withthe mark Peas? welslee tive: Sire cir 
tive to enhance the value of the mark by associating 
it) with* products, of *superiory quailty, ireonmeumers. 
eyes may be greatly réduced if one source does 

not have thelVexclusaive rilehit to: control the: usiexot 

the, marke 


Hye Mequirementceain thee Actry on submit ttane 
data. conce nian theticonmurols of "thellicensor over tiie 
lveenseeiand: cone érnming any? condita ons!amposedere 
product Characteristics), tocéther with them Registrar ‘s 
Statutory rdaetr eon in approve nve dl VeenCcesn= was 
directed? torvrthe® probleme Pinadiytad Aine ae Si eee 
source? ldeithnesmank! owner controlsall Ween. ces 
then: ‘they dWcens on" in. avsienms ef Gemains- Chey Sinceleesounce 
of thetproductse@ Thus the wssiertwo “bet decided ibys the 
Recistraraunder the ste 4Oerequirements aceaom wie tie: 
the+igqnhalet vestioie product's \preduced® bys thee Iai ecensees 
Wi llgchangesor be> coodsoTFebads “put ratherewierher tire 
licensor wadlly rT emaa ne supine ent Conte cute ve mene 
licensee onde termine wate thes qual fress wii ce ae Ura 
the’ usierofsathe marktan, thefhands of thetiieensecete cain 
the™samevas tin theyhands of sthe licensor. 2s swoemnave 
noted that when the mark owner produces or markets the 
produce humsel? *hera ss 1rees toechanvemtnewaudl ise ce 
of ‘thevproduet? without’ it arteetine thetwa 1 dit aer 
the mank.1> Sihis* analysis 15 consistent wien ee 
approach In the, permittedss orns? ore ls censime =ehay 
existed before the 1953 Act1l® and with forms of licensing 


15%.. See aboves.+ pers. 
Poy USCCRAD OVE, D195 2h notes 2. 
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Dermictede in, the Us Stand Britains? 


Peesiouldsbe Hoteédethat theepre—19s3 lawewith 
any Materedevelopméents*applics to “unresistered tmarks’ 
The mos tleconmonly held wiew= appearsrtorbe’ that this 
Brenders/unrecistered marks not subject to°licensing 
Witheeeweoxceptrons . Thene thasi been some debate 
recente svnctneratie- Statutorytreoisteréed “users ipre- 
WisSiOnes wahceonilyworacticaliway dfLVlieéen sing “re gis - 
Cercwenorke tor WhethierY¥some licensinm@is sposs ib le 
indetmeuterGonmon law, particularly in the brohtnot 
CertainececisnoOnsvin thes british courts,es 


Dep Pores en’ Law 
iy Bird Ga in 


iiem@repisiter ed susem proved svons ein stie 
bid ts halkrade i Marks™Act,! “1935 3e)['s:2m2 3 peprovided 
Giemnode DShor ite exis. inc ’Canadrvan le ois lation. 
ityewscheme of the  lecis lation 1S very similar ‘to 
tiemanadian Act lappearing to focus on: the 
maintenance of quality control by the licensor 
and involving a discretionary decisiontby the 
Rey ruseraickasS GON the jadequacy .of. ithe quality scon- 
CROdLe PLOwESiOn Smell tanyelpartvicudLar  Lacens 1n¢ 
drrangement.. 


Oireso frtivetino rettre Cente ssueswine br iversh 
Taiwetasmoe oimwhetieriithe moonstermedsusersino- 
WisvOncearcetheoolmly Manner anewhich registered 
taadeMiianks ican be. brcensedeiul he: Ena lrshheourts 
havesindicated thatclacensing a siipos sible *out- 
Side Ithetregistered mwsentprovwirs ions but such 
Direencesiwould® appear )torber cond it onaly onthe 
bivcensor Maintadnind-adeq ud ve scontrolmover ‘the 
charac Cermis tics -“ottr oodsmmarketedsundersthe 


Mine mcee be] OWe Dred, tO. U, cee Gnd bra taing. she current 
policy,oi1 the»Registrar an not requiring data-about 
the quality controls imposed 11. there a5 a control 
redacronship, betweens licensor and. licensee | 're- 
jJated companies") as-,aisor consistent wath this 
approach. 


Bo oe c ee Demoak Il,  OUtmeC LL. 
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2, 


mark by his licensee.19 


This«resulitt appears stor adi s oeenaomeatine 
broad *definithontof 'tradesmnark foangtheshnehiss 
Aet which) nequiaresicion ly) au" connec tien gunmene 
cause of trade" between the mark owner and the 
products on which the mark is used.29 There is 
a suff peLene connect onrirh othe. naninous fused yyy 
a licensee as long as, the mark owner-exercises 
adequate control over thepusie -of ethie marnksbyuthe 
licensee. ¢l 


2. United States 


The American legislation has no equiva- 
lent of the registered user provigwenes However: . 
licensing of trade marks at common law apparently 
Campfbevcarriedsoutipnevidednthatethewmrrce isa ne 
arrangement provides for quality control eby |the 
Licensonsandthat,contyol/1s ‘exereisedy Aeundenx 


Re Bos ;tiltchie) bh96.SakeP signs S..44 Riel iG terres ehOiG.4 | 
RP nOhe PBs CBP Wii wE Rea sh9.6.7 ek. PnC oe ao aeeeaasiGE 


[ LOO Maat: 4 Mes Sin G wAtenloseery [41-0 lage 


Ontone: fanallysistiof stthecases it mileh tp ceranoued 
thatthe jCoumr ts, im rehtweha wencomenit cmt nemes ane 
rest wethout othe vecurnent yitaituigo myede Pann tron. 


Ms isugees ted: lin (ChaptereOne ,.spl.n435, erniemesed ppean: 
toy be some junanswemedirquestirons: aspitomexnac tly 
what. form therlucensi ng mus t,-takesgunAomcdhen ata gbe 
Valid.undem jthiseapproach 4 mel Sea’ tyenouehi sneha 
the tisicen som thave ithempowen ito: iconGguol tthe 
licensee or, must that power be exercised? » What 
type of control is needed? 
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24. 
Bo. 


the U.S. Act42 the common law approach has been 
adopted for marks registered under the Act. The 
Act would appear to require that the provisions 
for ssuebarconeral Saetually«be  vcannried. cut <indorder 
hOnaaeVe (a chroper..bicensing carnangementhsyehowever , 
at, least.one -commentator «has ;éxpressed doubts sas 
Poethenexbent<to whachethe scounts have .enterced 
Chis Lequinement an practice, 


Ge. Economic: Gouncr lL Recommendations 


We have noted above2* the Economic Council's 
CrhErGhomnconecernimagatie iconruston bas ito the mean- 
imiteananbuncenen of ftrade Itarks that was introduc ed 
Dye bint Gane yitcensune under sthesregis tered juser 
Drcyilstons = Fhe Councid "s recommenda tions sion ia 
Pian (cOtowiten. product Standaras, wourd"have to 
DePruredanemree ted amiamtempunlue clan by athe mean - 
Mie sotenark vin licensing situations ,42) The Gouncid 


Bannan nAc thas 2°°5,: 


bovecne Genes rs tered snarkeor markssought “to ibe 
Peonus temed Ps or may be vused: heomtamate ly iby 

re paced: Companies: 7isuen use eshalbtinune {to 

the Poenediithy or the negustrant jonnapplicant 

Poe GWerusitna Sion 2 oand esuciwuse ssa kkrnot sant ect 
Cie Varhediaby jodi 'suchrmar ki Yomeon ake sine is tna = 
Crone woRov racd such apank sis (noe fused tin seh 
Manneneas etoedecetveutine: publiea. 


Se bo) (hola tee ecompa my 


The eer erclated ‘company 'yareans) iany ipersion 
who” became telly ic omtrols por firscont nel] ediaby 
therresastrantvor=applicantetorfregistration 
Die res pee te COE Lhe Natures andGqualityeor the 
SO0d5 Or SEIVicess Tn connections withiwhich» the 
fer rs. Used.” 


Ulvademark Licensing: The Problem of Adequate 
Bomevoue* 9 (1909959) "PEM ReAo 20" « Gee rpp. opdade . 


BeCechOVG wep LO. 
Peernoporee op.) 200-2097, Saver rriguepore Chas some OS 
posal is presented above, p. 24. 
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also surged ®thatead publ re no Pies requirement +be 
introduced into the licensing provisions2® and 
also *Seened toe bevtcrrtical- openhevunecergai nays 
to whether thé: statutory repistercduuscreprovuise 
1ons were tnandatory vor ton lywiperniis siamese. Che 
whether there can be licensing of gee eS 
marks outside the statutory scheme. 2 


D. Recommendations 
ES Aliigsraoush ine mcae yy 


The purpose of ‘the following ‘recommendations 
isictomtmake the statutory Wl teerising provision seo ne 
Sistent withwehe iconcept of trademiarksmasescueouu 
in: Ghapite raOne : 


ae bicensamewot UUnpes is tened. Dradetianks 


MOMMSt dire vendit stowlacence finreguarer ca 
trade sNarks’wuthouc. Winning vada Ser OUs mids O meme 
validating the owner's rights in the tYadée mare 
lf the proposed amendments: tortie. stacuLoun qos 
Visionsitorm the Prcensing (of megs tered tea demi aiaks 
are accepted  atiwowld: be Slomrcaiiy Rcoms.eswc nome 
extend the trurcht ttotlicence tominnegistered) marics ; 
Once the requirement stolmegister the lieencemand 
to. have Sthe Recs trarsJapprovaltsof ithemiitcenec eave 
eliminated, stheré vappearetotbe? nosound ueasons 
to restrict arGensimnostomreois tercdetrademiipcamices 
The important featuretiongtierprotectiomgo sacom 
summers, *“Hhiclinaintéenance 0m control Dywthermiiicenson 
over ‘thesuse of ‘the- markiby Mthelicensee siGanine walSo 
required. as™a? condition for, the: vaieuditys om euite 
licensingmMorwan unrecusiteredamark .. Shuathermore, 
the current law which invalidates trade mark 
rights in cases of improper licensing may harm the 
consume raanterestoinysomescasesin Mil inlatpars 
ticulard casmithe? trade) markiriohtsatorvan 
unregistered mark are invalidated 


ECG, Repoad 7 aon. ee 
BUC RE DOr. piu alo. 
Sseewaboves? pig 
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for improper licensing,29 this may mean that 
others are permitted to apply the same mark to 
Miecin prodiicereg such? cimoumstances rcowldwesul t 
in considerable confusion of consumers as to 
Manutacturenromedhis tributor responsi i huey 

tox phos enpnoduarts in ethemanketip Race 5 tisk in 
fact consumers continue to associate the mark 
with the former, single source. 39 


As noted, the 1953 Committee found mark owners 
Were eelsiimo stne rr math seextelo ITC lve t LOT 70 
PocmChaecircimaeOtm iene (NLescnlt stalin Cemdeonitiee tile 
Gamers -ot aiivalidrty : 


Pee eCigeempO ss pe Under @CUr ren tel anvamO rid 
ieee On OceiiIva tated Ii a oGas ean terme sd. ila tk 
owner permitted another to use the mark but 
CH stint ome ilce ist. Str liven t «COMO lO cl alike 
Gila tee Cela anUssiaaikG vent, the products bt vthe 
Courts tuled the mark Was invalidated in such 
aC ase ti tomWwouldmpenmn lt, USC (DVsOunomoe Wt OuE 
Chesconsenis0m control of the somioimash wnark 
Owner. a ine use. by «the owner ;and,hasr licensee 
Ma VveNOt eid VoeDeel .SuCh as 140, lead “consumers 

COs Clic Veminl Cie «Ndd sDCel enone ilmlainOUe susOULGe.. 
LONs Hie. DROGUGES:. 1. 41Nis. nay we, Behe dan cama 1.y, 
Masse usar butl on situations as wene seousumer 

MS fOmbeneneno Geet rom the ~phys i Galess ounce 10-5 

the goods .and is likely to assume- that all 
DPROdUGES Ot = tbhe .same.classbeatano were .Same 
nark,- whieh he.encountersond\ysat—-che —retail 
hewel sake ane,,.from the-sames products Onsoted1 Stri.- 


butionssource..- When--Others.than-ena-t-—-one 
SOunce,. Degin..towus.6. the markwauhe enw isl. be 
GONSUMNERUGeCeption.« ~lnesuehwaes*tuatton .the 


COOdS Meromithousever ake SOUnGes Mpa ot hess 
brkely ite be4«0 asCORS LS Cen Ofelia LLOrl 
Guakuty «than «when. they came er nomea single 
PeOur se ys 


bute Scer 7s Ber eskiniwope eatery + 5/40 who sSsuge 
gests that a mark will not be held invalid 

tf a licensee indicates? that, mneieoodsamave 
Been. produced under theeautcherity ofstie mark 
owner. 


89 


es Ee. 


Deh 


Notes that “the intrtodueticon”’ ofa brcens img 
for unregistered marks is not really a radical 
departure as there already appears to be a limited 
ability to license unregistered “marks under the 
existing law.3l Further, licensing of such marks 
is: permitted. vider the U.S! Vawtand as S appa rencly 
permissable under British law in the light of the 
court décisions .rererre dh tte iapover 


Another argument” that ’can be 3 presenctedqmio. 
permittine licensing of unrecustered, marks 1s 
that not permitting such licensing. 25) unmeasonautle 
for the smaller .businéssman whosmpent not have 
ethers Cie “LESOUurees “Or” Ties hnOW Le mo cm One nL eet 
hes mark 4 


The owner (of ‘ani unrecustered. Mark OU 
on by. pe sab lee to breense Votme rs." Go ie et iad cascade 
Pigits which he possesses. wihereteve. suc vente. 
Of sal sunTes 1s tered ‘Wark =siomlasoempe. Ghee: ao 
Iveéense “115 anarky ny sre larrvon.- eo (thoes Wa ess aiid. 
Sérvelces: «fOriwh eh “his mar ks WS Mei t cece eee tye L1G 


Toegive yet lect SCO thew ap oven) cemimicncd te Ol 
LUV1Ts- “recommended. thatwa provision 0 peere. 10 LLow- 
iMmoeena Luce Devin erOauced  1NCOr Giles te. 


SMR SS a OS) 2 a 


AV person soOtheér-than the Owner, Clesan 
Unréesistéered trace tnark ma Oe foeiis cd 
touse ‘Such, trade’ mark by tive, owner. 
and such a person is deemed always to 


have been permitted to be so licensed 


Coy use'tsucit ta *eradew ila rol site .O Olds 


Seeh above, pe 7. 


The argument 1s not very persuasive in ithat any 
mark owner considering licensing is likely to 
bey sutficientdy.sophisticat ediandssubstantial 
to™retainvdegalacounseiawhot wouldtadvasie? ham 

a's) Loe me ca Stir tan 
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OY sister Vaicesi ior: Whrchesuch? trades mark 


Lee USitINCitive oS providediithate thenpro> 
Vas Wows) ote Such anlieensine agreement 
anieche perLormanceres) thecd vcensing 
aprecnend throughout) 1 tssenist ence , 


conpl yuan thi tires requirements) of) thas 
Pecwone 


Soom Oday Zi) 


For the purposes of subsection 49(1)A(1), 
fda stwnctive' sant rel ataon tors at rade 
mark means a trade mark that actually 
sUStAnbuishesiithetiro0ds vorbserancesann 

pS socnataonwithywhichiatens weir byomts 


CVDer L ronst nen eoOodsPOnicorvmce sto. 
others si. 


bo COmerolyoyaythe,;-Lecens.or 
a) elntroduction 


ines problem: an thes dacensancs sitnataen 
ice tonciscure that, the, licensoreyrecmannsathe sole 
Poourcevs oan theaproductsidistrubutedgganiassocia- 
Crone wa tha the mark. mabatt teultiesinavea Ose tt or 
thes Comsunereamniter est) anymax ks= beeamsec stherlicen- 
sccenave Desmisone: hasomarksaatethedsamehtimes asy the 
owner and/or other licensees. The licensor may 
NOtaeKecedsenadequatce cOntrO lyoveieath ea 1 eGensecs 
Withe the, mesult>thatethe» sameamarkasaberne 
appilaicde tose products wath different endmacteras > 
CLics. Wehisawase the. prob emiiphiage coneorned 
the OS 5% Conmittee] a ving thesnons) 1 eens ner situr 
ation. the,owner! remains thessources- -7the only 
DETSOLDIInNterest ed. 1n. thesvamess coma s 1 1) orurne 
Marks, -thius with ‘thesmaxamunmypesshpdevingentayve sto 
Deotectesnd. promote atsavalicemeing thesiicensang 
Situation, eboth Jdacensop“andmiacenseenhavesan 
mnherestwangthemalucpotethepmarkw. ar lhe: fiaet 
that each shares his interest with another may 
one atsed fy tend .toj meducegspheyuncentiave: for 
each to preserve, the, Value! of the, mark compared 


Otier amendments “proposcqsor section 49 are 
SC TeOUToDe LOW: = tL0D-; 


pk 


34. 


with: thesnon+Iweensinesatuataon.y tfurbhen,. the 
interest: ) ofithe dicensee, wilisitend tog be 

shonter term. andy that’ of the» licensor: wal] 

tend to. be: longer term. .Without proper) con- 
trols: thes twov may? tenderloi work. ateicross= purposes 
to; thendetrimentwot: ither publ 1chandy ches value 

Om ithe: mark. \ the larger, the: wumbemDigiacensees. 
the more acute these problems may become. 


hty:shouldybe;moted that where sthe mark 
wSjyusedtiexclusively:.bye-ther marks owner won ind Ss «own 
goods, many of they same Vprobikemse-ar 1561s a sine 
Mark iownery cane thange, themchanatternieties of 
goodsrsoldyunder -thesmarki andes elieditterent 
soodse under the) Same’ mark? an the)same market but 
he Sumberso uomee oat consequences. °4 Phas Lt 
might bésargued :that at would abe) aioe ato 
sun@l é: (ont; ihe <l icensine ssikbuiail On gon “Speci a 
treatment. However, the value of a mark as a 
marketing tool used in such a fashion would be 
servouslyvathected. Havanese Wer'excinisisyeumier oie 
tonuse has mark 4cthe mark io6wner the sane unicentanse 
no-CetCo. soyuserha si mark vand=sovdestTrey Vise yal uc. 
Thais Sane®aincentivesdoes: nob exist, inhercn ey 
in? they licensin’. Ss rtuationvas* noted sabover 


Purthers® 1t*could* be?-argued tna tie 
trade mark ‘owner, retaining’ an ownership interest 
an thet iiarks at. LeastPantthes torn. Of Saamarent= oF 
reversion when the licence has terminated, has 
an inherent interest in preserving and enhancing 
thetvyadiuer ort thermarks Ash welliraritie point 
at whach tives licences tenteredeanto- the owner 
has’ the }power to’ dictate’ the cterms@oim the 
lzeenceltolensure> thatshethas-adequaterconcral 
over) Thes d7Censce*tor protcecu=hissamtetcs tse =—t & 
might be argued that such inherent power is 
snough toemakeée the®licénsor the’ ’souree' during 
the entire period of the licence. Therefore 
noespecial regulation of lreensins15' neededyto 
protects the public interes t 


Thatwissethevualmaity of his mark will net ibe 
threatened. 


oe 
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The argument above is: not ‘accepted 
Ihe -asteliie rox metenc cco suciy Imiherent ipower 
alone, without the assurance that it will be 
exercised,55 is not sufficient to preserve the 
an Geert tyfok, the strade-marks) sysyt em. 


Dwr pes tedes tatutom: Gont rod Regqiuirsr 


ments 


In order to ensure that the licensor/ 
Mawk Owners Tema nafther source ain tehermlacensing 
Situat tome shouldbe mequiaredi tamst wy ithait: ‘the 
Bieeisinegacreemente speciiicallyyprovidertrer 
the necessary power for the licensor.36 However, 
the legrsilatronmshouldpakso:requave, that such 
COntLOlmaciian byeDenexXe rcCasedy timomaer  Lorpre- 
Service unerValadity of.ia Wicenmsine Sereement as in 
any wavene Case, such "controle might norte Del iexcerr 
cised. 37 


SughFy eon Enel ‘mrehtynotenieedic tebe 
exemensed wheremthemiicensecevthasmenedier® barr 
Pa mincy. power tia ngrthes 4 Cens oni chiemo rahe re 
thealacensormneedsy thesilacens cesticapitta ls 
Gistrabutvongnetwork orsothertresources#tlol €x- 
Dloitiasparticularemanke tomorey than@thes licensee 
necdssthebtradermmarkeesAsi weligvitetherceare 
Many waecensecsue the ;hrcensSoremayemcemmt eis ~ COO 


Reasonsywhy tsuchspowerymay not?be exercised are 
netedgbelows ph 93. 


Dis foe cic Casc oWith Gc DLCceci tool. tered 

MscT Proviso OS | oACl, so 4) (opm OUe lm DLOV ds LOS 
are unnecessary in the "'related companies" [Act, 
G2) scase Decause Of the actual veontrol, ipherent 
ieesven are lat .Oonsh'p. 


The“requirement that the: controlvbe exercised is 
invourspresentelecurshkationmss 28492) (3)5 whiok 
provides that use of, the? licenccdiinark by tie 
licensee will be deemed use by the lJacensor 
[thus avoiding loss of dtstimetiveness prob dems | 
if the use 1s "in accordance with the terms of 
has [the licensee's] registration 3 


o3 


oRear 


30% 


costly arid ‘troublesome, toseincetively poli ee 
them al1.558 It was noted above that the licen- 
see's airtéresit in etie mark tends *torbe ‘shorter 
term which may? lead to ia etenptati om yto rex plore 
Tt for’s homehiaim  proihvts Prien oran gece slone seul 
destruction vot the «trade mark Ms evative fre lasuch 
a sitiat ron itive) lvrcensox us G pe care nee Couns 
interests and must have the bargaining power to 
actually “police ‘thevuse vot tieeniartam here oy ce 
tietspur tots thewthre atmo iP tieeinvailti dd tyro maine 
nmarktis> needed Sto tLonce trademark owners #00 
actually ‘control ithe) Wsiemo fative ir aha KS ey tire © 
FPreenseese 


cy? Specific Controls Requim ements 


Ns inoteds tie Uns. Legrsilaeiom andesiie 
recent line of cases under the British Act both 
use the approach to licensing presented here. 
Howéver, “in''both those countries: ‘the whegis Eation 
itselindoesi notes pechty itheminaturewo: yehne icon 
trol needed in order to constitute a valid 
licence. One of the reasons given above for 
not recommending the adoption of the British 
definitironwofg'tradetnark'twasithateneeprovades 
no, guidance as’ to; the’? control’ requirements 
necessary Loreval idwlacensangmunders ath 


Int the Slegis lative rproposalks jpresented 
here, it seemed desirable to define as far as 
possublervthe: nature iofsethetountgoiprovistons 
necessary fim pthelec1 Ss lat Lom Ae Ne. Wels eo senema > 
proposed to ilieavets cope forwiurever det tnine thie 
requirements <in regulations ‘on ‘the ibasis _of 
exper enc eroamned with themp Rove Osa slo mis 
difficult to be precise about the nature of the 
CONCTOUSHMecesSary asi theviiwilisvary witht ype 
of product: and \the ‘particular situation of ‘the 
licensee.» However, there would appear to be 
three basic requirements applicable to every 


SeedChOo?)s5OvEIMaRseah po Gah). notece4s 
see above, ip. fa34 | 
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licensing situation: 


Vy) Provisions eoVvermniny julve required nature 
or Characteristics of the ‘goods’ tor’ ‘ser- 
vices. 40 


Za) POV Esuons) fOr) product: es.ta ners bythe 
ficensononrntan andéependent agency)? As 
Welt sitireT ec: dia yore provisos fooman= 
Spection wt Stheiaireensees premises: and 
Operacprons.. "Evidence -<ofM suchepcesinina 
WOULd eanpealr: to De essential to snow 
that eenertcontrol avas' "being, exercised. 


So Provastonsy rom promptly remedying 
failure iby the! licensee: toimeeti tthe 


ier rcels Ol; ean Uso Gitbe: expect cdr tomspect fy 
Peoretic "Cilaltaverrs t LCS @mOLt etic product. 
Pepenrdine Ongrene nature OL cher product.] the 
Most Important character Tstics) tory consumers 
Plot De asspocat iced. “ss peCiticattons may, depend. 
mimpaL te, ONwientier) the Waycensor or other 
lacensees have previously used the mark and 
whether Consumensy tend tomudentity theamark 
with certain qualities. Some marks may pur- 
DO Oser cers bomsome sparntacularvaspect of 
PeGoduct. Co a =opeelal “noredwenty iin a 
BOCA Droduc.l:. 


= Bs 


41. 


prescribed) standardsprandiitom prompt 
terminationio the’ lbreencerisiould sich 
remedies not be effected. 


Se caivener aleliyi,ecl 96 9) 5iS0r Tied Renee Zr eam) pen tic u- 
lamwLy~ peertAbet (Under Use. ciconinoneehaw finds statute 
the: courts, haves found ther:foll owing, factors, 
anion oucotivers, “itorsbiemnrelevailt) so mune. taceoguat > 
Contr era e:S.ba0 nt. 


Thectiaicems ory prescr lubes ory mequ ites: 


a) qualities and/or source of raw materials, 
orf suppl es) jaws ma ter aks Seo Sort 
drank? syrups 


b)h product. formulae, manufacturing methods 
and/or production equipment; 


cippenrodierproductmtestincmindenr Macensioim Ss 
supervision; 


doi ipend oda crams pection! ofisiiicensee. ssipuem- 
ese (Or) Constantipnesencemomemspecton 
unceny diicensionr'isiisupervirsaions, 


ey trade: mank dicencerdankedtitusme patent 
licence; 


ipeelicenceriforraleronilyy of jprodice, wien 
licensor manufactures; 


Peelacenseeks’ personnel yimerjarasned, by 
licensor; 


hpjedwicensiee mus tro uamanvce Iproducittto 
Gonsumemsyacconding wWoillicensom” sits pect 
facet Nonse | erterrn = 1 nromey. ane fim Vee mish 
notussatiustied™: 


iji age ensieel must, providel-servicinotor 


products soldas prescribed by 
Ie ens 074; 
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ieholeror the: Registrar and wRegis> 
tract vonote livcences 


Under the present Act the Registra has 
extensive power to approve or disapprove of regis- 
te7rew USeLr Applicationssoni.thes basas of the 'pub- 
lic interest'' involved.42 Given the volume of 
Peo stercdMusie map plicatwvonsand the complexity vot 
tThepracrSHandiissuecsimin Many elicensine si tuations 
tiie GReprstrar cannot) be. expected to’ exercise any 
ieaniny Luleisuperva Siontovershicensinoih’ Eepem ence 
Winethen present sitatutory “provisions Clearly 
denonstra tesmthasiiact io.) Themeforeywatr as pro-r 
posedvithatithes Registrarse discretionary’ power ‘to 
pppnowveror: lacences) De climinatedmtr om ches Act . 


One eminemreduimementitomiaver tics Repis- 
traumsvapprovalviotrithe licence: ts. renoved,- then 
ithappearsmthat the mosteimnportantureason for 
meri Unio M Chie Grcioistiuatlon .Otesicences aso! di sa- 
Dpeams, As wells ecuch recistration, isanoe 
Necessary to pemiro trade marks tor fudtal) therr 
function for consumers in giving information about 
PrOdueLSAG el hetdatant1 edi wisth) the yRecismrar 
Under them present grea stration. eq uLremneme. ss 
Garechveaae | Meivecis a Otel ya VieslUeCsLeO 4COmSUMem Ss cas 
produc tignformation sia Reasonsiwhy such require - 
en tse Ounotappearmcoene Capabl 6tio1 func taoning 
asmeritectiver consumer ani ormat 1ony instruments 
are discussed above. 43 


HOWSVieEme ASimtlee Gecisibe Tess orl S 
Vem CGa t Ole Otte: Sai, 2One tite Cumee.. (Ge 0.1S— 
tered. trade marks, it would be desirable to 
Pr COUT Ce. Cel Stag tao We Ot Onete Cm Ot able 6G X- St ONLGe 
OG MCeweS Use lili Cs Le lc dat Chem etgits as OMlS.C- 
Gientiv i.) tos gouceested that eaenrovis10n be 
Mm eroduceds intOmthe ACte prov dines praOrd ty eon 


OC tenes Ss ey Seen lee Mike 
Se Cap OMO Dis i> 
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47. 


the owners. fof fimsite regi ster edasmipercats cas 
licensees,over latenmnegistencuisuieet astenc uct 
though Lhe wlattenawere wis tea heard 

they owner. 


oy Weeket edaCompaniues 


Under .the: present: Act) a: Licences between 
two "related companies" must comply with the 
requirements? of si949s sw However, under whe secula- 
tions! thessict asi Sopadmimisteredttthati ort site a 
licence the parties need file only what amounts 
toyia sitatements thatdithe sacensom.amg) Ao cena 
are related companies.4° The reasons why use by 
a related company: falls wathanuthel funceionon a2 
trade mark are discussed above.4® Consequently, 
Lt) ish recommendedithat i iapsecti one be introduced 
into, itheyAct which widl deemiuses by persons 
related" under part (a) of the suggested defini- 
tion of "trade mark''47 to be use by the owner of 
Che ey ke 


Lt) should, be) notedy that tieremas om 
recommendation made here that in order to gain 
the ~.benedc i tisote thessugcested deemedmutes puon 
vVaSionjuthere must! be actualo control iexcer. 
c1sieds by, the company-which, as) they owner? of) the 
markyover thes use of theomarkebys thepother tice 
latedniconpanyros 1 br1s)submutiteds that tie Leoncro | 
inherent Ln,majority votauncoscontrolesoesunta. 
clent) £oretrade Marky purposes.) = blemOm ica. 
Incemiiyeg.otythepmarke owners, COMpeTINnEO: ple sier ve 


See guhe Pavent Act. (se sea: 


AGE. 955 2. belated COMpalves. . mic Oly tthe 
FOrm LO Pein Str Uc tal OTS: rcs; mE Ge Shc ior op caer oie 


See p. S27 StGn ee 1. 


See. Di 40m Che alk 
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48. 


andre nnance the value, ofethe-mark: is presenteand 
Dae spowen-toOecontrod (the si 1.censees.usésks 
present in the ownership relations.48 


Guiyhoe snot 1 Stancciveness 


Micon e: Present ACT. Jteahiceonsang as hnot 
carried out properly, the use of the mark by the 
TuGengcewwinl | wnot abe rdeened.toibeyuse goby tthe 
OWiew@noimthe marks, alias gwarl ll rawse%the problem 
Of, tae lLossnodecdis timctiveness sand sconsequent 
Hive Ud uby On ene (peo 1s tration of the smarykeand 
Poni saat De smaweknast Self freee bas happroach yskhoudlid 
Continue tindermeheyproposed anendedslecarshatuon. 


he spmesentegicarslation albsoespecifically 
DrOvelnie sierOt.eancwe LiatOljot the registration 
Ciao nec EStheRedfusmerjnagreementoaat rthe negistered 
“User bas.used jthestpadesmank,j'ic<.) eam esuch, ayway: 
MemreOmMeals ComiOtnD Ciel oky, (‘COnGause widecep Gon For 


Tecate ell er meee Xe Leah aeOned as ld Lid es 
cmc ae aac OD ian aS. meletaailcy oO cant le, 1Ca5.c 
Otto eemi Ol sccm Ol laliencOlthOelLse tie. 1) Censor 
GON chlvem Olas hcit we Guaunepadie Olt OLedmeDy Ss OME 
EGU GOLD] Vien lle eel Gea. tasOlLoponieal.De “eX > 
Poel cel VC OND LEX tee NCE SS.CiLtdddawwpObnt. 1S that 

Mies ClbnOdS Comte Leun-SieS OMG sci LIetyOle Interested 
PO yet elt Ul ei eae aly Ord sls Oromo mc ihe It C 

CLO mies Calcste UreOMmi WL Skee Kiva va Das 

UT oie PONCY 219 oe slo Boal Ailbe) 6s Online Mune pLoamere NYO larmpens ioe =m (alia kemean alana 

ee theme yc aes Rllepdo vse an sodi'Vewr2 5 cw ew rkspan/@ mii noted pA E IR ee Aon gh coms be coe 
Lipoic poallre Sus inc mica nee Lives trades la wise. 
ogee ees OL cate ieeel ett canoe ier es tes © Cre 

Coe censor san tel CC le co Cue ome Odes Dives CTL kclT) 
these situations, 


the American ,COUL US mild vwemeclumd eryacitlual Control 
Diet C.Sie Ce OSC Suse lO ala oo iat hy ren re. 


m0 


Conkusiony <b. M43 wis inde there) ave: mosimes pavered 
user registrations under the proposed provisions 
fori thes Acts -thereiwoitld "ve mio “scope Gor tsuch 
cancellations. The misuse described in this pro- 
Vision of the existing Ac timdy so0 sno erurtier 

than use not according to the licence as required 
tinder theeproposed Jégistatuvon. 9ihowever, to the 
extent. that ¢such a provision may “provrde preater 
protectionefor *the ‘publicmintvercstj.consideration 
shouldobéweaven to retaining Wt $2UAssectlon- in 
the mew “Act tcould@prowidesthatwany Tusevoiea 
licensed mark by a licensee which caused or was 
likely *tomtceatisetdéecép tion tor teon fusion wasnoe 
déeemed@tosbevusesby. the olivcensior. 


Jin. ouUpce Sed. ota tineo ry SRroMis PONS 


To implement®the recommendations in the 
ABOVE: ISCGELONS on’ Contro ) shyAthetlucgensio ns (Rote 
éfvthe (Rec vstrar *andLosssof Dis tineemvencss we 
Sugcestacthe followings: 


49(1) A personko ther jthanither owne mote aie 

(new) registered trade mark, may be Iicensed 
to use such trade mark by the owner, and 
such person is deemed always to have 
been permitted to be so licensed to use 
theumark, ¢Co raed Mort any (OLeahemya cessor 
Services, form wich, 1 tees ies te weds 
pro videdritina Hiipr OM Sonsiiom amen c ence 
and? the performanceuorl ties Vieencae 
Chroughow Pyles tees Dencemec ann yawn 
Chis fsectrone 


490.02): Any ~Lucence -underpsubSecuion glasOf gules 
Secours lle. 


a) provide for effective control by 
the licensor over the licensee 
Wit ly iresvec t ito 
1) the manner of use of the trade 

Nace Dieter, teenced a and 


AON tet se Ao aqire wie). 
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49 (3) 
(new) 


Liyethetnatinve, (character sarid 
quality -Obetheawanes tor is er- 
ViCosminwas sociation wre 
which the mark ‘1s used by the 
licensee, and 


byenequiivemihe .lpcensoreerLect iv ely. ob6 
NONLEOT HSL Mtest Jand! "to “obsérve “the 
manner of use of the mark by the 
licensee and the nature, character 
and quality of the wares or services 
in association with which the mark — 
is used by the licensee to ensure 
that such manner of use and that 
such wares or services are of the 
nature, character and quality pre- 
scribed by the licensor. 


Ave reencetinucar SUbSeect Von Les iralil be 
performed by all parties to it according 

to the requirements of subsection 2, and 
shall be performed throughout its existence 
inika Se ipamt resi 1 tisouthattthemiicensor 
has effective control over the manner of 
oo AOL: IIc anepiyeaune nlinecnscemandmertéc- 
MivVed: Ontroiloverethe natures character 

as itd Wikky) onset hemwares co mise nvaicest tin 


assoc PawLlom ave Wwhecnithelimariitis* use 


by the licensee. 


The Governor in Council may make regu- 
RakGnions hon? ip ne sicrnibinie? tehiewerequamenecs 
fom rawMticence rot. tautrade inark under 


Suse et tom: 


Sion Far ato mores ent 49,(4) . 9) Should sthe 
GL on weboMs wep eMooetendedmconscnes bicer- 
sees of unregistered! marks? 


Nant imone sii &thasusieetiionprovents astrade 
mark from being held not to be distinc- 
tive if a person other than the owner 

of a trade mark uses such trade mark 


CO: 


otherwise than as permib ted by this 
AGt: 


49(7) Without limiting the generality of 

(new) subsection (6) a licence of a trade 
nanic as! dnyathid:,, andi aise sp ya any) 
licensee under such licence is not 
us.enbyk ther owner enh’ Suche emee 
Causes, form Sy luke lyoto0 (ease wade cen: 
GLO OF) COME US TON 4 


Instsect ron 4: 


Ss. 4A (ess efot ean itrademmanrike byway perio 
related to a trade mark owner shall 
be deemed to be use by the trade mark 
owner and ytorhave the same jenmect for 
alilgpurposes Ot this) Actus Use iomeitic 
trade mark by the owner of the trade 
tae a eee 


mar 


Notes ysl his: provinstonl 7 eter syecmu scr iy ener 
types of persons related in the proposed 
detinibionm iim (Chapter: tne Smite amieeda Led 
companwes; "and lacens eésmunder mas.8 407. 


Newesectaons eshouldy be: drawhtedi tram cokace 
the present: .49,(S)); and’ *(9)s.- ul he: secveaionis: gs iroudd 
authorize the reg istrativom of jIscencoas aoiianer 1s 
tered marks and the amendment or removal of -such 
registrataons s¥:lhe ide tails: of procedumer should the 
relegatedrto: the meow latnons:. a eSec tom ero as 
presently tcomsta tuged eslroutl dy bey pemamned. 


Sie Pubbie sNotacesivoi 7h ueemssia 
In the section on Assignment below,°9 there 
is a proposal made that. on assignment of a trade 
mark, the assteneo-could autach.notacess fon his pre 


ducts sto, amdaicate, to.cthe, pubs ce tha t ithenelirad 
been an assSignmént -of ‘the mark. ~ The effect ‘of tusun@ 


Bee. De LEO. 


LOZ 


such aenorrice undérnstheaproposed slaw would be to 
sresukuyim ithe smark being wieéemed adiis tianctive cof 
Sethe assignee; 


| Gonsideration was «given sto making «that 
snotace/deemed-distinotiveness sprovision applicable 
eto licensing as well... However; it: isi: recommended 
Lid suCheowproVIsLon not applyatoslicensing, lhe 
BDUPpPOSemOnstic, proposed indticesyonyassignment 1s 

| to indicate to the consumer that while he may 
Still snelybupon (the trade imark das sindiedtine ythat 
Btheneeisea Sinole besabsentityynesponspble ton sthe 
BUSe Obmeheatnade narktoinythe smnanket oplace, auhat 
Sime ke Bilcogteentity ms anowld edphterent sentity “than 
LTOMsb epore eaelhe ibasmae «preblem jinAthe, kiucens ing 
Bsitua@ioimusethat thenermmayebe more«ethan cone bhegal 
Bcutiuiyeresponsshb lLeatomethe  yus.e lof nthe atrade: mark. 
|The proper regulation of the licensing situation 
Brequires, therefore; that there bea, provision which 
'will ensure that there will be only one legal 

Citi tyaewithwultimateecontero lroverdthe yuse ot tthe 
idiots, LS dOneuiamnenproposed Legislation 

by Ceduijime ut hvatmthemuacensungeagreement eprovide 
Pvieconturon Dy sible licensor over the licensee: and 
by Kmequprune ~thattthe control she gexercised, 


; La rmic. wee (tOspenmitedecmedsdistinc tiveness 
through the use of the suggested notices in the 
licensing situation, we might be providing a means 
mror legitimizing licensing situations in which 
mthere was no centralized control. In cases where 
Rm neGesisaomily -onew licensee. se) lingy ito. he 

| particular market and the trade mark owner ceases 
morse hicintosthat market, ithe.«situatdonsrs chosely 
| analogous to the assignment case. It could be 
-argued in such cases that the consumer is adequately 
mcotected iy hevhas notice thatidityeus etheinlicensee 
ewho,. as selling into the particular, market, and not 
ithe trade mark owner. However, in cases where both 
m he licensor sand. the dicensiec iselil. into thei isame 
miarketi-and,. imccases: where sthere; is) ‘more othan cone 
mi conseovand whhew. sell «<nto,the. samewumamket yet he 
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50a. 


consumer is not ade quately \protectedsily etheomp uc? 
posed moticesiion tite packages | Uelm tthe ses ar ves 
Situations we cannot be assured that thesemurerplec 
licensing Wildenotedés troy (the sieeneive! vosprc. 
serve and promote the value of the mark, inherent 
in (having jas single *legaloentityewil ti thesexehusive 
righientowusemtiesinar ky 


Thetispur*whach wil Detoree athe. Picensoreand 
licensee /torcarry Out"the proposed *requiredecon- 
trobeprovisionsiiiis that amt Sehey Lari seowdeeso  kihe 
use of the mark by the licensee will not be deemed 
to betuse .by the “licens or jwhich will berarsetthe 
posisibulity tof the linwa lidity kof Ytheetariegand eiys 
regisitration. © ?hellicensor and eli censéessiould 
notiibe ablettovavord! that spossibriaeyts amp laa 
placing! notice sion the iproducts tomapachages .) a in 
the licensing situation the consumer does not need 
a notice of a changed source since as long as’ the 
licensor Sexéereises fcontro lh toven Sthesuse of wehe 
markiithe sour ceshas io t “changed: 


oy CIlnadéequave Control? “Burden 4omsbreoe 


Theedasposmt pono tthe burd enor tpuce. pin 
légal proceedings on the assue of exermelscwon 
controls is critical totpolicing vot ethereon ered 
requirement.°94 Under the Act the burden of 
provene Radequa te #control mipht falleas fel lows: 
(1) on registration where the applicant relies 
ongusewby- fame Censeestoetqua Lat yArorwres voit ae OLN, 
on. the vapplicant ; $02) 4im an sopposs tren eoereca sm 
tration orelyine *onsuse*by ‘aelieens ce sone tne 
opposer €3) *whexel7lossilof .drsitwic tivenes stand 
invalidity.(of avmarhkereg isitrationgarcea Pleged, 
as Jaidefence tolantantringemnent *a4ctLoneor im, aim 
application’ to expunge ta registwmationy on. tlie 
partyvalecine*theliloss of Mdrseinctiveness -throuch 
theimnproper elacensing&) wv burden res time -on=a 
par tyitethes than “the sl vcensor iw pli besparcirowlar Py 
difficult to discharge because the facts which 
would show improper licensing are known to the 


(1969) 59."T. MeRe pp. 84g Sask 847. 
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licensor but may not be readily known to anyone 
en sex 


binge ga (benp es alo texpungeaneris tra bionsiton 
iaekdot distinetivenesssareiiparticulanly amportant 
nppoPrernpstheitunctroningootwhhe: proposedeal pcen- 
Sinensy stenynecarctubeconsiderationmmust bersiven 
GOPensUnins ethat.theibunden/ of proof sphacéd: on 
Chesewa shear i mpropengdacens inet senetwunneas ons 
able. However, mark owners must not be exposed 
tos#hayrassaneg jysuits ibasedson ¢groundlésscalhega- 
tions of improper licensing», -The proposal;made 
below29b to require the public filing of data 
concerning licénsingris parnticulanly ampoentann 
Denice wie a cVien wwowhein lang, of suchidatazwthe 
burGennor proof migsunreasonabiy -oneatyaconis id - 
eviatwormemustaberurven’ tortacrintabing~access ato 
the necessary evidence or to shifting the burden of 
DeOOMeto {the glicensonmmineproper ciincumstances. 


ine? Asstennent 
A weGurrent «CG anadtwan baw 


Before the 1953 legislation a mark could not 
be assigned without the business in association with 


which the mark was used. Such an assignment is said 


to; bes one; waisth, the, "goodwi biscassociated-withsthe 


mina ik.) apiheiseheory: votes uch fay inequilrement wast jeha twa 


narkmwrimdiicated: 4!orihonhtaainieces ithe sbusanress sign 
associationuwith whiehiit avas cused saherefore vii 
the origi were! tassioned galong iwnth jthexmank vthe 


Borigin indicated by the mark would remain the same 


after the assignment as before and there would be 
no deception of the public.95l 


SIOLER oper ey ebay oc ll hogs 


mi. Ihere were some Marks that were Wwikeweds as unassi on 


dove -eVenewl Cimino wo OOUW Mile Vb Oree Xamon ii. a 
Mark: indicated’ goods trom et pant Culareartisan 
orl jpeographwe 1 ocataon.. (yisieom) such sa manks iby 
Al @ssilenee was gsaad tolbendeceptive of the 
public. 


LOD 


The? 1953"Committee viewed’ thistiawsasmpeing 
unduly restrictive and outr of touch wieiveorcenpenan, 
business’ practices.” “To? possible* Ob; eet Ons tices um: 
restricted assignment might lead to the mark being 
appiited to products*wethedritercnti dual re1es  whiensused 
bynthelassioneey they tpomnted rout thaty the vexioving 
law did not guarantee’ that those responsible forthe 
quality of products jwouldsnotcchange yeas the manage- 
ment and ownership of companies could change without 
any assignment of the companies' trade marks. The 
Committee concluded that once they had conceded’ that 
the assignment rules should*be liberalized, there 
was notlogical place’ to'thalit 9shortoL ‘complete py erreec 
assignabrigty: 


Under “the préesenteAct both vepisteredeardaun- 
registered marks are assignable with or without the 
roodwill (ofithetibusiness.’ (it Visitnetvonecessanyuce 
registerceither ithe transteriof vlan unregistered tiauk 
nor themtransferSort Va revasteredy mark. = imce Nee up no. 
vides that nothing in the provision authorizing 
assignment 2S" To prevent a mark trom being nclasioe 
distinctive 24 as’ a result ot fan cassienmentetniere 
is ee “SUDS TS Ted Iriioh.ts)sin two "Or, mMOre Dells oOmoa sree le 
use tofi Contfusingetrade manks ,and "such *rrohtsmwer e 
exercised by such persons.'25 The concern of the 1953 
Committee°4 in recommending “the adoption or *tnis 
provision appears to have been directed to the pre- 
servattonkoL “thie! asic munca on Tofea Strademmnar him 
the assignment "contexts i tihat.func tion as novedMapay ¢ 
1s tov indicate storconsumers= that (there seas mig ie 
legal’ entityemesponsi bllewtor othe histeiomrt ie ima nike 


52. Thus,“ 2t'would@be "sub 7 ec tetorexpungemcirt~ Ofmi cs 
resistratvon:. and” toMlosanes protection bor exe u- 
sive, use’ under Soo 7Vor the somnen- Laws 

535d attie she ages 

S4.- Foxe fe2nd tideengoprei £8 
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Sectapn a Ae jewowldeappear ttorprovade: for poss pbile 
Sloss Of Cistinctiveness finite Case iwhere: ‘there! was 
more than one legal entity which used the same or a 
confusing mark as a result of an assignment.°° Thus 
_the essential feature for the consumer interest in 
Svarkogwechiate one Legal entity has: thetriphnt tonuse 
-a mark and therefore the incentive to promote and pre- 
iserve the value of the mark, remains after an assign- 
Bien tensiiiemowiiay “beat di iter ent) source! after an 
Betas ae a Dud there sis tid litonly. ore Source’. 


iWerch has: Decne@aresamportant loss put.on the 
|law as set out in the statute by the Wilkinson°® case. 
Slhat. cCaset introduced’ a public notice requirement for 
‘assignments of marks without goodwill. The mere use 
fof a mark’ by an aSsignee’ on his goods may not be 
enough to make the mark 'distinctive' of the assignee's 
mO0ds.spinered ore-.” faalurevor the assignee: ito: ‘educate 
ache pubisvch as? tov the? new ownership’ of the» mark ws 
Paid COominvalidate ats recistratvonm for ach ofid yee 
Rineoivernves under ls. Bsns) (bjs Clhe exact) nature of 
the NOD cer equdrement: Nace not Deer celigeated) by the 
our owner oueye til Therestappears to “bet la need: tor 
more! specific guidance’ to’mark. owners and users jas 
aco when! @nd how ithe! publi: notice requirement’ applies. 
The Act does not abolish the common law 
stormiof assignment: with goodwill, | That form continues 
to CXISteiEpe ether wittheethnesstatucvory form. iineresare 
mew mestricti ons lon thhe: transter 01) a0 marke Ate eas 


done withe-poodwildl “attached.” There: i's* for\exampdies, 


ThescUpseCtUOVsWOMLd. -poAaT Clive COVeL C2565, Wie ne 
apilatke Was ASSiUnede tO ONnea per SOleH Oe cor tan n 
Mates and at the same Cime, tosanotier- ror orner 
Waness yuilsS.O.aneattempt. to. acssagnethe mark, tor 
Ene same Wares Dut LOT Ui1lerent ceograpile areas 
of Canada. would, apparently, be, ancluded within.the 
Section. dn valve SUCK. caseca the, Marke woltta lave ilo 
become M100 iene tiv ead he acts TO wen ait ected), 


Waitkkinson-oword Canada Lintredvi,” Judas [L056 1851 
Gabiek. 05, Ospeceeddl son MAvGCrYy. Soper Ree SNOrh1 ie 
Go sO rie Fb es Vin UO eee Gedy wee: (Cher sortie £.) 
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apparently moirequi rementsthatethe: public betinoGr ied 
that such an assignment has taken place.2/ 


aN 


5s 


O9. 


60. 


Bat) Foxe Lonmwiay 
LAG nara nn 


The British common law provides for assign- 
ments with goodwill and the British Act provides 
for assignments without goodwill.58 The British 
legasihationidifters from they Canadiang sccaon two 
pointss.¢ Fars; thepextensioneot! thes prenep ot 
assigning marks permitting assignment without 
goodwidd. extendss only, to). neeisteredsitrade marks. 
second, ther British Act provides: express lyrronta 
public notice requirement in situations where a 
harkijasvassienedmaparti trom: coodwithly savin such 
sa-puat tons. thelassioneenmusit) appl ympow tiresikhes 1 Sitigan 
fFOracirections withhrespectsbor thes adv ecigeitcemen 
of the assignment.00 


2 AUnabedlG tates 


in) thes Unacted) State swithe ca wempenn te sgass uel 
nents ofs marks inv association) witherthesgeooccw 1 
symboluzede byoithesitrades mark. ~ ihe Americans law 
detines: “igoodwiddi somewhataditterentiy tian: the 
Canadiane daw which appears. tol bring shes American 
posmtiont closer toy that) prevaidanesndersthe 
Canadian Act than that under the Canadian common 
law. 


see nowever. note, 151. above. 
ibrade® MarkseNcis] LOSS ese” 22 Gam 
her ears. elated? Gxc oot Ongaimits mele ai 


Mradem Marken ACt) LOS8e Ss a cde ie 
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(ir Economic Council Recommendations 


Thegondyernecommenda tion; that thenkGComade; con- 


cerning assignment was that the Wilkinson doctrine con- 
cerning public notice of assignment of registered marks 
Bbe made statutorysiniorderito!ciarafy thes rudelhands gain 
greater compliance.6l 


i6l. 


Ds Recommendations 
el TO. Cit On) 


ASSLlOnMenteaot, Marksamightsebésvaiewed as i1n- 
CoOlsisteont with theivaewsotwthe, function. and mean- 
ingen OlmMarksepresentedmimnaChaptereOne,. A mark 
AMG wae ea CiaiL da paigwleular. Lecalsentltly 15 respon- 
Sip Kew tor the, uselotechermarke BAniassionment means 
Pier cainas. Decne Changes anathe: identity of Chat 
Stine iwchOWwewMecrneltacshouldsbesmrecalledpthaterre- 
Ghendabys,. CONSUME LSacO.no Uo knowy the adentaty ot the 
soumrecs andy thatiwhene; therownemsaofathetmank. is a 
COnDOTaAL#Onssmanyechange smedan stake lace.ine the 
OWNErSnapwrand, CONErOdmOmethateconponation without 
anbectinvein law. the sGatussotfethesownershap of 
ay ileheles Vive: Heneugesterws  iriccrilhee sttele sults jayeenm req enblezs! 
Giaelne ICONS UNE antenesteismthatethernebberonly one 
Woolmer aN Tela t ONptOna@aina tk a tasalivya ONe™ tlie. 
Liise USs.ochievied.aindenmthesem stingplan governing 
AScvenmenti. thunthermomenestnere 1s) ayoreat, demand 
amongumark ownems »to have arrelativelyatree hand 
pass oningemankss Ylnjian effective lyaiunctadonineg 
competitive ysystem,sthisefreedomsshoutda bemused 
ubtamatelyntorserye..consumers betbenelyGonsequent ly , 
no major changes are recommended in» the law on 
assignment. However some amendments appear to be 
MON dE35¢ 


Zenoss: of, Dastanetaveness 
tpathe slighteofethessweepine shaneuace nin 
SsipAwi( li) ot toumeohtshave beensthought vehataia mark 


could.«not become snon-distinctive merely).as yanre- 
Sul GO f, the, Use od Che ttramstcimed Mark by the 


BGGE Repo ntiwepy 22elesy. 
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transferee. However, the courts have found 
6therwises si (tuistsubmittednthatlihes, fonds 
isthe proper oné’ in’ thespublicsinterestss How- 
ever, it would be wise to make the position 
arrrvedsatoby: thenecourtseclearerlrine the eta tagen 
Amendments of the following nature could be 
introduced into the statute to*achieveranas 
recommendation: 


AT (tlimtaddine vthese words toc the endvor 
the subsection] 
ses huseds providedhithattnothinuein 
this subsection prevents a trade 
mark from being held not to be dis- 
Cinetiven ALONpSsicheawtranster.: 


lWndérlinedeparcmiisinewoy 
subsSéctmon.(2) im2egh tt thenc also tbe@amended. 


APC 2)ENotesosasltoslimier thespvenema lacy 
OfUthe provisovanssubsection. (ij 
nothingPine subsections Myepmes 
vents 


[Undéembinedeoartiis enews | 
SUING DIS OLt hee Eup G 


When’ there 115° an®assionmeniy thereyasma 
chanpetin ithe I legal entity res ponstolegrormiie 
éharacter@sticscofSthecgoddsMoreservices an 
association with which the mark*istusedi° While 
there are many changes®2 that mayetaketplacetthat 
maytsimibarlysabtiect thetcharaecteristtesicicthe 
goods and services without affecting the ownership 
of “the mark, the possibility of vchanees In procuct 
qualities® appears®tonbetoregten if thepcase of 
assipnment.. Consequently. the *consumer wsioured 
have notice of the change of mark ownership so 
that shetmaylatvledstsbe avert ’for™possible*changes 
in product ‘quabities resulting from the assignment. 


Licensing, various changes in company management, 
or simply a decision by the mark owner to change 
the characteristies Ofytne nroduces. 
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Iie blader krownen trsitentarledotoscleaner 
Firection as 6ostive form publio notiee. must Jtiake 
Bian ex ps tsnunder boie ipresent ibaw.c Such ochéarer 
PiTrectron- woube +4 0S0 senSure ppre servation scosb,j the 
FOnSUMET Diteresthinvolved: 


It proposed nere thae salnewvoubs sat pon :be 
Mt rowuecderitG so. 47 which would* permis tle en- 
SCtine Gu Leg laepons bo pnéeser ibeba sformseok 
Pup licwnotiec, tie-use of which#would poreyent 
the Mie ernest ror flO DeCOMeny, DOL dist ulcer. Ve 
nerely as 2 result of the “assignmentband thewuse 
Prtnceenank Oy thes assienee, [tis envisioned 
that thesrectiiiationsiwould mrescpibe ta snotigcetto 
de used on the goods, the packages or in some 
Xther manner brought to the notice of the pur- 
chaser at the time of purchase. The period during 
vhich Such Novices amust ibe iusedishoulld tbe ophe= 
scribed ferint telygimntheIrecolations -orgsomeimeans 
ma determimmyrg stherappropriate period pnieach jease 
vould be prescribed wither penvod during twhi chi tsuch 
notices should be used would vary with the type of 
Mm oduct and the typical frequency and ‘timing of 
its purchase. For example, the period for use of 
Brnotice for a product usually purchased at least 
ynce aemomurebweconsumersiwouldsbe shorter stan 
che perrodsror  atproductltivpicallyrpunchased 
innually Or Only-at -aepartvireulanteine ofivear: 
Jne approach could be to prescribe a minimum 
Briod in abl) cases vand Trequireémapplication to 
che Registrar for an order confirming that the 
Bnimunmpenved is fadequiate con dinecting jJasspecirire , 
monger perrod., Another approach could be to 
mecscriberdit herent sper pods ariic ha siges: of gino0- 
lucts with or without the requirement to apply 
fo the Registrar for an order. 


A suggested formrof the statutory amend- 
tent follows: 


Seen ayelne transter: Of a trade Mark isha) 
nmot-eresult in a trade marktheines found 


tobe not distinctive of ‘the s@oo0ds) or 


eL 


senvices tofethieriranst eree me rey waged 
result fof the use of /the mark Ey the 
transferee or by persons related ito ithe 
transferee, if the transferee of the 
mark or persons related ‘to him have used 
public® notices of! the) transfer ’as’ pre= 
Senibied Ibi “resulations™ 


Suggested amendments «to the Rubles «coulld be 


along the folbowmpelines= 


if 


Note: 


Use with Goods 


Atelthe time Bpropency minor possess NOT 
of goods’ s* transfenned= the preseni bed 
notices shall be marked on the goods 
themselves, on the packages in which 
they sare sdisitnibuted vor sin Jsone Fothes: 
manner so associated with the goods 
thatinotice ofithe noticesiscthen ss iver 
torthe person to. whem@therproperuy i. 
posses svion. is fteranstre Wryedy 


Use with Services 


Thesprescribed noitacershal bibie husiedaor 
displaywedeunvthe fpenforgmancenot tom iin gaie 
adventising ofisuch tsery 1ees % 


Services ipresent monetiprob lems=than do 
goods. Should the notice be required “in 
aliiboadventising shor aiperlod iined- Contvaun 
minimum amount of advertising for a period 
or -both?) Should sthe Rules ‘prescribe what 
would amount to adequate display in the 
performance of the Sserwices eva. Wrsuze 
and position of the notice? Some pre- 
scribed minima are necessary to ensure 
adequate novices 


LT2 


3.0Periodnot iINotice 


a) sinesrprescuibedt notice sshall> bemused from 
themtumerote-thermtranstieriof thesmankwand 
ZOrea Minwmumepeni odh oversea x? monthsomthere- 
aELer. 


b) The transferee shall apply to the 

Reis tard wath ss dor, monthsnof ithestrans= 
fore our anrorderm ‘direc tingsuchvadditatonal 
Domlodmora thictus cmoterhesprescribedgnotice 
Police ods Ural ss hale tdarecity, 


4. Form of Notice 


Theenotice’ shalt adentify the trademmark 
Cravsterredy @oiVvemtice: manemandtaddness 
Oreehertransterorfvand give! ther name? and 
Addie Ssmoratihemt nas teree:. 


mere. Onetadditzronal item might; also, be useful ly 
moderne d wet nemaat CuOt eUlOC mit adl see i 


| ities hiomldieberinoe tediiehatiaeris ned cintended 
menat the use’ of, suchtaimnotice as’ 1s suggested above 
mould preclude a challenge on the basis of loss of 
meastinctiveness! under the) provisions of s. 47(2). 
‘The damage done to the basic function of a mark 
mee tne. COonsumeriinteres ti ini at wherertwo or more 
Mmeersons are using- the same’ mark (for the same 
Broducts) or a confusing mark cannot be remedied 
mirough the use of such notices. Consequently, 

jm. 47(2) might. be amended as follows: 


S247 (294 “Notwaitivsitandano tanive user off noeaces 


as provided for in subsection (4) of 


Chast Siecta ongmothi ne aunesubsecititen (71) 
PGEVEALUS 


113 


Note that the.use of the proposed totuces 
will. be “optional-wreh—the=transteree tnean ease. 
If the shranstemecenbeliteves? thath lhexwcam pres cive 
the distinetiveness sof hist markymore-convemien tly 
in some other: way ‘he»is free to: dorso. 


4. Registration of Assignments 


Under sthe presenti Act) iti ppeancy Cita eoire 
registration of assignments of registered marks 
is not mandatory<c) Oncetta mWearkia ss megucitenedse tire 
register should propemiyiiidentity wats) icumvens 
owner. Gonsequemtily, the” registra Clone eds oe 
ments of registered marks should be shadewmandaconm . 


Amendmentse*tio «the ‘Acit? rot ithiel how owas 
nature should: be; iconsiadeneéd: 


Ss... 47 (3) A. The (trans terme co tieaeet. co do Cre 
trade mark shall cause the transfer to 
be inecn'st Grediiaisy pes ibeds bivemrecrnlae 
GEOnS . 


Note: Thesttoums gand procedumne? forimerrs aac 
shou ldsbermima tiers a or imecu la tions: 


S. 47 GB Every assionmemt) ofa wGegis temed 
tradesimark i simondiiacainsit) any) sath sey 
quent assioneci sinless! suche assieniens 


is registered before the registration 
of the assignment under which the sub- 


sequent assignee claims. 


The psanGli on Ots the ny os) iid sorrento 
fer for faayliumre; toy neol ster thejnevaisi em eas sper- 
haps too, harshto. jhan lurel toemecisitem =a temas ter 
would be an act contrary to the Act and should be 
subject to a fine as well as yielding the possible 
CONSSCQUCNGCES\ Sel (OUte IN tne SUCCES Te dys, aie) be 
above. 
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[i is* Bisel GsurecotiilntornationiConcernang 
Ligencesvand vAsspannhents 


ROO Ve ss beWascandicated (thatean wef fective (competi- 


tion policy is essential to an effectively functioning 
Strade marks system.®5 It was further suggested that 


the lrader Nagies Met dssnoet ethesappropniatepp haces for 


Bprovisionsa wha chanesulateynestrietive trade apractices 
Bwhich are associated with the use of trade marks. 


HOWEVER GuperiecnceyinrGanaddpandwim other (countries 
Pndicaresaenabethevlrecnsing andeassionmentnot ytrade 


miarks® Canoe rassoci ated withy certain ywanti-competitive 
Bpracticess |The! proposals made above in this Ghapter 
Hwould eliminate the registration of registered users 
magreecments wwhich wild ~removeaa "source Of Some “public 
BnLoOrmalion weoneerning trade wmarnksligencesame Conseé- 
miicitiy weet ols recommenced that a provision be antro- 
-duced into the Trade Marks Act requiring the filing of 


information concerning trade marks licences, the use 
of trade marks by related companies, and the 


maissignmentrot trade marks. 


2UGhredatavecoulidieborextremelysusethuh stor thie 


madministrators of the Trade’ Marks Act and Rules-in 


momicioring the! functionine ofttradel marks system: 


measeikind of anformation! ass necessary if the adminis: 
mee Jt ORs war eG at One Jab liesto-y toll ow thetEconomivenCouncml ss 


wery sound recommendations: concerning the need for 
fest aGelT andy policy. Review an intellectual prope rty, 


fo.) Dee wboVe.wipsr 7s 


meu. soeep.t 10. 


Les 


including trade marks.95 Further, such data will be 
necessary “in ‘order ‘to monitor “and "improve iiie =reau- 
lation ‘of unduly “anti-competreive ac Giva ey ii scais 


area. 


Such @da Tantreh Ga lso-Hhavessone usewinthe Bping 


to adentify °specific@abuses when they *occur: 


lt ‘1s “recommended that “a seetion be intro= 


duced “into *the “Act ‘of ¥the following nature: 


s. 49(A)(1) The owner of a registered trade mark, 
or Miin-Pehevicase -oria“grans fer (the ftransilereé, 
shabPpori Te swith the “Re ors tray tsuen Simro r= 
mation as may be required by regulation 
concerning “Usevofethe tt rade inane Dyapersons 
related to the trade mark owner or concern- 
ing any assignment of the trade mark. 


[Onis sugges ted 1that *thedétarls of tthe “darasto 


be ‘fied betleft “toscreculderons sto’ perm eaereaver 
flexibility an" chanoinethetrequirenents tin «them! rene 
of the administrators “experience concerning sche 

Utd laity -oteetypes: of data ailedvand ain the bly ior 
consultation with the owners of marks onthe costs and 
other problems “in ifiline thew ddtaws! Asvasstar tine 


69% 


BOCA Rep OT tien 2.20 oN She pe tel te UT) Cun 1 Va eae moe pmeeeel dt Goa 
pole es should she more frequentvand an some sec- 
tors evi tua Bly con tinuous... ¥=hi add te rom=swe sill 
gestithatsa more: formal and: comprvehensmyc public 
NeVVew.OF Pies e spore esses ould em Palen ieait 

Peas taOn ce mercer. 


In, Bes reconmendati ons concerning Devents’ ule 
Economie, Counca léeacecommended « | paecGi. thewdusa 
closure..of ‘certain, intorma tron .concern ing 

J Gences som patonts.. wlhneekCG.dl dung tpeon temp) anc 
the elimination c<Oiethe meets tia Glons Ofereolstonce 
USCLS -2Oreenenes LoOretnade imiatikS s1S, 1c ehecern = 
mended ‘here; sConsequentiy, the Counce ect cderon 
have to consider the appropriate recommendation 
concerning theviilinge of intormatien: concen. 
trade mark, licences in circumstances: 41) woitehmno 
such information was being filed. 
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pointiithe folie tot the following informatiacnm-«could 
De consmdemed: 


1)iv Name and address “of registered owner. 


ZjuseNname swan cdenddre ssc sito tadshipersons: related 
ro tie suecrstered fownern amv ht cChosiescurr- 
Sibel wusinomthie) mark’ adentitied . 


Sam tie tauwatiaon conan yeelacences, 


BieAny eceographicMrestrictvons ton usiesiby 
nelated “persons: 


pitmeihencondsmion services iors which ipe sions 
nemateds are Jauthorized tohusesthe mark: 


Omilonmtnolsprovistons fintroduced iit of tany 
PveecnSiiioraonecn eit. 


An@ermportanticconsiderataony us) whether themantomma- 
Pron soirowld tbiesp kacedivon taupubiie sresis ten ormmwhetier 
PecesousiOuUldi pe erestructed) tO prescribed cpovernment 
Mmeticialsrus in warge measure it 1s through actiwons 
metween contending privatespartres that thertrade marks 
mystem is made to work effectively. For example, some 
Sof the data might be useful to persons who wish to take 
Bre CMOMNutOmexpunce _atttinade;mankwuion? Mack To ied 1 site me tik el 
mcs CONT LNGmbASsis OEP IMp rope’ hicensineas @ Lomine textent 
ahat the data is’ helpful to’ persons legitimately 
Pursurnompoivia ter remedies.) the data shouldbe public. 


Tie mosiilimpertant argument against public idis- 
Bclosure is that it might encourage mark owners to sub- 
mre Insurtreventvorennaccurnateuintormation “hormetearn lor 
mevedlingrantormation® to competitors. “he! arguments 
mousidencd( to date: fori contidentaality have not been 
meompelling but later submissions on this issue may 
ereveal.- fact situations and arguments supporting the 
mccd for confidentiality.«(Consequently, ‘the interim 
meccommendation: made here »is that the data be filed on 
2 public register. 


shaky 


| 


Anotheridmportant aspecthitoe beliconsmdeved: vsimtite 
appropriate sanctionss tolbe, applicds fore rarturme oro 
filenthe required) dataun ) Thétsancta ony must) bere ite 
tive onés in ‘order itorensure the danlsiines cist aremaimpor- 
tantr iniormatidon? “lnbthis. dventeyeheannyal tdi oe 
any licence or assignment for which such data was not 
filed: wasi‘seraousilyucons itered sy However, arate Tron 
of«the- potential janjvuryeto: thewconsnmeipein terest that 
was discussed above6® in relation to the registration 
of registered! user<agreementsisthatsanciioners OF 
recommendedjhere,;, S~Ausignif£#i¢ant.fane? is .o1neourec, 
another possible sanction. However, another approach 
which may give acmore eG&fective sanctmengrhan ey Line 
alone might? bes top prohibit? the trade qmarkyowinersoweony 
licenseesfrom mtakinetd egal wctaons shOnm dali mice mem Gan: OF. 
any period’-during) whichythe mequimed and ormativon has 
not been filed.) Such Uléevtsiation mightaorowcacwu 
the mark owner might bring an action for infringement 
for, thé: periods injwhachineidataqhadmiecnimuteder., 
heyenuldisatasfysibeqkegistrarpthatethe ar ies 
filewthe, datas wastdue, tor oversaghti ormermon “andiawvast not 
donéywisth) ther intenteof -avoiding the) proposed Miimmirire 
requirements wns thes Acts 


A suggested section: 


s.5 49A(2) o No actzrvon; for; infrangenent shalimibe 
broughits bysah trade marksiowners Miieemse elon 


transferee during or in respect of any 
period during which the information required 
by subsections(d) of: this section) has? mot 
bectietvlédeade.it 2s 00 > eee et ee ee 


een filed. 


(3) On application of the trade mark 
owner or transferee the Registrar may 
authorize the bringing of any infringement 
action the bringing of which is prohibited 
by subsection (2) provided that he is sat- 


1s#2tea that thes taalure*tordta lerthese 1nror- 


mation was due to oversight or error on 
the part of the trade mark owner and not 


OO. “cee apove, Dn. 7cos 
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with the antent 'tovavoid tthe requirements 
of subsection (1), and provided that the 
required /informationiis filed with the 

| Reours tian. 


Ives orice —Conmeteabayes iitipac t tod Erade. .Markrvliicersiirg 
4% sliteno.duc tion 


iat ese pap ein. Intaihia sabe ermgsrtage sistedi ja Coqsievier nal’ 
- points methatreht ect ine: (competitions Law ‘and: spolsicy: cas 

me csseiice lint, a trade, marks system that widd. eunctwon 

m proper dy, Hime DUD Cednt ences tay he seeoneml ¢ 
Coumcisints Gace ssicd) juhetnee dp ito o0rdinate .ehhonts) in 

Lie compet Blonmtan iin tevieciial toropenty tpolacy 
areas6O/ and specifically indicated the possibilities 
for the use of trade marks in anti-competitive ways. 68 
m™ However. ethasepaper also,mecommends: that sthevanti- 

m competitive abuses of trade marks be regulated as a 

m par t~oussencralsicompetitiuon policy rathem thanstrade 

= marks law’ per sei andiconsequently, this paper makes 
no specific recommendations regarding competition 

Dol Lcyfand trade manks.. 


Nevertheless, the proposed amendments ito 

mithe law governing trademark licensing by their 

) nature do invite some comment on their possible 

™ competition policy implications.' The question examined 
heben baci wissiwhetheniktive: Macernsamn oie commendations 
exacerbate’ Competition policy problems in trade mark 
eee acts Brn uae 


Betmrinadlysiics 
bonmermma yt's eenlaitcont a atibe tween tihemiicensang 


recommendationstiand frcompet itronspolacy, aninelatrom sto 
Bie sucsested «control requirements “9 First out mi ght 


Oy. ~=BCOSRRe porithacp.0t0:. 


Poe ECCS hepOnt, psa 200. 
1 he 


be argued that cthe? contro loeprovisronsiwrlveanequa re 
liGensSorsuto ccontromwkstivenwabl cense es) tiie aye ech 
are icontrary to competitron slaweand polreysuesceond; 
it ‘might*be argued thatstheccontrol (requairements wilt 
bésusediasvasdetence tto%chargestot the viobationyvon 
competitronnlaw by’ tradéimarkcowners.uPinaliy vane 
maybe argued? that considévable uncertainty sis tmnt ro; 
duced! foremark ownerstin that itheyiwalttibemnequared 
tostcontrobsthei ne ivcenseestmmeorder wtotmaineainerne 
valodptyofethennmmark sybu eikth cya wielkinet Ganiic ons 
travening competition law prohibitions in imposing 
SUCH PEONt OMS: 


However, “lire spons e)ftowsucharcumentsan t 
should be noted that the suggested amendments to 
the’ trade marks thaw wa lis not matertallyateec taithe 
exis Ling practices jofmuanys mar kivowne rsnwho tar eiapr er 
sentlyMilcensine tthe Tr ttrademman KsrianiMawketowners 
have arconstdevabiren inc entre sto; comer olsgbive, usc 
of themremanrksY byarthel resaliecenseesmimronde matovers ie 
the spneservatwomore the wakuemotrthemsr marksiag Gone 
sequentiy);: the proposals: will mot Jaddistomany, cone 
trol provisions that already exist in many individ- 
ual, Dicensing arrangements. (As well. the  extopune 
registered susemi provisions) (contemp Late ithe) ampesi- 
tion, of, control sycowert ethes ln cense esland® thevexcwan sic 
of those controks)mmorder toipresermemthe aa easy 
ofjetheisthrade aiarkrnt teens edi Wherefore \vetherpuo. 
posals) madewheremmay mottadd) to’ anyeprobilems which 
nay alimeadysexi site enesthitsirarcaGas! airesubimom cic 
Present ya taw. 


Trade mark owners, anti-trust polescyaeadmane 
istrators and the’ courts’ an. .the United Statesshave 
hadiatorrdealp wath ythasmkind) iof iproblematw teaser since 
the antroductronivof therm! anhamWetien 19 46aGorns 6 
quently an examination of the American experience 
should be helpfuletorepolicyemakerssin thismareas 
While the tinalereconciliationuort trade marks 
licensing Yrequirementsvand) competitioniepolmcyrare 
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seen as beyond the scope of this paper,®9 some 
CONnMeEUts On tne AMeTIGan Cxperlence are in order. 


Piece yeGreare tint trade darks and 
trade marks) 1 Censancearrangements= Can be used an 
illegal, anti-competitive ways./9 Abuses have been 
identadt 1 ed@1n-*thes U.S). wexperizences in) the areastiof 
LY ine Cements.» Lerracoraial’ restrict onsivexclusive 
dealaino@ restrictions: andi resale prace maimrcenance 
among others. “However, on examination, vtrappears that 
all FGretherpractices found unlawfulGionmvant?=trust 
Heasunomwere clearly unrelated. to any Mmecessary con- 
Cro Pseoverelreensees invrelation to the spmoper 
funceuoneot athe “trade marks. 


thes purposes ror trade: marnkse daw einerequda rime 
CONnDroOWsaby stherlsiGens om lis ito?’ promote: the, function 
of Grade mnanks assundicators: to sconsumer sof va “prob- 
ableweons tS tencywuon mua litytoniproductiswdis tributed 
IN asso cra tudnawe th sthie marks. rAny vcomtr olssuin ne 
latecRvo sor inte cesSary Sforiithits: purpose: may tbe 
LOUNGMLOsDe-win Vo latLonto f uthemcompetitional aw 
An Sexannaia tion of “the sAmericant experience demonstrates 
thatwuinlaw ple tanti compe tituve controls (can be tden= 
titivedwvand #t hemprob Hemssofvdoinse so tim sthesareasot 
trade mark shicens ingvare- 10 tsi onisieantiy igreater 
for business or conpetrtion policy admanistrators 
than the “task ‘of “copanee waith-othen applications of 
competition law. 


69. Sdhpipareibecauscmthexconpetutrongpo lic wcaspects 
SOUL sb CoussGudinedimim gthicr rcontexteotemtous l 
competutin on spolliveyieandsrin Ipaytebecause icenpes 
tastion-spol rey for, Ganada was qinder Kev new cand 
me veuswont: 


(eae eos Colles 7 en US te CS > LO: sot fe olaimaame lit 
PLO DOS ad satO1 nde "New .GOMlpetilon -LOLMGY Or 
CAalaGdee, eo iist oUde bho) oe Wop eon (CCils lien 
aii suo Ola Le Abtaty s,s letbve. NGecdt tes COtL= 
Grol corekrademark Misuse = lrademark wWelcCensor, s 
Di Lemnia 3.1967 >O08:) ll sides 256." Nero) 59 
ero tein 2 OO yeell Ose wel cs, 


ayaa 


CUAP TERT FOUR 


INFRINGEMENT 


Ee Current Law 
fe Introduction 


The concept of infringement is statutory and 
is applicable exclusively to ‘régistered | trace marks: 
The analogous remedy for_common law trade marks 1s 
the ytort cof tpassmmeg off, 


The })9'S3 sGommititeée “whitch idratited theypresent 
Act “gavertwo idistincot meanings jto vinf fingements tyihe 
first reflected the traditional concept, adopted 
ériginally from passing off.) “yihe wrong siavol ves euie 
defendant strader deceiving the (public murte sie Rrewime 
that iwhat pane fin “fact $the ‘defendant ‘si jproduees femeana te 
from«athe plaintiff a; iThe deception sts lachieved jthreouch 
the (use jof sthe splaintinius tomadeimank Sormiome seolne s- 
ingly (simula vaeie ne to. 


Pie isecond sas pect. cof tind mimcemen Bron Gen 
referrediito asi’ dilutron was “ars: intvrodiicedsiur to 
our legislation *in 1953. Infringement was extended 
beyorditcaseSii0f deception -as to the ofipineoterroduers 
and the owners of registered trade marks were ‘given 
more: extensive lexelusory iiehits ain sre Laigron sro mercer 
marks) etThe furl timpact sof nthe "Committee's text eniston 
of “the meaning toi andéringement its) not yet ‘clear iber 
Gaus etofta wlacksop suit crent™) udiciall idecusiors 
interpreting ‘the relevant statutory provistTons)-slhis 
hatter coneepti tom ntringemen trdeservesuclos e .exaniind— 
tion; part icwlar ly cupcihe sliciit (of ther ale sot strode 
marks» cas. delineated in iChapter (One dor this. “papen. 4s 
INGSeALOL SOL SOUT CGE. 


Ae BECP LS Om mCi pice area sane oe 


Dee 


Biea« PYESGH Gtatutory. Provisions 
le Deceomon asi tomers oan 


Iheretare, twWoCprovastons of: thervActo which 
govern deception as to origin, Sections 19 and 
L0G) poet onaoneavyesiithe OvnernmoOllaimecastered 
iy dies Narkiiher exclusive riohimtosnses ther mark 
asada radwe merku throughout Canada’ ins@respect. of 
Lhe wanestorVserviceswforiwhieh* thesmarktis 
registered, 


pectmontw40 Tiss consaderabdly broaderuin 
Scope. asyuit, dealis* with, a wider range iof. the 
Kands) O14 uUSeéhotithevani ranging? tradeimankcor 
trade name by the infringer.2 Secondly, the 
SoCusiOmmine DerSsunore LONUSEVOD the ip Lalit ts 
Cevisvened. tuadeenank~but Lovusesorlamigontusany: 
tradeamarheoverrade: names by ther intrincers2auCcon= 
Pico, 15 dethinedswlns ec tion: Of Ooftthev Act and 
Phatesec tion shouldsibe; noted... particularly, the 
DLoads scope: Ofte the inatunedofvconiusmonvds set, out 
Insc Ae OL )atorot4) Sand the» comprehensive. nature 
Ot sbhe tachsttoahe, examanedtin, determina. tf 
Ciereeas .COnnUSsOnaASosSet. Out lant shi 65) 7a Aas 
deduiniition of confusion hasméeLlininatedssome 
anomMansnes what. previous yaioxisted ine .the.law, on 
Intra nGomeir ile Danrticularemit elainiindtes 
Dheanes ti Ctaonoteiniringementsto-cases in 
In whiohsGie Tir rhingerVapplics the markero tEhe 
SaneVveassoor “Neindooh| waréesifor which thesownes 
haserervistercdetiweumarkivathis problemawas Opar = 
ticobarniy atroubwhes one: in®cases of ssotcaliled 


iheregistanthoriiy,. thate usesins. @ Voss i Laimaitted 
LOorthelsly duidedinior Orv obs use &Clairoletnters 


netiionalisCorpeet: ah. v.siihonas2 Supply &(o6s.) & 
Oxy Padi, GC. tile Grates LOZ 


The, assumption. made. here aisithat itoebefiniringement 
under s.: &20ithere imust *he confusion "¢éenera ted + in 
the ssii Oisensanby the defendant's *actienyt For-a 
Con Grav. 7 LOW S.cb4r HoOxne ord. wed «, _pie3a54  isee 

also below,» ps sl26.. 
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‘famous marks', 1.eagnmvetyowidelyy known maaks 
Suche as “Kodak, Go0ca-U0la  OfwhO rt. bie d cance mc 
earlier court decisions which indicated, that 
unbess the alleged aniringer used such wa. ionk 
on jthéevsamehclass}orsakiid om soods asiithoscr for 
which),the ‘Owner; Ofstheymarkyhad regis tevedsa ts 
there was no infringement despite the fact that 
the mark was so famous that many consumers 

mi chtetthinkg that? thesproductsnsoldtbyythenadteged 
infringer; in fac#originatedjwathpehesownergor 
the famous mark. 


2. Expanded Def ini tronsofeinirineenent 
a) ob953~ Commutt eevandwthen €Currentgrce 


in}recommending Trevasionsorethersta ture 
then 1953 4Committeewurced -thatcthenderinitiongos 
inkwangenentgberextendedybeyond theyeonecepe got 
COntusiontasitonerirle in: 


Invanddcatinguhowatheyderinn ti on soteinapance— 
ment should be extended the Committee referred to 
twotspecifionEngtishaecasesawbiech wilus tyatea aie ne 
kindsofTiactesituatrontto whichhitowashedmtosex tend 
che COnceneeokeginiringement. 


IngtrvineisaYeastavntesbtdsginalongenaa 
(19540), c51aReesG oll Omthenplainti tinwasdtredounes 
of aynegastenedmtrade emarkitorsanpatentemediteine, 
VWeastavater? dihewdebendant® ancompet toms sgadveme 
tisedyandghabelléedehiséproductiadentipyuipes eeas 
atsubstitotentonivcastavyntes! BiesGounptererected 
the plaintiff's claim of infringement, as there 
wasenosusénofathenplaintatéts mark byethesdefendant 
thatuwould¢decetveytheipublicgase tot thesogromn 
ofvtheyderendant 4se coodstasptherdetendant had 
clearly jadentifiedthi sapmoductsasrams ubSs tiene 
for thet piaintivtti ls ocoods. en inm@b sina Gece 
Aniblins (éhemistsed Lid bimedd ts ser ipece Zio 
the court considered a somewhat similar fact 
Situation in the light of the then amended 
English trade inarks *statuteah Bhe ceountiheld that 
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under the amended definition of infringement the 
déetherdandelise usee of mthes plaintadtit lsmark> dairdr-con- 
Stietutemmnkranpencnt, cd he 19539 Comnuttec mMicar 
Wpomowmedmot, tic eas Tet e mesiml tayand? approved: of 

the pBusmag decision, «.ltywas athe: apparent. antention 
One gies Uoindataee sto SOndradsth\ehej Act wihvat) ict 

would make fact situations like those in Bismag 

and Yeast-Vite fall under the definition of infringe- 
mentmiatethe) Acts 


The Committee then, appears to have objected 
Come oONparatave ,advertis ingpusine, another *se® trade 
Wank Notemthatynopprobilemvlarose: anit thiesstwo 
Enedeeshr cases, cited with the) truthfulnessmotethe 
Comat USone-lny thesadyer tis ing. Ltrappeans?-to 
havembecny thet jimtent.ote the:-Commititec, totprohibat 
atinsuchy compardasons: whether honest? orl nots, 


in) £urthersdedlsineatine? the naturesof tine 
ertGensaonrotadnttingement? that, it desired, @the 
Commo leemindpreateds thaty \“anythingse that depre- 
Chatese (thes values of. the, goodwill vat taching tome 
trade mark should be prohibited''.4 The Committee 
dad mOtaandicate anyyturther what it,antended by 
La sevarucapnovas Longexcepty to.mefer, immediately 
after this comment to ''well known trade marks" 
the owners of which would now have remedies in 
Satuataons anwhach suchsmarks are broughtefmnto 
Colt eciipieory duis nepute, in sthe pub la.crmindys 


Ano Le ripossibi li ty; isi that, the Committee 
was familiar with the debate concerning, the 
Vdilutionepiconcept cshsiniringementiinetie Us. 
andemith-=thexarguments {put forwardebys trade “mark 
owmersyinithatidebate: for extended? property/rights 
imethewr anarks2acrhesCommieteerdoesrretemnpexpress ly 
to7T the tworkingsoutcot the. concep tsaot Intrangement 
invihe. counse Loti liutication tandmitimay *be that they 
detauperatelyfdmad tediv.d ove), provisions tospermit 
thescourtsytoudevielop.themeconceprepinatiecanwoht of 
the developments \of, subsequent years. 


Thismphrase.61s tancorporateda nto (s izZs-and SneoOks . 
a0 as @ Jamitang;dactor, onsithes provis oy excepting 
certain activities from tire definition; offs intringe- 
Wet t. 
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The Committee Report does not make clear 
whether it was intended that s. 22 alone deal with 
the Bismag and Yeast-Vite situations, or whether, 
as Fox contends in his text, s. 20 was intended 
to accomplish this purpose and s. 22 was to pro- 
vide trade mark owners with exclusory rights even 
beyond those set out in Bismag. 


b) The Courts and the Extended Meaning 
orvintraingement 


There is one key decision dealing with the 
extended meaning of infringement, the Clairol® 
decisional lhe Clairol @ase dadt nots dea liameaies 5 7 
Ofsthernctee so 1 testo Novassmecancc in’ dever- 
mining whether that section defines infringement 
in terms other than confusion as to origin. The 
case deals with the extended concept of infringe- 
mentusolelyeuie reLerence! to S .° 22. 


Thar Lowen. in, thao case restricted the 
Scope: Olese. 22 by ruling? that Use. hais? ‘Co? bie 
damned. as sete outs aneset 2 and’ ss? aq inet romeeeee Cy 
of which would be to limit wrongful uses in the 
case of marks used with goods to what might be 
termed 'point-of-sale' uses. This ruling LIvGro > 
duces the anomaly that comparative advertising of 
goods, which may in fact be far more. offensive to 
the mark owner, is not affected by s. 22. A furt. 
amyoma bymis ai tie benutces | Obama ss ain relation to 
services is defined in s. 4(2) to include use in 
advertising. 


The nature of the wrong as defined in s. 2 
is use that is likely to depreciate the value of 
theszoodwi) lone a= mepiet cerca marin % soln Clairol 
"soodwill" was defined as follows: 


Mit consis ts aor the* whole ret =the advantage, 
whatever it may be, of the reputation and 
connection, which may have been built up by 


Foxes ord.cHds «Dano Hk 


Clairol v. Thomas Supply (1968), 38 Fox P.C. eee 
Eases Cork 
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years’ of honest work or gained by lavish 
expenditure of money and which is iden- 
titted wrth tihe (goods tdistributed thy” tie 
owner in association with the trade 

mar ke 


As’ examples of the elements of the’ ''whole 
advantage = sthat Ss’ goodwilli;)*Thurlow, J >-express- 
ly mMemuLoirs stiieitla ke briroodi(of purchasers: of The 
trademarked product purchasing that product again 
throucivetheix previous satisfaction withthe pro- 
duct, @Uhwough’ bieang stold “by fr itendsito fr thery 
Sdtistacimon with -bhe. product cor sthrough the} 
ervrect@or Sdvertasana. flo." ‘depreciate *the’ cood- 
Wi he Viiaess | 22) -then ineans: (9. Ui Samp wertor reduce 
in some’ way the advantage of the reputation and 
connection tolwhien™ IMnave: just VYeterred.”' 


Thesie? sweeping deta nati ons@ob es soodwrltly! 
andutepreciater would efitectivel vite ae’ a li 
POrms Of Comparative’ advertising ; ‘subycoet to 
Cjemee IN LGlOiwOrcs USe!  limptatlonwde mite with 
above, whether truthful’ ornot. ‘thurtow.. «J. 
Twat rol expressly, 10und ‘that theseomparisons 
made “by “the)-defendant were truthful. 


Recommendations 
hat wecepiLomcas Uo OTmEgin 
ft “int roduccron 


Generally, the recommendations of the 1953 
Committee as enacted into our present legislation 
ipat déalowith 1ni pine ementsaesdecept1onias (CO 
origin of goods or services are desirable and 
eifectivem his! concept of Amiringensnt 1s 
fully consistent with our recommendation in 
Chapter <a) of. ta defini tiont omaer ade: mdriksias 
indicator sor ondoin.w > Thetremornis: introduced 
by the 1953 Committee which improved and ex- 
tended sthes-concepe? of. <conmen on sash Gomori cin 
Should be preserved. For example, the elimina- 
tion of the old requirement that the infringing 


yay 


use be in relation to the same class of wares 
as, that for which the; trade mark wais-iregase 
tered, was.favidesimab he ssitei« Cain ene hose aap aL 
is desirable to! preserve the broad concept 

OL.” CONLUSTON-4a Ss vist. (LS. Bound sna Che eve Geass 
sO; as to, include any, case:sin which. the public 
may be confused as to the source of goods or 
Services, wrormenample w eher use tome amous 
marks, onwproducjés conpietely wnwelia ted. ito 
those) (forewhwenr-the mark iis jreguwstered io imkd 
be .prohwbnateds jimmycasest yl niwittGhess uchs ise 
leadis; pthe pubs sto. .sbedaeve sthacg, themmanyk 
ownem shasi venitLemed: wayinewt veld sO tyibusmiresis.. 
Lhe exams ting; deat t.0n Ota e (Conti: sams. aia) 

Sef Oa ywounLd; appear: to -achuey eyqsuch objeG@Gives 
Whem <isiedy/ dm sc ON ITIGt OMe ayaa Sig e210 ee Owience 1, 
sone, \modifacations ito, both sections: Omands 220 
Shoulda Des COnsmdemed. Lom ensures laitgu hic 
DHOpewely. achieves sohics ‘Ob pe Gtanvicsston cumier tive 
mark owner an adequate remedy against deception 
as SEO) dOmLosiens, 


2 is CICKe LOM es Ops Cont us Lon 


eA modiutartsa tions Shoubdetb.e) MadeantOss. WeoeEno 
MakeoLt) consistent, with shew proposedede dan leon 
of, Vtrade. marki.7 alt. the prope ckumetmonmonesd 
Grade, manky ys tO, indicate Woods. Ole cet ces 
from .the, owner, of thepmank) ox Jpemsonssarela ted) 
ton they owneveithen lie) deta Nd tvone on seo ndmio non 
should. refer tor confusion createasacmiva tite 
perv hem oa rene te 


Ssuggesiteds amendments; to ssec tony 16) jaime: 


S.» Oi¢Z)scliieaus.e.1of iastmader mark tcauses 
confusion with another trade mark 
ja? stliev<lusie) or both stiradersymamks: ran 
thems anemar cay, would: shémala kelp to 
lead to the inference that the 
goods or services associated with 
such trade marks are manufactured, 


Seexuabovey ip Mas 
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DLocesocd .” produced), sold distri - 
buted, leased, hired or performed by 


the same person, or persons related to 
thevisame person, whetherwor not such 
pOOds OT Services! ave ofr theisame 
Cereal cha cs:. 


[Underlined portions are new] 


similar changes should be antroduced into 
61(3 )) -amder6 (492 


Be pce trone 20 


NS sucrested= above, the pramary legitimate 
SCOpewors protection tor themowner of a registered 
Gradeemarke 1S CO! preventeconrusi On as detained an 
SeworoLethe Act «= Nte leasteone ‘commentator? has 
suggested that Section 20 may extend further than 
a remedy “against ‘causins) contusion and its lan- 
Suespeemivht De SUSCEPLU Dee =tOmsucCh ald: winter 
Drecacrom, 


APsucces ted modiincatwon. tors 0 which 
could make its purpose clearer follows: 


SAemvue The right "or themowne rod Var regis - 
VeGeamttadc mila Karte mits c <Celll oie 
use shall be deemed to be infringed 
by? a persion note entitled tori tseuase 
under? thas@ Act? whoe sel lse” dastrabutes 
Or-advertises 7 00dsS4 Om isery1cCesmin 
association with the trade mark or 
another’ trade mark O1meradecenames in 
a manner, Woich Causesmoreis 1 kely 
to* cause? contasi0on? *butenoe*reci's= 


POX sO LOS mhdes 04h 2 Or ee ies Se Conmitepec 
Report SNC Cataa Ser Opmie cme Cit Cen Dene 
CONGCSTNING thee intordedes unc wien tot Tegch ot 
SCC oNSss19. «20 pane eeeGO xe nd des abn 
LL Od ell od 


aS 


tration (ofa trade, mark jprevents, a 
person from making 


(a \yeallyo Dona. fidesuse .ofe has 
personal name as a trade name, 
or 


(b),.any .bona fide, uses; other than 
as a trade mark, 


(1) of the -geographical) name 
OLuhis Place Ot ebUs 1 tesco Om 


(Li) .OfL+any -aCOuLa te paccer La 
tLOns Of Lhe Characterwor dua - 
lity Of Ai Sy Wanes: OTes.eny LEE Se 


[Jing such daamannery as!) 1S not dakely oe 
haves the ,efifect of: deprecaating: the 
value of the goodwill attaching to 
the trade mark. ] ] 


Notee Aerecomlendaliom lS .pnesecltcdmhet Ow tor 
amending the final words of this sec- 
tion,;), (those, anp parentheses: 


Av furthersamendment. .toOy Ss «Zam otes be in 
order: 


"confusion" when applied to the result 
ofythenuset 0ts a5 trades marks Oraitreade 
name, means confusion caused in the 
manner and circumstances described 


IDase ction 6, 
B. Extendéde Concept. of5 Inérangcment 
Lt) Se Ci Gnn2 


Cavimanneiin Wis texte Unban Comet t lon. 
Trade Marks and Monopolies, 3rd Ed. ,9 presented 


an argument in favour of an expanded concept of 
Infringements “Tnat types or activity. pe von 


1969, Callaghan’ & Company, Mundelein, Tillinois, 
Vole Sepp. =o 5c Go.. 
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Eausan? <ondussonsthait: hed would have, ancluded 
in, taeedetaniigeon of, iumtringement..-he.@aldled 
Pdaluti~gne aA ighnentermappeanss tol comes froma 
Foncepty oti dalutedsse llang. power through 
Stherse than- thes owner-using. the, mark even 
Phouehe they? doy SO; ine & non-comtusaneg. manners 


Aynumbery, or arguments) ares presenteds to 
Supports ans expanded, coneept of imfiringement 
ancluding: 


Ija bhereimayve Devereaiter, danger: of jie 
fers becom ne.fenericy ifs otherspare 
permattedsto.usé« (the: mark.o. dndeed, 
another mays deliberatelyause) the! mark 
SOseculoy promote:n tsi becomaneofoeneric . 


2Zjuse71 of) thes marks to. advertise» substi: 
tutes amounts to a misappropriation 
Omer ONOMLCcH Values. Created by jiire 
Dake Ounetee el Ossthey extent) that the 
Ve WO. Ot sale aiMdtnks S54 Dud lit. ONwadyéen- 
tasing, product research and develop- 
Mon tea .etc.fsuch=user ot. the mark mics a- 
Dpropr tates: parte OLethese. expenditures. 
Poor lise. OL tne; Mark sis. Saad iLO, be 
a Oe tiiivoe Ti der son sche. advertas 1no 
and sotner pvalues createdsby «the, mark 
owner. 


Spice, Cleaner Mat keris Gerla newavisr O1sin 
association with? certains products 
or pideas. May?) bring. the mark, an-to 
COT ea iy) te eOne CsieS TS DED Liess pa bE 6 Olena end Tc 
Ur aoe tic, Getonuant.ciioyed stile 
DUaAnt ite Mark OWlet, STC 1stunectiye 
Se pcCWwri ting, COLO0UrS ana Gosluns 
Pienaar posters Which read. “bn oy 
Oded the eer ti COU tet OUT eels ac 
while there was no confusion as to the 
Orion or tone poster, tic Ulemitik ino 
ana credulous*’ might” believe that’ the 
Prailivtra *SpONsSOred, Olea proteus oT 
Cie s bet. OC aT ab ite Ge ey eee tL aL 
POLS Ted WOR Ae OV en) ee ee ee 


Lok 


Oe 


iba Re 


ae 


See 


Trade mark’ owners® should notvhave: the Tight 
to prevent..the jordianarywerowth and changes of the 
English and? French lansuagesias®tsedyain Canada 
through some typeof statutory remedy against 
those who use their trade marks as generic terms.19 
There might” be’ some’ sympathy with’ providing a 
mark owner with a remedy against competitors who 
deliberately’ use thetmark: owner!'s. trade mark: so 
as to cause) atyton become, oeneric EP otiowevern.s ac 
long as the mark rétains significant distingiive. 
ness such use? may well talele within at nemtet in puro 
of infringement lly is ss. 2 08and meorewithint pro - 
hibited, activitysine st? /.1 269d Woutdrie “oped! 
for a competitor) toy adop HSucht ms pPrvetice only at 
there weré’ already onsiderab Lemdoube acme 
whether the mark was still distinctive or had 
become generic... In such) a casey. Chesmar jownci 
remedy Shouldsrest only? on: the® question? OfvGon: 
LUS MOT Le 


Ths VSsuerisS consider eds tint not a me emOr nt domee ts 
ORies D SINC Lt Velie > SUC LOW a Dm oie 


As such use would often cause confusion despite 
the’ competitors, attempt wos, use. 7) tay nie peace mete 
Olle xcs 


Particubariy “it -thesrecommendat onmeemceim nite 
the adoption, of -a~prohpbDi tion odemis leading 
"SPONSOLSD1 Pee DSaaCOptedse OCs D.C LOWEwsDmehGS 


It can ‘beargued.that-ther cedar ces OlUunds COlpe ta 
Lion podseeye heasousn OL NOL prove diice emcees 
Aeainst “Chesceneid Clouse Oa tie ale mek a ce 
tence-of -suchs-remedies mio bt encourage mani 
owners to heavaly promote and advertise their 
marks so~that, they become virtually«synonymous 
with a particular. types ot. product...beeausermhey 
have less fear of their marks becoming gener. c¢ 
terms. Marks which achieve such fame can be 
regarded asaunreasonable. barriers. COSeniLy. oe 
COMpeTItive:lixyms because, consumers.are.soO,eam- 
ilar withthe~famous tradermarks that they;re- 
Pose. .OF Tail) tor considcerecompeting.a bteria tp imares 
even when It, would be rational for them co -da 
Shoe 
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mie wucinent concerns” "free irides iis 
not peraucdsiver wivhefownersvor trademinarksviave 
no Convincing ceraimiio tbe protect édagains t 
COMpeT Miao (hy ough Atite wus eyo £ tae andiinct 
misleading productscomparisons using their 
Cradcamarkemariinereathe, comparisons:are false 
or misleading the mark ownér has. adequate 
rened#esminden sseurweo ithe wet Et (te disdspnte! 
times suggested that such a remedy is inadequate 
a5) leeae@cen tHcovery cascsuwhenme there ame eno 
SPCCTMmmeGRradscceworhmisleadinge statementss ‘but 
Wheremuney comparison is* stu btuntaimicand not 
helpiul #omthe <consumers* Such comparisons 
ave MOrless help fils Wo FCornsuners!) than -a-glarece 
parteotG@themadvecrtisinoitengascdvim (by wmanrk 
OWwneHSshanceune aroument “bor! prohibiting “Lt 
2S NO) Strongemethan tiie tarcument torvpro- 
DiubiCincwadeieadwe Mines ame “pute ry i 


ite ner pecteom ther icgliwiur ol id demsitontiis 
to prevent competition through honest compar- 
PS O0 SOL ppuo duc temp ret erence. towtrade maths 
mn SOMe °C Proumnsitanee see fo INnCenrConsume re. rely 
on trade filarks: as indicators of they probable 
COnSTstency Ofeproductawqudal tres eithe vomly 
meaningful way to compare products from 
dat Pe mentee, SOUlLCe Stirs, AO miei CON Peer rto 
Speci tieetradcesndar koe Phew oh toto susewethe 
trade marks of others in»marketing efforts 
may, bemespecralily mampor tant eto competitors 
in sipuatvons emia whachtone ’ competi tershas 
Deen mhi Sita apa kairo coe raph ve 7 
product market?‘and has established a near ly 
cup regnab le spo sation. 9-1 as) ine ys chaasey Deen 


Pee ULOl ey (aor (d)., 
Bee TavOVe.. Dyn 122. 


LEE 


the situatiom in the Clairoahsease cistsekisekeuo- 
vided) that va mark sus nowt sused) sin ctive aomtext 

of ‘giving 4false. or mishead ine: oiniomlat ten § 
pérmittingisuch ‘use VS miecessary feorercounage 
Compe C1 GLO: 


The Economic Council recommended that 
s$°22 Deaenodaf red Tin order gtagpern me gaccumaees 
statements by competitors as to the comparative 
advantages of their products."16 


Ther éhieet..odi)si..4 22) arte heas wna sear Ber 
preted “in tGlairo ls sus HeOne xpandHhitiemsGope (or 
property rights in registered trade marks. 

As. rs -drseussed#byithenBGGein pits eippendrs 
Al? property rightsvare néver absolute 4am tour 
lécal’systémiand dare yohtemeoreatlwretreume 
scribed byvbalancingmepubiac wot Gy mame neat sy 
InWthemecorvtext of trade marks, the balancing 
public finteresthis Un accurate: produei ginion- 
mation tor «consumers? and)-the: promo tironwot 
fair, eLtecta veiwcompet ition 6 yee cial One Zao 
intenpreved= bnethe riled prolerc as Gers ya OCs c. 
SUTIGTIVE sOdt Compe th iV cima Ctihaiety toy bcmaon- 
Sistent withrtheypubbie Anter esty, 


It is sometimes), areued stla' ssa 
needed to,adequatelyipmotect) mankiiawner ss 
rights, in -siorcailsleds?yFamous marigsifie The sombe 
mission made here is that’s. 22 dis unnecessary 
for. this” punpo sie Lihegon byaipnopems agjea ron 
protectliomi or such eamous) mmamiesse Ss agadasit 
contusiong| vesec ti Ons rb) iO i ethey Aorta vend poadiias 
draftedl$. invwordem +t Ogeaa tchic on fusivor i) +t 


ECGORE DORE Ji pre cia: 
ECCARCpORES © ial cig 


section 6 is made even broader with the sug- 
gested amendment” above; p. 129. 
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E).. 


hancus marks cases ayrthevsec¢tion specifically 
Oe CasCOuntcseO., GONSIGeLT COntusion «whether 
Or, not such wares’ or services [on which the 
allesed intringer uses the famous mark or a 
possibly confusingly, similarnomark|] are of the 
SAN eCoNe ha Lwoll sey sul enermore., 1n S."76 (5) 
Pee meOUt to Ume Galea. GO. COnsSider vali” the 
SULrOUNdIne sca rcumstances”’ sand inc¢cluding ‘ithe 
extent to which they [marks or trade names | 
have become known’ and "the length of =time 
Pee ete Maton Nave Deel isl Use. cy AIL 
Mi eitel Ol Ot Cine, S DONS Or Slain, OFy ADD rOVaAL Ot 
the <tamous mark owner of, the use of a famous 
mark by another which might not fall within 
Ramo sVOULC (De ecaulite Dy the Stropest edvaeanend— 
Wei Ons oa /),n DC LOW .- 


COMScedUeiull yt 15, recammended) Chale 
Cae. Clu Lo mted et TOM see. ACL. 


Ce OeC LOM. 2 


te ap iOnmlenG se Olss -e70C.Od) ied | 1 oe 
Slew VOnccetemave sbOUnd. Tito. e272. she Op ee 
PON etOn Me me (ile TOnsOtesaLNeSe WOT Sd Noise) 
Deo ste eri omonerace te OD Tec Tai Teo 
Dice do Mee OU Ocoee ec eC tl Ollie 2 0S es 
CUS ces | wt omea) ele One Die tan Co Lec Soc. 
below20 where it is recommended that the 
PS ee eo. wa es Od va tis ecw ON) Der Gale Mla = 
tedjind replaced wal is dheanguaoe, WO Cin DY OsLects 
Mark owners ‘Oni yo against, Causing, contusion. 


Beek. L6o:. 


pee spit L400. 


ins 


GHA PAE rise 


DISTING CIV ENDS. 


Th Imtc roduc tom 


It, is a basic requirement of trade mark law that 
a trade, mark must. be, GistInchive: ) sel Ld erate 
acquire trade mark rights the owner must establish 
that his mark actually distinguishes’ his products 
from, Those OL Others, Or TSyateleas ho iibemeie veer pape 
Of tSo distinguishing. % Trade mark rights are Tost 
when agUmark Ceases. torbe (diet inGt ty er eas Cen iic Crs 
ness" is closely tied to the consumers' interest in not 
Detne,CONTUSednCONnCcmib ne Cc uUScClOL It hag emila miccm 
Consequenely. 1t 1s import tan tard bent Seconc ec) tape 
properly administered under the laweelhiowehaprer 
deals wirthusome problems. that hay ela Sele ie beth vag 
CONC I Sa Cty cies 5 (Uld owe eice hes .clhingg | ium 


Plies lradeyMagrks, becoming. Generic Ueser tpt wos 


Thevexpunvenent. Ors tne ureols tbat Ole Oa mee licche 
MackVone thee pOundse Gd beste ts OC odd sir Ciba 
because it has become a generic term for the type 
Of goods “OrvServices COmWwOoIChs lt is uaDpilecan piles cinisc 
au problem OL TeGONC line sCOuLITeLIng OUD.) spore, 
INbevests salhc iti cCUULY -OCCULo@ilede Leth nto 
what point a mark should be regarded as generic. Io 
SOMEen CONSUMES a Daruicular Mankemlay:, pe a scene tie 
Cermsyyet at the same stimes other econsumer cama. 
regard 1t as a “trade mark only whilevothers use 
the mark in both ways in different contexts. 


ite Acts SS. 9-2, “Sd Pstane tiv eo 12:( 1) 62 iss Ge la) een 
See toonmentsmotrGibson eaten Sanco wCanadas lta. v. 
SALGoO.GOoGninen > [hoes bee Eee sC RS S356 Caren. 
80. 


He must show this at common. law. 


on Hewwill be-entitied -comrercister underess = laid 
B28 aed Wo Fe 
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AHEsonentine gthemlawsapparenthy twas ybhat «a ferade 
Nap swe eoon by gidentihyetheswaneseonusenvices 4of 7the 
mark owner in order. to be -distinctive: However, 
a MOTE frecent acount edeausion> indicated ithatsit is 
SuLiiactent thatethespradedmank sindicates “tle epraducts 
of Chesowner opsthetmank tonnajsubstanitiak- seeament 
ot thefeornsuningspubhite ineGanadg yi lnnthatidecusion 
Kerr, dheadealt wibhtansapplicationitevexpunge ithe 
Pecistration of shes tradeanank “ihemnosenkormacuum 
bottles? ssOn  thepfacts jimethat case kerr, fie meached 
the ‘toblowirne sfanding : 


tigameasagrsrréed thatpthe words othennos! 
Nasenecone 4 scomnonly.mused sword desenips 
Civiemer achenordinary vacuum bott hes 
Which@ehesapphicant sandsthe srespondent 
manufacture and sell; of 51, 89 


HOWev er. keri e fiemalsodround: 


LA ltiougi esther word ltthermos '* snow 
Gommonity qusiedeineagdescniptime sense ; 
Hedoin oO. megandentas gaamene ly adesenip- 
tive word, in the sense that 'shredded 
whedtieor a ’cellularmsakothiewere «said 
Heme smere kyudeseryipGiver in athe tcases 
Pew Ciimeh Cin psionic anee mmasyehe 
subject of judicial decision"./ [Em- 
phasis added. ] 


4. POMmenes sl tier point are tOund [ils Joie ciao ae 
aus Ganicsw tee ye OomUed UD a Mel melo Gor em mee: Ge Re 
PAswuttiTiecce Dye ODM mua tia) ae (SCC) 


ae SareO- Galdaga ila. Ven oot COmGOL, BNC es. | tos. | 
Ce me are oy Oe res 


D. Aladdin shud sitene seind saree anadwvansthernos 
Products kid 9 nh969)), abit GEP shi? 50: | exe Gale: 


6. SF Goal ES AN GS ee whe aa Ava 
1 Pou, 


eee 


He ‘also ‘stated ‘that ithe: tradé marks 9in4question, 
at the time the expungement proceedings were commenced, 


"2i.%weréerdistinctive of lthe Spéesponden pas 
bottleéseto a@tsubstantialpoertionvor the 
consumer public throughout Canada, to 
many and not only to’a'few, although’ I 
cannot. Sputupercentage Siigunes fonithe 
portion to which the trade mark was 
thensdistinctive and the tpdrtronsto 
which it was not." 


On ‘the basvs-on. ‘these findings (ormiaciereriawe. 
Concliide ds 


"Therefore notwithstanding my Iconcbusmon 
as?'to. thea*veneric and deserve sucewio 
tire: word “it hemmost.. sd 6. ote hi ae ait 
the ‘trade marks ‘should be=tound tothe 
rived. und ex saieks @an(b jerk? 


The. confis ctinig einiterecs Usminw olveditea ge tikescana, 
the’ markKiuowner tin *preservine this dintenrests mathe mark 
as an idéeéntificatron rot inis productsvand the ginverests 
of competi tors: 1 “beatiowp ernst ted Stotusier ateene ire 
term, descriptive tof ttheinm products’ .eburther. ethere 
1s the paramount interes tao sthetgenena bapubiie win 
not being "confused tasit oGihe siden Giireatiomno ep ver 
ducts: eathem by trade: marks ior tcener teeters saencun, 
J... dts cussed sthese icont licting “interests «as foltvows:: 


Uiiieré jare (Cont LiLc Gin gli niteresits eamone 
the manufacturers and sellers of vacuum 
bottles... (Theres isthe siiterest-forrthe 
respondent [the registered owner of the 
trade! nark|-tormaintain ats trader mar is 
and to have the advantage of whatever 
good reputation -is associated with that 
trade mark. There is the interest of 


Ope Obs. Dively. Fabew 2/9. 
Poa, 
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the applicant |'to *expungé’| “Go be raliowéd: to 
use the generic "term ‘thermos in v’connection 
with its vacuum bottles so as to improve 
PESecCOMpPectULivet position. 71 Samgessuming 
that the applicant is under a disadvantage 
OLSHOUNDeIne-ab ley towuseP that generic ‘term: 
However se Pedoenot precludes thespossibslary 
thaerenevapplzcanti might LandkRit*possible 
LOPase etiate Lerm in Lts generic, Sense; 
Wie Alan vGbatLOns Or duakitacations.. 1a 
way that would not mislead the public or 
Treriee =Cierrespondent Ss “trade Marks or 
Genrec ates thionvaluclof, tie goodwill 
getacning "to =the’ trade marks?” eA*way ewas 
Pounawin  thiemnited otates. il express no 
Opin voleace CO whether 1014S poss ib len to 
find saeway -wnecanada iv L0 


PnewsOluicroneroundsin sthesUnitedielates sthat 
Kenrsee. referred to was another .court decision. con- 
Corninourne. prade smark— thermos.) Pp inethat case,the 
CoOuUrtrnOUNd Ehaeetlicemlark shad }-DCCOMe ra “ener ic berm 
mm tne United states bDuteLhat there jwas.an appreciable 
segment of the public which recognized it as a trade 
Hark) lhetelore ein oncer sthat they pubbie "not ibe 
confused the trade mark was held to be valid. How- 
ever, the court also heldathat the .competitor could 
use. the snarkvasvaceneriG -cCerm:provided “Ehat certain 
Conc bions Swere "Observed aneorder sto eprevent -COnLUuS lon 


SO Re ST id le Sr oS ee 


ils -AmericanvihermessProducts sGoelv.4kladdinmindustries 


Ineane0 ek. SSupp Heo Pati Sep. Oe oSethe Gonna 19672) 


S95 


of the public.14 


Kerr, J. indicatedl5 that he expressed no opinion 
as to whether;ya. competitor of) the,ownervofethesregis- 
tered mark "Thermos" could find a way in Canada to 
use thesterme thermos 'tassangencriucgé terme teGnen pare 
of the Trade Marks Act which might unduly hinder a 
competitorsin = sogustinesthe termersathée! concluding 
portionsotis. -20meks 


ThatSsectiongpermits vanyeperson Lopmakes 


M"(b)tany bonawiedernuse ,fotherethanvasta 
trade mark, 


125° Ihe Testrretrons -werestiat 24) sbhe —CONDe tL Gor 
should precede Gach use by it of the word 
"thermos" by the possessive of the name "Aladdin" 
[fhe competitor's name] > (bb) contine tespuse 
CO OWwer case Jeutels LuLOUGNOUL do. Cie wicca. 
and .¢@t.mo. time De permitted to USe. ticmuord 
WUC LOC tuto es CaOl ca lel ss MC oC h mabe meu 
style of type uséd must be the same for all 
Seven betters, OL the WOGd, and 2c NOt) Mempe 
Taber Oliast 2emendiodiw  Ofe Clem he tic a. amnern 
other names with which it is used, (d) the 
derendant was pronioi ted trom, US li@ witht tc 
Pabeliine. ddvercising . Of Dill Cal Lome tee 
Degsos.-itNe words so CnuUuTnO ms Or gO Wosgctaaamens 
any other words or phrases synonymous there- 
WIL relateds tO .Ol. Terer ning s Con tiomwo ie 
"thermos", (e) the word "thermos" should 
neveoy appear as) the First. wordvotea sentences 
and a phrase such as "thermos bottles by 
Aladdin" would therefore not be acceptable. 


13.7) Seewaboversnat notes Loy thotscourse™= such use 
Must NOCMCOnT Use live pW lac vas sto Elie 701 or 
of—thesproducts distributed, 


Tee het erred tor aooVve. Inatne Cnapter Onell erinuc. 
MCHES . D135. 
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ig) y Olmalyeaccurates d6scCription 
etithelicharagteriordquality<of 
his wares or services, 


Pe Ssvehiimanieriastwist notedakely? tovhave 
tie Srrectmorpdeprecsatinoertheivabues of 
theseoodwilimattaching™ torthettrade 
mark 


ieecany pebnotedYthaths.S20%0ttther ict asesinilar 
to and@appears tocserve \theisame purposes as siesivot 
thekbuirta shitrade Mark'’seActs 71938 


‘UNogrecmstratwvon ofa’ trade:mark shalt 
interfrereshwith = 


amanyve Donde tide use! by a peTrsonTor 
his vown jnamenvonsot othe name Vofmihiws 
PHACesCREDUSINes Sse OMeOh sthewmanes 
OR TOL the gnamevorothe place: on 
bDuUsaness.@0n any.0t ehiswprede. 
cessors in business; or 


bjmthe use *byeanyeperson of Panny sbona 
Pure deseonlprionsofethe chanacter 
OrvoualatyeoLenas woods, hg 


in Anterpretingi themscetton ang the prions baaeish 
Actiwhieh shad tthe same wordinev Lawrence, L2g: Statednul. 


Vinem yao pinTromycne so bvecetaar sec Rion t44fewas 
tovsafeguardytraders inseases iwhere ithe 
registered trade mark consisted of more or 
less descriptive’ words forming part “of 

the ordinary English language without the 
use Ofswh¥chethesotheretraders would 

PINndWs OMeMGIiuE LT Gut % Piped esercebn ne cert aim 
dualittestor tired coods.) 


oe bo otone. CO. btda Va steels hace Manutracturiny, 


GLO70} 46 °R PG. 406. ireterrine. tay 5 @riito st 
the *TxadeaManrks: Act  wilgo0s. 
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The)BritashrActsdeessnotuhavevas proviso, 16 lari 
to the depreciation of the goodwill of the trade 
marky, “The qualification; thatedeessappearaineciat 
Actvishthatragpensonemust not vusepayjdeseripeaycacerm 
in a manner that suggests that the user has the right 
to use ajtradésmarkiorsial certificationgmarkueisuch a 
qualificationbistnecessaryatosprevent qdeceptaon of 
consumers as to thesorzeintotmaproduces. 


Asunoted tnAthetChapter, enwinfrangement, airade 
mark owners and the public are adequately protected 
against confusion by thésfirstapartiot sesz0 asfures 
DOScCUrGG spe amended.1® As well, Pprotectzon 1S yf0und 
ins. 7 ofethéeTAct -dndWinbthe nequinementaingvue 
latter parttotys. 20 that the use of tlemdecer spemrc 
Cerny pew sDOna Lege. 


Consequently; forsthe reasons’ stated*here, and 
for the redsons discussed inthe sGhaptessonginrr wice- 
ment in relation to s. 22 of the Act, it is recommended 
that, the concluding gwords tot se 20; snamer 


ue elie SUCTi ade Mane kia oad Sart] O arly cea 
have thesef fect jot ndeprec vatine) oie warue 
of the tg00dwilh attaching sto tthe str ade 
mark’ \, 


be eliminated. 


[Po sTtoas ChOueht necessary ro naVewc tt comic 
STTICTIONS Mover NGG [use Tor Tsuchwdescr Mita eweromns 
beyond those already mentioned, a new proviso ‘could 
be added” to: s71220 jto peeplace the pwords prasosed to ibe 
deleted”. ~“Suchca tnew, proviso! sltowld spefer towly to 
causing confusion. For example, 


VS a. PHO ISIC fay ia newest Sind Ss Ot A isieer) % 
CoO cause™ contusion: * 


16. ,seeraboave & pF 188: 
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[lisa err roortal warstinct iveness 
page introduction 


Wa thi a natronalistrade: manks thaw, pantaculaniy 
in atcoumery withathessecorraphic idashances and: distinct 
revions or Canada; problems inevitably’ arisé* Concerning 
the lecalized@use’ ot trade’ marks:;” The®™present Act 
has several specific provisions designed to achieve a 
balancezipe tween the interests) ofsithesownens) andyusens 
of loeml“namksy and) theleitect*o€ <anstatutorny vtirarde 
marks system iwhichya saibasacally nata ona l-aniiscope. 

Some problems of a national trade marks system in 
relation to “local>mankssrare! considered! in) thasypant 
bt ‘tive® ha pite Tr, 


BeeeiceouraphvaWetanitaoniot J Daschancti menes sti! 


thie probivem’ deal mwiuthiher eras? theca se io! a 
reo1st rat on10bt aimedi Gor a trade: marks thaty is 
inherently distinctive.!/ .Under!'s.19 of the Act 
the registered owner of such a mark acquires, 


Masi Cine wroOxc LUSH VY cron ohite toe tire: use 
throughout Canada of such trade mark 
in: imespeethor Such waresiior isenvice sd! 


the owner retains) theses riehts* unkessitthe 
megistratiom Us sishown torbesanval id sy Sect oni 8 (1pitb) 
of the Act provides’ that the registration of a mark 
1s invalideeid? theomarkias mottgastinet ives. i d' Dasitinee 
hive Ad Scie Times ine es ent aa 86 fONOWss: 


see 2eTidas tinetive, Mim Telationirtor attnade 
mark means a trade mark that actually 
adstincuishes ther wares*or services 
with which it is used by its owner 
from the wares or services of others 
Or is adapted sO LO mids tanguiel Coe. 
lEMphasis? added, 


mo) that 1s, “mark sor which aisecondawy meangno. need 
not betestablasned underess. 1Z2(2) and. 31 (ZF. 
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A ‘problem ar isest aswtosthewappilhicatiein loiaeme 
conceptvof’distinetivencss tGawcdseswiene: sued 
registration is obtained for a mark which is used 
only intaapantpot iGanadas for exampleuin fone tency: 

In ‘such ianicasep imusit thet rade markeMactuallyiial s- 
tinguish'? orubem' adapted sosyatondis tine ui, Atiimete a 
out Canada? 


A mark ceases to be distinctive if more than 
one personl8 uses the same mark for the same goods 
and services ‘ini the’ same areaso that’ the public be- 
comes confused as to what source the mark indicates, 
or«so that tthespubliciassociatesithemmazkawiths more 
than ionensounce oTherprobikem teonsadened iene farses 
where?the: registered ownertof® the markiusesmaieyean 
oneparea JoiyGanada and no other personjuses sien mank 
in that area. However, another person!9 uses the 
mark in another area of Canada where the public 
ident. 1f estithatothermpersantdstathes Sounce! timid 
cated by *theimankn and not ithe irepils teneds oOwnerias 
the "source millasmthemmarky teeased stor biemdits Ging tiie 
under si) 1S (12aCbe 


In Great Lakes Hotels Ltd. v. Noshery Ltd. 29 
the Exchequer Court considered the case of the trade 
mark, Penthouse’. which had: ‘been registered with 
TESpeCUrlO Test auraneusernVice sae Uilespre Onlsica ain 
Pthe respondentiine Ghel‘caseti usedeithe mankionly in 
Toronto.) eilhetappiicantiumirthesre ase trappia edt go 
expunge them tnadei mar kyoneth eer ound) tha tomer asm ot 
distinetivelof the registrant's servicesw)) The 
evidence indicated that there were four other 
businesses that had been using the trade mark in 
association with similar services. Those businesses 
were located in Vancouver, Edmonton, Hull and 
Montreal? 


18. .OtheQpthanerecastercd seers, Of one merson. 


LOt-=—bheres«could be more than one: Such person in 
the same area or each in different areas. 


20.  OlObR ee oO Bek e LOS) hb iGt | 
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| Pienis sjudementyCattanachy a) yetound “that the 
rep rstrant os nankiwas still sedis tinetive and shouldtnot 

abe expunveds) Cateanachm dit Tstated sincref erence: totithe 

Sieiilmenommict Mdistncthiveitin si Aol itrevAct: 


MMS eed bderinia pion wot elds tind tive ! ibe 
inceupreted sastmeaning sthat ithe itrade mark 
Nusteactually. dusitunguish=therwar es tand 
Senvaces or tits vownen it rom sone wares or 

| Scnaviwee scot qalil so thers hin'Canada , foryhiis: “a 
| phadeumanksdis tinetiwe (wi thin ithesmeanineg 
COPalnatrderini tiem Liat cactuaclilyedas tan= 

| gilsines ‘thie Uwares’ Jor sts sownenr from these 

| Croc hensmin: alvewiyelinpvied. apnea ir tGanada 
doyesbiy CNe present instance, the territorial 
auedeOrrtie Municarpa laty of Metropolican 
Romonto:! 


iithinik tha tug jtrade mark hisit.dastinctivye 
Witt athexmeanine obtthesde fina tion sof 
Ghassan tay Calin ise 2) ek tire" iman Wea Gira 
dase neuishes [the mwa els! tom)esier vilc cismmotr ats 
ownerbttromethewanes fon services sofivothers 
in eas particu laacinesitractedivarea ‘of i(Canadak 


iInfgreachimnies this congGlLusmon sl vameimt Luencéed 
| biyissnprs @2)) of thes TrademMarks: Act wwhich 
auigiieriz es tiretiReousitinar Mot alr dde Marks 
coves tim city thei me custration Ofva itradenmack 
LO MheLWavesrormisieTva Gesreinyass oc bation 
wavth iwhitch tthe “tradennarkimis #showm iby. 
evidence furnished tCovthe Registrar under 
s. 32({1), to have been so used as to have 
become dis tanctawe tanditalsomanthorazesm the 
Recusituar Sto eresti rivet vite erecisitr aero nt 

| thewdetimed teriakeoraaliraresgenisCanada "in 

) which the trade: markis® shown thus) to have 
; become distinctive.'"'2l 


SHC PhD ate Te 
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[t. isumespectiullywisubmittedithat iGageanach. J% 
wasecottectiszinistatinguthat ba mark meedonek actually 
distinguish the products of the mark owner from the 
products, ofjval bidthers).1nm Canddashalnae fic. eiemank 
need not be used by the owner throughout Canada. How- 
ever. it isréspectfiulblby bsubmittved sthabswattandeny U. 
might have found:under ‘the Act that a mark must be 
distinctive in the sense that it must either actually 
distinguish or be adapted to distinguish in all parts 
of. Ganada.» A: :mark +s) tadap ted -tomdwms Binguls i eiineany. 
part of Canada where it) is inherently distinctive22 
and. has; not.abeen (so. jused sin gthat «pan tio iGandaa iby 
a person other sthan ithemegpustramt vas ito Ge tidemeuhied 
by sthe: -pubihpe awa ph htinat -oehe nigpension: 


The» policy, argument, for irequinvine. daraewona | 
distinctiveness" as submitted above follows: Under 
Sic L9 tthe; regustrant tac quinesmt hemexciuctive: Mrginie GO 
use «the mark jthroughout, Canada ae ht sisagno nthe: tole 
ti.0n, of the jmeegns tamt, eto ese, Sits: smaan ke Bite aa ee 
of Canada am order sto ipreserve the wal rditGy pom iis 
registratromaytlowever, volte: nec esitrantrcammo mi ne 
infringement actions against any person using his 
Nark si.thzganyeypamenot (Garadaneven pnchoughs tite pres 1 
trant hasjnemerm jusedisthe pmapeks hinewthat eanedeetelomp ic 
serve: his, nattiionaliitrade mark) miiohts sche Weguist rant 
must ,be+vigothanr tho view Vt hese nN bince: (COUN Crys sO) ap ene me 
infringe ingwuses4of ehiss maxrk achivch aneht (cause ete 
public, to, i demtitip nother sisens) 1ofieth enarki aaah eS 
areas where sorusedpras: the! y'sources! mndicated iby 
the mark. 24 


Jsticcarh thierva rio ue dj gthaitejun faromie'sis! Feou hdiliee st 
if- there, 4s) moycsnich: gobylarea ta on. stommpres'e nce; pda sitet ee - 
ness im cases isuchicasiittine wo lowe wire readsicuane 


£20 he US 1S Oe Wii De teie) pron] Dae LON aE Eo 
Peers Creo ator lone Clea. 


230 This. obligato on emichtsbe Tregarded.dsia. cium 
Dro--0gu0 “CO Ppreservins Havronal-1icgines = 


146 


Secured me pis tae t won oan ea mar kam 2950 .and: commenced 
to use the mark exclusively in Montreal and in no 
Othexinanr tim Canatlate> Another ppesson, commenced “to 
use the same mark for the same goods or services in 
aVancouvertmay2o5159 etn 1975, the megistrant. decided 
Lo; cox pand thas, busanesss tio: Mancouversy, sbhevothen 
person already doing business in Vancouver using the 
narkstopgectedittha tjvini Sorexpanding? to Vancouver 

the, regismrenty wasp untainly. tbradangi on; the. goodwaild 
establishedsthere: by;:him sances)1951:.. i.dhat» other 
pens onwoulidyhave, noibas isjint haw fori this: complaint 
ds Gieimreci strants would! have wreserved: therwadadity 
of sist me niktands nis? rieht.sarbot uses ack natwonal loys, 
merely by preserving the distinctiveness of his mark 
lar alos onitror 


nie spo liecyearcument sapainst mequivingwthat 
the imarkngownerm:.bes requiredi-to preserves'the distinc- 
timenessxor, haus manksthroughouts Canada; foliows:: « Any 
ponent taltimtringers such is? thenVancouvernus er win 
the abovenexamphei-shoudid bemawane -that he’ ussnot 
CMerelemeto use »thesmankinrom: the; facta thats itens 
registered.44 Therefore, stich a person should not 
De vent tilted ato Mop eaten tut he wreolstereds owner: 
decides to use the mark: in an area in which such a 
person has commenced using it after registration 
by the owner. Furthermore, the burden on the 
registrant fe polacang wiser by, antring ers .tnroughout 
Canadders ft00) creates partieutarly toni-smaller 
harm se 


The recommendation made here is that the 
registered owner of a mark, for which the owner has 
secusedsnatitonal rights towexelusive.use underesa19,, 
should besrequared to maintatnedastinetiveness 
HaGrolvalivyein. tae sense that Ghesmark 1s at least 
adapiLed to distinguish throughoutyetanadas,) Thisfwidl 


fool tact’ bUSINeSSMEN, parciguiarty small business- 
men rTreyotestrom Ottaway strequiently do not con- 
Sult the trade marks Gegister prior to adopting 
a atrage markror trade. name. 
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require the mark owner to prevent such use by others 
as may cause his mark to become not distinctive in 
any? part /ofeCanada du.suchsantiobligationtas moGran 
unreasonable one in the light of the national rights 
secured. If such a mark owner fails to prevent his 
mark from becoming not distinctive in some part of 
Canada he may lose the registration of his mark. 
However, this does not mean he will be without trade 
mark aighits.® “Heb wid lobe vabl 6? fompmey cir omnes 

from using ha simark, am thet area wheres her actuadas, 
uses his mark provided that his mark is actually 

dis tinctiuvesot ha seproducts “ny hav area.*> He will 
be» able:tol prevents others’ from? regis ten neeetheama nk 
as hemwsi thes priom user! obethe marie im Canada. 2 
However, others: may gain the exclusive Tight womse 
the mark in areas where they use it and it has 
become distinctive of their products.4/ 


Thathet Penthowsiey dec Vs Ones = sie ciatast al 
obstacle to adopting such an approach, consideration 
should bes gimentito\amending? the Acts tomaiccomplish 
the abovetiresult® 27One: approach might) betto adopt 
ag provissa ont ote ithemfol lowanpe natures 


Se 2AyUnlesses pecatiedsotherwises: an 
hase ctw Ndi stane thw es Witenes Maron 


tomaltradepmark meanseas trademark 
thatventherr actual yedusituneumshes 


the goods or services in association 


Witt hiewhie helt ea Stimisied by its owner 
One pensons ue lated oti bewoun cman on 


the goods or services of others or 
is adapted so to distinguish them , 
throughout Canada. 


25. chrough@s2v 72 orto pas singe O1t® at common? law 
20. LSL¥ OAs) ofStheb Act 


2) pe OPeLLOUST £On) Pesca )ceo... 
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Ssomevareimentimuchtsbespresentedsthat« at 
wouldidtbeocunreasonables thatoa*markyshoulhdt1 ose nrts 
distinetavenesseandsthusvhave: its) hegastratwon 
Cxpunrcam paltebecamcfnotedist inetive sin tonexsmal) 
scommunity vin Canada, "but was distinctive everywhere 
elsetmehatever tlancuacetwds sadoptedming therstatu vel, 
the (coumtamuvnt quality puhimipractice torsome 
minor vextent (tovprevent (the sregistratron of a mark 
from Weinebexpunged Linwstehy auicas cig) Rathéenothan 
relyine Gonstheficounts Jtotsa quality ithemmequinrement , 
some Squalifying language could be introduced into 
ties Gap verses? jalisubstanbiral ly tthroughowt 
Canada ia miowevesr ;y nt sashsubmittede that ther obliga - 
Ci On Woema Mita n sdisitane tiene ssuishoulidobe sco- 
sox Celisa mea chmeho mn chittousuestor infwingenent. 
Section 19 uses the language "throughout Canada" 
vithoutequa bitications @Again ty it eismsitressed (that 
such an@approach does: not eeliminate\ all, trade mark 
TLC Seo SUC MOSS mor mdiSs tunC ta vencss, ebut nelle = 
ScAteSeilaimkeOWners ito, theaiics a7 vor ucommon, law 
BS igihtsunmenbichithemrnch tetomtakesracttonr for tinirairg e- 
ment Hiseeosex tensive owithethoecareavotiiactuadida's:- 
Binc tiveness mot “theimank Imeques trot: 


Gwevoccondary WMeanmineeandy Territorial Marks 
ieee nienoduet: on 


PetirakerimlanikewihtlGlte Goon D ho iaesac le 
registrable because it is a name or surname, 
One dese pti we for deceptive Ly ama Sd esc pit ne 
mMaviuberGeows tered) upon proot gehatwaidt has, become 
ds tinct vex uh ties cis cmon. tactua lly ds tin - 
PUG ie Wales (Of > CivelGes Ot aullera i bi — 
cant.28 However, the registration may only be 
OD Amrecdmerora te) dem siie dagcer nar Lola cia ae ae st OF, 
whiche thesmarkenas ebecomemd 1 sitimcti ves 


(28. Us aaah tone AN Gb el (Wy enan Gt PEE yy be 
|29. jal ES ee We A 
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Us 


ci ae 


There may be some uncertainty in the law 
governing (the wregistrat 1on cof ~suchimarksyebut tie 
following description is perhaps, a proper 
Tnterpy etut Lon vot Ptheare AMHES Ist ian tri ag 
such a mark may extend the area covered by his 
registration by showing that his mark has become 
distinetive’ bn fan sext ended -areaw) vite gmar & 
owner! s Trelbts to Tea he sachionntor who genom. 
extend only to the area for which he holds his 
registrations isThus; the canndtiepreventzanyieo Piren 
person from using the same mark outside the area 
for whichohenhas hie resis travrone® gouchmo tier 
persons may make the tsame snark dis tinetivetor 
their products :inethe areastim twhichi elie; far e 
using the mark. However, such persons would 
appear ‘to be precluded from registering ithe 
nark tLor+the iareas Mor rwhauch thevintank TEs sdins 
tinctive of their products.39 When there is 
no sregistratronirory the mmank {wneques Giom an 
applicant for registration who has made the mark 
drstinctrvedtof vhs sproducts tin Tapa arena 
area (wouldappeéar sto ybiempr ecihuded iran means: 
tering 1f any otherneperson haswused the enank 
before the: applicant usediat evenwtnouc waist 
other person has not made the mark distinctive 
in the areas in which tinat other person wis 
used the mark. 31 


AC Goaes wep O le (a. sD GO st bei Seat e Ot ontet setae Ort te 
markvtirate 71s. "COMtus fe. Wit hy aeemay ke titrate aaa cen) 
PréViLousiysused sin Canada. cts tes lel Gd a eo 
hibits .ceci1s trattomsof- ane rk ¢Ontticd Ne Wisk oon 
Rue aGyeleCrs te ted alk. mele): 6. Oras een 
applied Tor tMat kh wappeats sto ber COs Us LiCsmre Nica) 
touch pe Ss sd ustinec tive Viathe, ated Tin wid ole Lt 
WaSaUSEG. and tie pr Lor Used una tse clhO (pn tna 
CANGOUME Nesbit Ge area 


That other person must not have ,abandoned the 
nares VAGCtLS Pelt Satins Wresuin vappedloate 

aT USE, OUt. OF So, VOC) whieh precludes rece tiss 
tion of a mark confusing with a mark previously 
us.ed by -anothes-. andes 122 race mark se wien 
defines "trade mark" asf mark used “for the 
purpose of distinguishing" which seems to mean 
that 6 eed NOtee ds tinehive Wik Orders to le 
a-trade mark under si} 16:01). 
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34. 


The above analysis shows the difficulties 
thads icam-bepantroduced: intoz,aistatutoryutrade 
Memicsiesystem, wha chigusobasucallwmatronaleam scope, 
Dysart Lcenptanaho: mag eaue ecards tor locadd yimsed 
Narnks.p) (Sooner arguments: can: beiadduced,.tosupport 
Ghanvestan “bhetexmsitanes draw! iam! relation ito: such 
trade marks. 


2. National Registration Only 


hemo spe-anrguedthat permitting any 
termutoria lorecustrations. fom markse isaincon- 
Sieten ui, thesimdemivang policy wot the Act 
Whieehomies in thexdimections ofivaksystem ©£ 
national registrations only. Any wexcepitaons 
tomnationaly recisitration may»be regarded jas 
anomalous.35 Consequently, it might be argued 
Liat nenon ly nevasitrationsswhacheshould’ be 
permitted on the basis of secondary meaning 
Sno besithosegan whichmthe appl ieantican 
es tapdaisihinthenmandintsedis thi ncitdey en Of his, prot 
ducts throughout Canada.34 Those users of 
such marks who could not establish national 
secondaryemeaning: would) be required: to! rely* on 
theirS commomigaws 11 Ch tssromse 7nd livethet latter 
Casemprotection a smcomextensiveciwi thr actna 1 
distinct ivenesse 


SecerenrralivyjmGlanks Doante ThetDmstanctaveness 
Requimncdaton-~thesVatidityiiorhay LrademMarkils 
(Lo los Pete] Ge Proceedanes ) 98% 


hes exceptronsParcsudn wAC tres Se wl 22 )aeZ 1265 
ancdeiperhaps bse ize odastinetive, ascanterpretéd 
in the "Penthouse" decision, above, note 20. 


Precisely what type of evidence of this should 
be required sea Questitonrnotsitreateds here, 


Tk 


258 


Arguments against such an approach stress 
thatey’ common ilawhoresi7i protection omP aid wk 
ist less: effiivorent )moretcost lywand Messywrexcteneuve 
than; being’ able: ‘tovre ly ion ‘sittatutory aiirange ement 
rened rest iin) partaicilar Wocalltusicramos Such 
marks) mayo angwe:y tha terme cusitiratvonmies ibe ver 
protection Vagainsit “possible seneroaehmener on 
théir trade mankVposition bys ome eneer prise 
which proposes to operate nationally3>° using 
the Same ‘mark as a local’ user of “a mark. 


a Registration By More than One Person 


Le imia.ohto be Varcucdhthat, mone sen ane ore 
penson shouldnbe en tiikeds :tolcannemer asia con 
for ‘suchsmarksy ceachst ony thiev areario niwhiemt re 
Wasihab@es toriesttabia shy dassitiinetiwenes's.. a Liaiiay: 
be Vehaimedith at GaehtisuchPpersions Vs.requaia.. 
entitledito the benefits iirecastration,.and 
shouldwnoté bet prec budedi trom suchwb enema ts 
simply because, some: other person» previous ly 
used and@resgis tered tthe, mankefores onemothien, 
aréealwnPurthermo nes put imay be Msubmat Cedrimn ae 
permng blaine? suchereoisitr ationw introduces 
PrealLeTSe certainty Concerning rexas fincmtieade 
markimoechtsthansrelesataneaall butvonessuch 
mack owner®to .their common law org sae7i rapes 


treScontrarywarcument «Ma ont ss rece 
that any registration, even one based on 
secondary meaning, should at least represent 
an Opportunity, toxexpand) tolnation-wideyuse 
of, the mark. .Permattanenethers, tonnecaster 
the same mark would preclude one registrant 
Lromuextending ~hiseregistrations tomatnationar 
baSissayAsawell, /atimightube claimedtthat 
such multaplesregrstCratrons  swouldwadde@to 
CONLUSION wha tiem, Cham Comtainty concernimns 
theystatussoftexastineveradesmarkierehtss 


SucH enterprises @aresiikely'to\check the 
repaistersberore adopting 4a mark. 


Te 


iiveme: might "be probtensiamaleélineatinoothe 
CoG raities ameas Chom cach resistnant; fomthe 
Sameamnark pA bsovrtphoaumrchtictose sourégister 
ier fencounare smonrespersons: wotadoptnsuch 
Mmamgks thehineh anehuimherenwrisy mo twda's tanic tiwe 
when firstrused) ,sresulting inwconfusion when 
egodser onipecphedgtxravel| fronmicone  area.to 
anothensiwhenerthene darevidifizerent ymarkgowner si. 


Tarp piscaneoNot abreclidedubyyeraon, 


Non-Distinctive User 


[twas ‘sugsested tabovesthat ‘an 
appelcaiyerorlrepistratton whose: mank wis 
dustinctImee tna particuvari pareadmay “bewmpre- 
Ghuded: from regrastering has mark by one who 
usedthe mark Iprivomitotuse bythe applicant 
busewio cias netymade “themmarkr:distinctive 
iit err ce aarnwhireh phesuises ai tar ele canbe 
aguecsthatyran applic aud shouldenots be apre- 
Glhided gir omer eos era ti on gimisuch~apcasemas 
themnank GisEediustinchuves om this iproducts vand 
Orono thremspensonmseaocdsmor’serwices:, 


The argument against such a proposal 
Nayebe that guteunneasouwab ly affects prior 
Uses! Ometuhermayk who ghave mot yet estaplished 
secondary Meaning. SUGh pri Omeusersemay ibe 
Untansi ly; $enea ted Gas mtheygnay Tero pena 62m oun 
anmareaewhere igreatcyfeimomts. and "Gimeware 
redutnedh itormesitabinsh secondary, mean iano: 
Leamnleht sher perticular iykobaects onabile git 
the? Secondausierts jnegas tration prechuded Jany 
recstrateion, by) tie prmlogwuserm when theetorior 
secre Waseminal ly able toe prone rd StInctiVvenes.s 
in vthe carea sin iwhrch he sused ‘the mark: 


Because of a larger area or population, perhaps. 
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Thesprobilems ‘ing recone: bing hav natLonan 
trade marks system with the interests of local 
usersvofomarks twill aiwaysebel dtfLiaulowy = Line 
present Act appears to operate reasonably well. 
Some aspects of the problems are explored above, 
but no recommendation for change is made here. 
Change’ should’ come-afrter the analysis of any 
submissions sby Ythosemost-arrectedsby yuor 
interested in this typeJofymarks 


Di. Rights hot jerionvUserse-eeoucurremt suse 
1. Analysis 


Regvistratrons’ of ‘tradeoumanks Yare Winco: 
téstablevyonithe thasisnofiprvonrtusemby -anecuner 
afterwfive yéars (fromethel/datelotieesistraunome/ 
The Acttialso provides*that where arregistratvion 
has become so incontestable, a person, other 
than the registrant, who used the mark in: good 
faith prior tothe fapp lireatroneromr eels ocacion 
nay bet the “beneficiary ofa courte orger per- 
mitting him to use the mark in a defined terri- 
torial varea pub ject to “such eternmsvasPenes court 
deems just o2 


The shoepe or Yehe thive. sy can’ britrcat von 
periods sbhet isuchvanperLodt isy isu ba veven Uri © 
praor-users vtorvobj}.eotritorcthe rmealstracr om tnd 
that at some point a‘mark ‘should become ‘secure 
against possible challenges”on ‘the basis of 
PILOT ies en 


Two sdustinct teategorres vofipersomws ‘nay 
benefit. by an: Omder- underes 2d eis oe 


PCa Sig lat eA ee 
(aa Cengage} Be vipa EY fad FEY Oe 
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thosemuho farstaused>thesmarkiprioreto*the first 
useoby @he applicant; “butare. barredfrom 
applying for expungement under s. 17(1) because 
moresthanvfiveyyearse have passedysince the 
resist hationvandythey. cannoteestablash@thatwthe 
registrant adopted the mark knowing of their 
prior use. 9 secondly; iithose :who first usied 
CHciidnkKeanver Lthe firsit; usie by clhevregistrant 
bit (mtoOreltogtheodate toiwapplicatironwmtor: regis - 
trationy andowho: sovused stheomarke in! gdod faith. 
The primary meaning of "good faith" appears to 
be withouurknowledgebotothe prionvuse sof the 
registrant. 40 


iietlocietOngek tending sproteetaomrtosboth 
eTLOMpsSsoLepersons isitovprevent regiustrabionby 
anatheratironidivesting themsof trade markogights 
they might have acquired at common law before 
the, application ferirecistrationi® Lhepprobiem 
arises because registration gives the exclusive 
right tiosouse ethesmarkethrouchout tCanada tfis smo}, 
whereas at common law rights were only co- 
extcnsnve withithetarea of actual idistinetive- 
Nes seo. mpne. nay ke 


Tie .an) Gia Dave Oyerol SSUChs OGLGers sO) s ce 
Pies teiacl Otel nelmahwerocovnize sa Cha beatin 
persons, particularly small businessmen remote 
from Ottawa and the Trade Marks Office, who 
WOULD Uae \aerightsloOepmevent recistration soy 
angercheandsa betten Lleleslo regis terethems: 
Selves, mMay.not learn of .anotoenr S application 
anoeL oOo urauLOn Atl Ute wile Bye a Pit wea ta On 
DemEod ies. Veen as Bun) OES pecially sine] 


See Kayser-Roth (1969) Ltd. v. Fascination 
biniwense shies at lo! is) RS tOdP GR a (2d) O27 TEX aed e, 
hae Teen 


Haaces 


DEGwEOX ) Sr... Ed: st Seat, 
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dition 


such persons would have had rights at common 
law, (andrunderas. 47wotethejActy lato use seer, 
marks in the area in which they were distinctive 
of Atheidnrrproducts#eat tiayAseeieunneasonapl ceis 
completely preclude them from using» their 
narks#on Athe@baswswot watilatersuseussmnecistra: 
CVvons 


Sanvlarlyyroneswho *comnmencesatotuse 
after thesfirst use®by theregistuant, wrethout 
knowledcesot that tpnaor use yeandspulormacorene 
date of application4! could acquire common 
law Tights in the mark®to usevitvinwohesarca 
in’which suchiuser had vestablished custineuune. 
ness.42 Since there is no systematic means of 
notrficatronyot anyvprdonjiuse before@angapumn, 
Cationiten neg tstrationlisGqirled eitgeanghe 
abouedsthatiiteausdunreasonabtestordeprivema 
manrkg@usergor rightsmhe tmayqiawe vacqutnedgas 
ecommonelawsprionyto the kid banowot@anmappiged. 
Lion Prove nesiSthatilonsby vanebhe rs Pe Amecontnany 


At ~whichsdate any One Who lenecks Enewlcoaron cr 

in the Trade. Marks Office would discover the 
applLGatroOnatlhhiis 1 enOrestde lays 1h plac inoseidc 
applications in the public (eo 1S ter | sear hCein= 
plicadtien isa thdt canny. Ole, cOnUuchplatieo adopter 
aumack snoulqechecw tncmrce ba lel mii. ei staane by 
LEAsOne Checks the regi sotereand. PindcwnoO sap te ae 
CiOn OCelLeolStbat LOD 1 Orea COUP UsH Gaia heme 
May proceed tO.uSca the Mark lnmeagtalel yt pms 
VidedsOneahas nO Know lLeage 204 spl 10d UScm by, 

any one else where such mark has not been aban- 
donned) “andebe assumed Gha taone sSeClLe saan os cH obvas 
at least, some rights, to use Che mark jected 
minimum an CLtel™ ander «9.21 (i). 


The-priorsuse shy anotherein (4 \ditt erent sanemmvould 
give thatwother no basis in law for preventing 

use by him in the area where he had acquired 
distinctiveness for ha sama ke. 
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angument storgrantunppersons wm thergkatter cater 
pony oicany) Suc he Maodvts) aise anits:.8 P(e): analy se? as 
GoM owis).o 45kt Maren tatb evrangueds:that) thei nioht sto 
Teviswers andi to; obtann! schenexclusave) wich ti to 
use iamarks throughout Canada as (createds'with the 
first use in Canada. Therefore, no one should 
be* able: tovobtaain any conflicting rights under 
tiesto terat terniethat) point: an tame,’ wepardikess 

of ethesehaict. tthate his? tse.of,) orfanvesitmenty in 
ther mank ase done: unknowing? of thevtiins © use: of 
another. 


Themmodes forthe? present) sea 7 1.) us ed 
Diane Wer 19552 Commitvectwasethes equivalent pro- 
V isoonelnethesbratish Acti ofe lose. ae i that Act 
provides that the trade mark rights of one who 
usted’ theimanks,ea)oiprtoriwtogitirs ty usies byo-thie 
VEO Gant, ao by) ipo to the? neous tr ation of 
Ciicemnank 4byattbhe rreoistrant,ares not attecredspy 
thes revustrati on. 44) ait, woulidwappear ato: have 
Deeny ies sintveniso1 rche-idratterns jof. they Ganadian 
Weterses 2 ly Iai Onprotectithe same jtwor classes. ot 
Persolsinm Wiel reterence, in, s .-21i) to use praor 
COGN Ceo tesOt appl tcavrvon mather than mse. prox 
DOMMicemml Tot (US CMD yeit ne ieo ls crantwanppealisuico 
be made with that intent. 


oe eC ONM1GCe CeehO Xan cds die, -uprnlle/Ole aelenade 
Manksienc tine 50. tS. S.aee elec, 


SUCHE PLOVA sa OnsS upTOo tect achtseacquamed sat 
common law in trade marks from being divested 
Dyo Lev dot ha tion .Ote Unes Nati Digan Or ete jr sie 
problem arises because registration gives 
nation-wide rights to use the mark [s. 19] 
whereas, at common law, trade mark rights were 
onlyecocextensilve With theLareavoie thes actual 
distanctaveness:of)/the mark: 


Reid 


45. 


Howeveriisi. 2iov2)Ms.ecemstAmapt Ly Aare to 
pnotectnthe iri ghit s, off b oth chasis stint pensonsy 
The result of the drafting is that a person who 
far'sitivtisied: ctinezinank) aiitven: ittherctiirs elusiembie ioe 
pegisitranti,ebut! ihbefonercdhermdatesycodsithertap al wear 
talons bors me cis tration) scant claim am onder andes 
si.ol2d( 13)? only wrti2the! mark wn questioned salem ieiled 
to thei protec tuont 0 fils tali7cde jie. eres ia See ert on 
ther regpisitericorys fives yearsen Simes suchsia 
claimant is not a first user who might apply to 
have the registration expunged under s. 17(1) 
and thirsanish Not) DRe potenti alive. bar neaminy 
Sig 47 (2));) ‘thereiseems® tolybeisno reasonkitorrestrict 
such; orders in) the, case of such persons) to’ marks 
whaic hy fal wathinl sto L702 ces iis uch agipens om s 
onitherd oonceentait eds itoplant order underswiGig)y, 
he? us dloga cally? isotenti tledrmo! ma ttem how done 
orsisihoriteal times the? markehaiss beenrion) ative 
register.495 


ANOCNeT aspect, OF the analysise 1s thats Onemn ions 
Claiming aleOLderounGe te 2 (la) Ol mc Om pdis an cmt 
Dror, Us e503 /G (enV pre Oret Oniusion DY TUN er tere oua te 
is one whois’ primara 1 yo enmtateds fo wconces tring 
neoirsitrativon: ont th egibasi's its spi Ot) Us cami 

son 17:1) tonidher eforesitolesitablaishy his claim to 

an, order; unders 2d (4), he» should properiyabe 
require ditto,passoither hurdileror showin tia tear 
1s—blo.cikeds from 2) Chai mane.”: yoru lel) e Dawe ceerelern cog: 
This entails showing the’ mark’ has been registered 
for tavezgveans ,jthatethes proceedings, were shaunched 
more) than, t1veiy cars irom reo st ratpone ana wtpat 
the iclaimant cannot tesitablishy thate thesmecrsi en t 
adopteduthes mark. knowiness OP ithevelaimant' ss poor 
Use] Oia theamark:. 


Logacaliy;ethesenrequiredwshowangs: shoul dahavewno 
applacations tomronerclaimningia sv Pelee oudernon 
the basis of user after first use by the regis- 
imanty buta pra omitomthe “dates ofeappl teations 


pee Kayser hoc sabO0Ve ac nete, » 44>. 
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Aydecisaonot the, Federal Courtsmay throw 
SOmG GOUD G90 Dy suey ep POD Gi el ter pre Catron of 
Su 2 ise tre i fined) CaserWalsh tid..sucgested 
ther, therseouromroperates sonlyeto sprovect one 
WOO” ticsy UWs-cdrrp Inoue 70 eehe efi Si. ns & by the 
applicant.4/7 This would preclude protection 
FOr Sie. inte ress .inisthe, anank) ot those, who 
Pars t Useda iat GFA hey Gers te See "byy theme ois - 
Crants DUt spin Om, GCOsthne) date,-of stherappiica- 
CPOM GOieerc lol hat lOllieg eHOWEV Gia,y Cine: wad C1iCh.Lar 
COnMeti es: Ol ecOncern Onrthe an ternpretation of 
s: Z21(1) anithatiicase may. be,-regardeéed as 
Ob te eid tect a Fon lyr. 


2. Recommendation 


The diy stenser Class “of persons disi- 
cussed above, may be regarded as having: the 
SULCM CnC tib GO protection foresthedm trade 
MatkeiNiberesits ate PosuesneuGiven-the fact that 
small busanessnen an.particular-aneocuninkely 
LO-monitor pChe-advertisements? of marks; afor 
ODDO salt Ons and iebOrb owiehe CO. LITCuds athe 
CO sits 201 OD PO S1.ULOnmpGO COCCI OS. sists may -De 
Lede uh OmbeCCOChiusc. tiidtelany Wisin Carle. Co 
oppose .repistratwons, whach they. should: oppose 
insonder to; protect.theim trade, mark.rights. 
Gonsequcntly.isa. proviis.om suchisasess).4. 2 Liles is 
needed. However, it should be amended to 
Make alt. cloarsthat only Firstiusiers may, ob taan 
AN LOL MeieeLIIde Ty tyes oueces ted: amendmen t; 


See lalels) — Wheres) lielanys proceedings 
respecting, a, repastened. trade; mark 
of Swhawch-sthe. vesi stration, jus. -en tat Led 


err OC KSIphINe TEC en ronONM wa Lee OK Co PEL Denil 54 
Plog). Say PakRt ih2a) to “hex. 2 Gt.|. 


A7 


Lae ayo rio Rie kZa ea Capes os 


Te. 


to “the protection sof *subsectron 
72G2))52 Ste Ss: “ma deseo tap pear st etite 
Federal’ ‘Court ‘of Garrada™that sone 
of ‘the’ (parties *to "thei procesdinyvs, 
other than the registered owner of 
the trade mark, had in good faith 
used‘a confusing "trade Mark “or trade 
name in Canada before the date of 
thevfirst Use’ ane Canada ‘om ethe 

[new ] registered trade mark by the regis- 
trant,. ane *the™ Court rcons tac ro that 
it Xs? now Contrary “to “the pubic 
interest that the continued use of 
the’ contusing trade mark ecr trade 
name should be permitted in’ a defined 
Cerri torial area concur wen tly wi en 
the’ use of the registered trade mark, 
linmays* SUD FeECt Go SUCh “Germs as Bt 
deems 4) ust, order-that *sucisotner 
party may'continue’ “to use “the con 
fusing trade mark or trade name 
Within such area with an adequate 
Specitied? destincetion £romsthe 
registered’ trade’ mark’, 


The: \claimPton “some protection on enis 
trade-mark) interests of av person whowt mot used 
thesiankyahter ethetrinst susie by $Chewner naeiedive 
butibefore-thevdace ‘oftapp MeatronEs a ksema 
strong one. It should be noted that the first 
user ecan prevent the recistrativon-of tano ener avon 
expunge anothers arecistratvonssands comp) Otcan 
his trade mark rights.48 However, one who uses 
after “*thehfirstyuser: tbut’ before that "First fuser 
files tantappAcation -foreregistratvonahas no 
way of protecting his trade mark interests un- 
Less hey Cam Obtain sprotec ta om such; 2 seuthatmceayen 
Teo te eeu eley ce 


Brovidedthatmhegacts wrthinethesg period 2n  s-49L/ (2) 
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In? pant the attitude "takenjato sro viding 
BONCY Pros ection fOr tne antverests of Such 
Ber sols: ependswonrsthe va thtudeitakenyas\ ito 
whether the trade marks system should emphasize 
mation-wide trade mark trights. at the ‘expense of 
Bhe mijterests sot ithe user's cotrelocal, marks. 


The wwecommendation: made: yhere as that 
mrotectiaionsshould be -extended to “such {persons 
in the form of a new statutory provision which 
Bet ten fsemves ethic «purpose than, the ypresent 
aa be a 


AmsUeeestedy Statubory Pproveaesm@on: 


Sersu( byway Whereoneany proceedings 


Tespectime aywregustercd otradenmank ; 
Geis Made St Ofeap pean cho ate 


FedevaltGourt ofsGanada fthat sone sof 


Diem Dates 10. Che proceedings: 
Oe thaneuncmresis tered owner On 
they itrade ynark siradinimtcood stawth 


“Used scontusingetrade mamnk for 
trade, nane sim iGanada at.ter the 


Lips tusier Ol peice uncoisite pede trade 


mar keibyant heres isitrantubue betone 
tiewdate of f pine vot rehiesappiicas 


BION St Om SUCh Neos t raivion,;, and 
ChesC oui yoonsmidens ubhiat e4t) 1's 


not Con tranny feo ithe jpub la Q@urnter: 
est that the continued use of the 
COlmusi ne etraqcmark or trade 
Domes ouOu lade pes perm tteds ine, 
defined territorial area concurr- 
crit vith sthe susie ofl st hermes 
ter odwtmadesmarki., i’ wmay. 4 isu 
ject OSUCIiCermncn as linedects 
(ct sOUden that sucieoO tier 


Datcyeloy sCONnbINUCE tO Wiscepiic 


CONDUSINS itnade mark .or twade 
Name weer ssuchtareatwith, an 


Tod 


IV... “Adapted. toils fin saps’ 


The definition toed rs tine viv e311 os, 4 eco nclie 
Act referssto.marks (which emther: @4(b)) aetual Byard ie 
tinguish (the test to be applied to marks which have 
been used), or. @2)\Sdre A adapted Sto disttingursin i Gbie 
test applied to proposed marks). 


The: phrase Vadapted."to «dis tingursn ¥hasiean cin 
famous, history in Bratish dnd-Canwadianm "trade narks 
law. It was usied ein “thewconrtextron tlie Stes es wap ve 
able for thesr,egistration, ot Marks witehawer co not 
inherently dastinctive, but, had beem used=so as) to 
acquire secondary méanin@t9 fica ine, ofp 
cases 1%, was, decided uhnat) the implica lois sO eee 
use of that phrase Jin the estatittes onsen: tamcwerec 
that certain, marksmwenre t50 tdeScmip tin ch bha.o elie, 
could not be; registeredano tmatter siow iclear was 
the. evidence, that ttivey Shad wacdqmired secondary 
meaning .49 


While there, Gis So *6vidence that iany —proplencor 
interpretation has, arisen the songs sora blomea 
these words with the “problem of Sregistering marks 
on the basis of secondary meaning might mislead 
Some personsaas Go tier func tion (OR atiOse. Wo nc ser 
the definition ofeid.istaictave'  Gints.« 29 @issiwe is: 
the phrase 1s perhaps: not) the icliearest thatscourd 
be chosen, to refer-to-the requ rremenGctnau ca mark 
be inherentdy~ cepabileso ted asc Trew rs vie sieo ae. 
without the need Som use “so as ttc Jesitablush Ssiecondary 
meaning. 


Consequently f bieeiis. Recommended. Ghat. Gonc tder = 
ation. be given to -amendingethe: Past. 2sulx tword stor 
the definition ‘of dictinceivel. “ii isometmannet chi 


49.7 186€6 1955. Committeaea Ox, sand Ldiew sos pede: 


Fox, 2nd Ed. pipe 49755 = a7hheeUnt ain Cones 
CitiOn Act, 194 Fests ub. 
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aS) < 


VAs SUnherent lL yeadapledrsorvordars = 
tingudsh tiem" 


OR 


ie eiorimootcnt ly Capable of so distin- 
guishing them". 


[Unerlined portions are new] 


CHAPTER SIX 


UNFAIR COMPETITION 


pe Int noductron 


Section 7 “of the Act’ protrb rts ‘cer taim dushomes tc 
and unfair trading practices. The basic purpose of 
s. 7 is to give traders remediesl against competitors 
or others who use (such "practices to Cause injury £o 
the traders’ legitimate business interests. Such 
enforcement of these prohibitions by traders indir- 
Ectly, serves the public or Consumer minteres (ama omer 
pursuing their remedies under s. 7 the traders pre- 
Vent prachices which would result “in consumers 
receiving false or misleading information about 
products. In this respect the operation of the law 
under S07 15 Similar to thatof sthem ti ade enamine 
system itself. Trade marks law ensures that con- 
sumers will receive accurate information about the 
“source “Of products through o1ving™= trade mark 
owners the legal power to prevent others from using 
their marks or confusingly similar marks so as to 
mislead the public as to the source of goods and 
Services. 'lhus the public interest: ls servcemuy 
traders pursuing their private, prorit making 
INCELSSCts. 


II. Economic Council Recommendations 


The ECC's recommendations concerning s. 7 were 
of an administrative nature. The Council recom- 
mended that, 


a). (SeCt rong, «be more actively enforced 
and «that penalties «in the form of 
fines and expungement be provided." 


1 Reference to possible enforcement of sv) by 
government prosecution is made below, p.174. 
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b) oF [Seeta ont 7 ibeyadministereds: byo the 
Combines Branch or the Consumer Bureau 
ote ther Department: ofy Consumerpand 
Corporate: Wifaias\'e2 


STI1. Amended} ocope of) Section: 7 
A. Sponsorship 


Oneypractac estthat asi harmifudsitog bevpatamate 
private, interes tsmandmtos thesicomsumer amterest an 
accurate product. information that appears not to be 
included “in ey 7s sedeception: asm ton sponsorship! 
of goods and services.5 Two categories of undesir- 
ableractivasyiane tinciuidedswiithin=stihasacerm: 


Onien Caitlegoryn comprisesecases: inuwhichea 
trader uses a description of his product which 
Heceivess une pupil cyan COP Dew eVvIngethatmnise prog 
ducts are associated with some other, more 'famous' 
Prader, minecHiiictaken BmMpnession giVvenrito Che 
public 125 not thatathe famous trader) produces-or 
pollsmene products if questironegbuththatethe 
Panoucmencdetmapproves of the products on authorizes 
its name; and reputation to .be ‘associated with the 
product.) Thesproblenginut thisetypenoieucasemis 


2. BCCRREDOMU, pa 200. 


Ds SCeGm bam teal we Olah tulvooMme bOUNGdd ites Ou 
CicelOrt. Ot Wiitall COMMU Lan snl 90.G0) 
Peele ee OCC eda Ny 5. mala. 


4. The consumer's impression would be that the 
EaANOUS etmader had SO Permi1tcea des. reputation 
PORDeM Used! Only On CONd1t) Ol. Und ttiecs dud lay 
OR RCNemDrOGUCt Se Wasesatitst acromy-. 


G5 


related to theltonc eptyotettomitoam’ in) refatamny co 
trade markss discussedenn) Chapter Ones td Inerthac 
Chapter it was argued that a trade mark indicated 
to consumers that a single source controlled) the 
use of the mark. Consequently, a definition of 
"trade mark'' was proposed encompassing use of the 
mark by "persons related" to the trade mark owner. 
The problem here as essentially the samec tedious 
one of extending protection for common law trade 
marks and trade names or other trade descriptions 
indicating Voraginl “ott hess anes seopetaseune 
protection proposed for registered trade marks.° 
Frequently this problem may arise in cases in 
which the wrongdoing trader's products are ina 
field into which the more famous'itrader has not 
entered [so they, yare not .competitlons|..5 “nouag i 
this typel ofowrong: istalready. within’ the=seopetor 
Ss. ./.(by). andtastuncludedy intthe® concept) ofe 2 contrice 
7on'’, in “thatusubsectaone*! However ss Sconrtpegoneeas 
definedean s. 6: solely inoterms of trade smarks 
and trade names while’s. 7 does and should’ extend 
to causingesuch contusion. byemethods! bevend sone 
use of trade marks), and? tradé names. 


mnensecond, ty. pecor wroplemunet ers camce 
under the térmoe"sponsorshipias thetcasetotea 
wrongdoing, trader “deceivine the: publaciuntos bee 
lieving that some non-commercial entity [that has 
no. Wares, Services, OT biisines Ss) Ul ss polso homo 
approves of the traderS products. Such non- 
commerciugl.acscencies might be chanitwes. cduea. 
tional institutions, professional associations 
or other, such agencies. 


SF PeECUDEODOSeC sd Cl ETL TON oq CON bis Lala, 
above. Pp. ZS. 


6. pee British, Meda cad, Associaton... Mar sit (Noa. 


48 R.P.C. 565. <A pharmacy used the letters 
BeMieks nib lS Sa bos ap VOmotwon. 
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In order to provide remedies to injured 
traders or associations’ for both these types of 
injurious activities, it is recommended that an 
amendment be made to s. 7 by the addition of a sub- 
section of the following nature: 


s. 7 No person shall 


(i eh Gl bpuUD Ad @ Lt Lela LON. LO Ants 
goods, services or business in such 
AWAY nis, WO! CAUSE) 0% ae aL Re Ly .b0 
Cause confusion, mistake or decep- 


tion in Canada, at the time he 
commented so to direct attention 
fo them. visto. tie ati iation, 
connection or association of such 
person or as to the sponsorshi 


Or approval of such person's goods, 
services or business. 


7. A problem not discussed here and which it is 
submitted should not be a part of the Trade 
Marks Act is the legal capacity of non- 
commercial associations to bring lawsuits 
under this section. Some such bodies may 
be incorporated and others may have legal 
Capacity under the special legislation which 
establishes: thems ~There.1S;).also the possa.- 
bility of class actions by the members of such 
associations. In an appropriate case the 
Attorney General of Canada might bring an 
action for the violation of the prohibitions 
Hy hag es 


8. The language in the proposed section is taken 
largely from a bill introduced into the U.S. 
Denate, one Unitary Competition Act of LO71.. 


Bill S-647, 92nd Congress, Ist Session, 


Seéc-t1-0n+ 7. 
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Bs poectrhon aACe) 
hawkntrodue tien 


Section 7(e) of the Act,contains the 
following very general prohibition: 


"No person shall 


(e) GdOmalyeOtRehaac.besOlee ac O-Casaily, 
OLNeLesDUS Ness pid etic ca COlmenaL 
COMNOneSt = indus tia Oe Ons 
mercial usage in Canada." 


The function..of this subsectron.in) .OUmeerade 
marks and unfair competition law is considered 
Newer 


2. General 


This subsection because of its broad, all- 
inclusive wording 1s often pleaded Dysapiaadt lnc 
in Statements, of claim along with other pases 
foreretict™. but tarely a1 ever. nace temp ecimsnOuld 
by the courts as the sole grounds for granting 
Teliet, ~The courts; have. 1mterpre ced sewer cummin. 
indicating, thatewhile practices” 1ala ies wren 
1t must by its express Tansuage “be acts’ other 
than, those falline’ wi thine ss. 7a) co mdr, 

Chey must be ot the naturesas tie, practices MLO 
hibited™in those subsections and so be “dishonest 
or calculated to result in deception."9 The 
tendency of the courts snocetInine DLonTo read 
practiceswunder “se*"_(eyr rs sto dnidicate sthac such 
practices must be otherwise made unlawful. Thus, 
onewauthor Nas ‘stated that's. (ee )°sncludes only 
those practices which fall within the genus of 
theacts-prohrbated by ss.e /4.), LO (dk O1One 


; Clairol Sinternatvoual Coc Vv. CTOMas soup piLy 
and Equanmentelon std: (1968), 2 EOC Remea ae 


epee ar 
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10. 
ine 


Ae 


ertinereaobregeh oLscOontractaor actionable asv¥a 
tort LU 


Only a very few cases suggest that 
5. Plc) Snighittextend beyoend@acts*alneady pro 
hibited in other law, and in those cases 
remedies could very likely have been found 
under other law. In one case the subsection 
was “usedasteherbasisfor an interlocutory -in- 
junction in a case of misleading advertising.11l 
In’ that case,’ the defendant’ produced an adver- 
Gisimneebrochure’,. picturing an “oxygen mask 
Wolehewas ane factethe. prodde of *therplainerpt 
Wiehe che labels of] therdefendant™s tuckvovervehe 
Dlaimeitet ts label: # ihe “courts=noted=that-ithe 
brochure contained a number of untrue and 
deceptive statements which were calculated to 
Imdteate *tostne. persons “reading: themleartet. 
thateune product sdépiac ted Vin thes photograph 
had been manufactured by or on behalf of the 
defendant, and could be obtained from no one 
else; when in fact*the product produced by 
the de féndantewas somewhat tdifferent “in »con- 
Sie Uloneandwcolour.s) (Mi. Jus tULecy Nocw 
stated that. although ‘thetdefendant’s: actions 
Nay eno fallwiinder Sthesprohiba tron contained 
Wn paraoraphs= (aay, MCb ery on (0d). o fee Geom 
of Mthe *lradevMarksSvAct yy it was “covered Dy 
paragraph (e) thereof, in that such statements 
Toprescilucd dsdecopulVespirac UlGe™ in grepresene- 
ine tothe publive sas #vhie "defendant's tdevuce, 
a device whiem was tproducedby “someone else, 
The court observed “that''such a delibérate “and 
dirsiOlest: practLloe + inwiddditiuon® toabetio secon 
fusing, deceiving and misleading. to the pub- 
lacs tis a lso™ contrary ‘to thones commercial 
usage lim sthius, country sets 


POR ro Cee Cee. Eos 0. 


Therapenutloewkescarch Gorpaewe Lite gia” Produces 
ikiees * [e OGS 2K Get eG 05 385.092) ea eee om 


raat ole or ty 8S One 


169 
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La 
bh Wr 


Infexamininge sthe jnohejofvssenlen wa 
this case it: is, submitted that 1€ 1s importane 
to ask whether there were legitimate business 
values of the plaintiff that could not have 
been protected under some other part of the 
law. Protectironswouldabe available in asproper 
case under copyright law for _ the owner of the 
copyrightdin the photograph.!3 To the extent 
that consumers ;dealt with the defendant be- 
lieving stheyswernepdeaklingiwithathe plaunuran, 
ites. submatted)thatwatnemedy “wouldsbpe avail; 
able -underisy/7 (Dodo nvs= 47 (ey SAS Eherdesentp- 
tion,of | the defendant's. goods jwas false ,and ithe 
plaintvré&f waseaepersonsat feet éd “by d4the adesarip- 
tion; 2idishsubmittedy that a remedy eshouldsrbe 
available under s. 7(d). As well, to the 
extent that "the.advertisenents umplredythat 
SsuChaa tproduct could not ,beyobtainedsi rom tie 
plaintiff, this jcould*be4austatement,"tendime 
togdssened ttt .»the-business sof sthenphaintant § 
givingoa remedy,sundersgs 347 Ga)ing Fupnthermone- 
theregisothe rele scisla bon sory ine mpub luce or, 
private remedies for false or misleading ad- 
vertising.14 


in4anothericasel-,thesplaimntre sh, Sold 
paint-which had -detertorated by yageuat ea 
salvage pnicevrof tseventy -fiveycents lLayeaklon 
compared toyithe regular wholesale price sotvsix 
do'blars manga ll ome) “Asethe fp lapntacht Addins 
wish the paint to be identified with his 
regular products, all the trade marks and 
labels were removed from the cans prior to 


In ‘suchcases -the «copyright owner, would often 
be the advertiser who had commissioned the 
taking? ‘of. ‘the photograph. 


See pDelaws pvali5. 


Dupont of Canada Ltd. et al v. Nomad Trading 
coer Reda ela mee eM DSK exten) re Mame C0 (ERR EI NRG SER Te alte oleae yon i'g Co ARYL 


A/S, 


i 6 . 


thessale., »The; defendant. however, applied new 
hepels Plovthe;painediwhichewererveryusimidatroto 
PHOsceotetheypiaintatie -stheczQuebec: Superzor 
Courthhelidethatuthdsiact'violatedsSectionw7 i(e) 
enNthesytrade MarksoActsinhbcreating confusion 
of goods by falsely presenting the character, 
Guat tyseproductioncandsperformancepor ithe 
goods. 


Howeverpethe court alsonfioundstrade 
nonkgunt croicenéentpcadihe. wrangegungthisecase 
was squarely within trade marks infringement, 
Common hawifipassingpaott''s;andéessie7tb)Sand 
PAC jetaGonsecquenthy gnatwasosubmutted that the 
Useeon smu (ensvacaeunnscessanyetoeciventie 
proper remedy. 


Seelroerostitclor GOntlaocntd dl sintrornaurlon 


Agspecnt nesareagan iwhichts.9ifeialstoiten 
pleaged sandaéredicdsupon iby ithe courntseis ebhat 
Cum ucaUinlayLudmiarsectosunetOLmtrademsecnets yon 
Speci ieycontidential information. /© 


Licrestsenonneca tbo -1elyVupont se. yamie,) 
iathitemarea,vasutheilawars wela  -developedsunder 
thescommonylaw and equity. i rWathout. use of 
Sere) atic laWwmade snoduent  Vareacheds tO ton 
Seal NnuseuOLestich. Inrormat muons by senpmoy cose 
former employees!’ or others to whom such infor- 


See, 65a), ebrce ze sCOnnow . vial tomsG tan. aid 


Stamp Ltd. (aL OO nn S/ Cc POR elo) GO Ga mC me he 


Vapor mcdanada=Ltdiy v4. Maclona fda (hor? | uO GsPs 


(2d) 620 dateds (CoA fe 


PresCam excavation and, Deve Lopmen tata eevirsiiae 
OS al UO" Ord 551 Ven arrolice: wnt ee 

Bate (eee Oye lesn). R. Se ee Cri Reduct eae 
Gompeny "oL Ganada@ tds 4V. Crane O19-5-7- Joe tO -*G =P, R, 
joan) International. Poolomora. v— Kollar et al, 
ES Mey 3k eae A Pe iTS seus BrecrsiTonseneinesr 
PU AY oh oT Vat. [196 Opie aCe. Gl. “Saliman Saltman Engin- 
eering Co. Ltd. al v. Campbell Engineering Co. 
tL lOO Omran moar eta ys | GOoovuoxw, Lit 


PLO eee ane ae Bostitch ines wv. Mebarry 4 


Golecittde. | O64 Re oRCn miele 


wat 


bere 


Do); 


PANE 


natdonshaswbecnediwsclos edvan *eontadenecexsuchmas 
prospective licensees of the secrets.18 While 
Of ten’ Stich ‘act tlonsare? pursuedmMomittierbastswo. 
abbreach? ofScontractwthemconuntsAhaverhevdathae 
thesactironvdee smnotedyependmMonmthe tex lence oF 
avcontract.ebut seat home yilonetie wr Cade 
ciplesofvequitymthat heowhotthasorecery ed2 inbor- 
MmatLom an Coniid énce iia ot suak aun 
advai tac carole! teen 


Nothingtappears stotbet gainedtin Sthe 
casesitbyiithenreliancevon siv7(é)s tinieasées 
wheretthetsubsections1s usedithetcoumtes sinvara- 
ably’ turn ‘tov commom Wawland¥equ tales iam cupies 
toidefinetthemscopemo facies cetron’: 


A... Paris Monwent1om wb litoa tions 
The tonre tial adoptionsofisn/ (6 )itanear- 


entlyirepresentedlam icf&ftorteto imo temnent 
Canada Us ttréaty ‘obligations undérIAntriclerno 


oa hitman Teno neewsin 9 8Co Seles tet Sys ainp 
ben tkivcineeri ne (ow Gerd TChS 4S weseS eR apc: 
2053 B6a0 eri, SsCopy de xeatds aslo 6n eae 
340h. ORosit rt cle lnicerv. «aiic Garry s@aeGo lle ylitde, 
[CES 6 AOR SBA Ss 

oa Finan Ss En@ineemi neo. sotdereve Campo ers 


EN Same Sie iio, eC Otte ( OAS eG SRI SC eel) Seca 
pee b 


DECAL Glew RUD Yee, ed: BCG) eR bo nG meseh 
ABV s SOS wet aloe shonin ow Noh 


iy 2 


als 


2. 


bis#ot athe | Bares AGonv ention «4-y ‘lees “submited 
that Canada's obligations under the Convention 
anewabreddy sutficaettly amp Lementedb y ithe 

ex moteic G not 195.4 anito hid Puvand our <conmon 
law. 22 


5S. Recommendation 


HG eke, submiueted jthat the; above: anal yors 
demonstrates) puhases),) | fates) Bis Sunn e ce soa nyrnGo tea 
HeEMeCiHes sto. prowcect jany JeguGimatesbusiness 
In vekes Us). Peunemcounte nav er mo yepmven Its ery 
broad language any meaning beyond prohibiting 
AGUS sunat ane oOtherwisie prohibited “im the baw: 
im@theSanalysis *of (sv r2Z io tive Act23 it was 


Article 10b1s: 


(1) Ihe ‘countries tof-sthe Undionvarembound tto 

a Sillises it O1,peds O1rSj en GG bed soy biiemb Ene ismes) (0x 
the Union effective: protection against unfair 
competition. 


GZibeAns pack of -conp etutwonr contrary ‘to. honest 
Die Cte esi nYsiindustrialvor Scommencialematters 
CONS itiihe Sea nsrccy ron tinraday competition: 


eeGt1on (be gives: foreign Mmational sano isnecrd | 
Stanoine tOetakewlega lac huon 4uUnder ota ees 
elimination, therefore, cannot..affect, thear 
Standing .CO pum slle- ar ome duc sa Under "OUI ae 


See DOwe.,. oer 30: 


Tes 


suggested that very broad statutory language, 
directed at the protection of no specific, 
properly “protected interest iwas ii genera boul 
desirable NU AS long “as “such provis VonSteNus 6 
there’ is ‘the “danger that’ they wull ‘ultimately 
bevused Sto “préeventedéesirable comnpecit Gave 
activity. “In “drafting ‘lawwegulanine *competi 
tive Vactivilty thestarcing point tshnowld abe 
that all forms: of ‘conipetition tare desrrable 
and ‘that noi*obstac les ‘should beitintroduced 

to inhibit tconpetitionm. “Onlyiwhensspecrmirc 
abuse sivar eidentitred ysnowlditre guila Glo spe 
introduced to prohibit’ those abuses’: 


lV. ‘Admamrsitrationlot Sect tons 


A. Enforcement by Government 


The Economic *Gouncil reconmended (tha tpsiar/ 
be enforced by governmental action and that its 
“administration! ibewvgiven (to. “the: Consumer Bureau 
or the GombineseBranchitop ther Department. 


Tne Orieinal, purpose Of S 0) appeal sano 
have been to give statutory form ‘to private remedies, 
for the most part already existing under the law of 
torts.42 This section was not introduced with the 


24. Sé€¢ *above,.Ppres. 


25, Séeeesexplanatoryv notes towb1 ll oS. “ine house sor 
Commons “of *Ganada,; 3rd Session.“l/7th Pardia- 
ent, 932 -vlhevUnteiretonnet a cron Act. aoa 
Cae Oe LE T1955 6CGonmat tee, YPOx. V2nd-Grbaey 
jo ke teat Ueda ca Re CW Er 


purposeuods providing for’ the! public” orn governmental 
regulation of undesirable competitive activities. 
Thére 27e) deo tier eos lat onvex tensa vei provais2 ons 
bor thes pronibitionsandyregulationy ofmsuchwactavity 
fand there exists considerable administrative machinery 
tovyentorce WHoser provi Ssionss.  Uniparticular) the 


Combines Investigation Act2® and the Consumer Pack- 
aging and Labelling Act2’7 should be noted. 
iP abieminents Of; the aboveirercrredwtot legis + 

latlone@e tis subini tted” heres thatynowstepsoneedybe 
Cakene comm ere re the: fadministrativon! cof. savy torany 
particular branch) wethins thes Departmentwewiteshoutd 
De, nNoOGeds that both ‘ther:Combaines. Branch? and, Consumer 
Buredumareowareuotesko /PoimthentradesMarks3 Act and 
ATG UGepawea coma laeoatiantanyecasefin whiontet 


mightiuereachganimndesarablecpractices thati other 
legisdactiony mipehts no t.. 


hits? Coutextimtenl chtobe noted, thatethe 
ttadeteuarks Actoisanetrcompletelyiclearson the 
status of the Attorney General to seek remedies 
Or penal pues thorypredcnessot. ats, prohibatmonse 
BECLION. Syhodesone AGT provides that anya pers on 
interested''28 may apply to have an entry in the 
register Struck. out wor amended ton ‘the ground that 


Aorta no ee Cet e coece Bil) Ga) i/o.) dai St 
SESS LON, 29th. Parnliament....19-/5- fTor-proposed 
SX CEN S11 eanemdme nts to Uli Saa Gre eet Cue ll C- 
ments are explained in "Proposals for a New 
COnNpe.litt ono tc y ahora an at ap ees aes C, 
197 32, spep ane tin cmyperotde OTStined eat) es Wom Olea bo 
WES 2 he Psion 


eres Gea) im Cee ee yeaa tS ay 7 


Po. SUELINégdninds .2itoginedudevile wat fomney 
Gengral. otrnCanadar 


the entry does not accurately define the rights of 
the markzowner +) \Alsos) StusZzooratheyActapenmets 

"any personsinterested”) tovappily-for ans order inga 
case of improper importation of wares bearing trade 
narksyivibowererj“s2455) ofa theiActhwhiteh provides 

for the penalties that may be invoked for "any 

act donescontrarye tosthis: ACtHt doesmnotemaketexpnes Ss 
reference to what persons have standing to bring an 
action.sbo ssieek such ~emedtes.t eihor sore aber seeuiea Icy 
it 1s¢recommendedsthatmthesAct becamendedeso sehat 

s. 53 specifically. provide! thatd"any! person inter- 
estedilmilanc Luding) the WitcorneyiGeneraleainaye seek 

the retedivesaprovideditorminwthat ts cations 


Furthermore!p,consideratione shoutdibpe given 
to intFroducine ai sectioniwhiehs wouldy perm mie 
Attorney tGeneralgto? seek tappmopuia teepenalitwes 
béyond “those provided for in Ss. 53 Junichwappeatane 
be directed, tovprivate persons “enhoncing, Ghe Wat. 
In particular, fines should be provided for con- 
traventirongof.theustatutes29 heSuchy penalties appear 
to be, desamabbesiongthose icasesmakthouchethey 
would appearntogberrnare, cin, whichfithetoovernmens 
may wish j7toren#orcel provistonswsuchtas ect ioncy /F 
Orel Os Oi dele Ot eC Corn ty. 


Por examples: aeprovys om ercoulde be, initio. 
duced “Of the, followinesnature: 


CT oe 2a erson.swho doesvany act. con- 
Line PALS EUONE Jn © a ae ee 
Chitse hOUniosc Utley Oo umelin eae tare 
Or Her wor eLliC wiomelel i em—rOr di Time. jOce 


exceeding $10,000 or to imprisonment 
fOWw me tom OlistWor veans.. on LO jpDoeh. 


ag,. 1 appearsadesirable to have appropriate: ven 
alties, yspecificalty ipuovidedttor, sbevonastiose 
available under the general powersinits. (#05 
Of Ene vCr in mab Coden hts Getic, 63 Aer h a Ghd: Ges 
vides for two years imprisonment for a wilful 
contravention of an Act of Parliament where 
no other penalty is provided. 
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By ehelatd Ole pevo: Uther totatutes’ 


British’ “Leocustation has’expressliy dealt with 
the question Of ithe Telationship’ between trade: mark’ -use 
Band? thersitandards! re lating to prohibited “trade“descrip- 
L1ONSsMom I boacadung advert asino.e @ inte the tl egrs fat ron 
prohibatigc misiwleadine advertisine: or trade 'destrip- 
tions *theyto lowing. provision® appears: 


joe tee aopRChatira “Grade? desicni prion 1s~ a 
Cocdee Mar kewiors part “ofa! trade mark, within 
tiemmeaning Of the Trade Marks Act 1938 does 
NOmeprevien taste Lom! beang? a) falisie trade 
Gesieription when applived to any “goods, sex: 
Pepemmic ree ne etOllLowrne, CONdMELONsS vate 

Sa UiSimtce .wathats dee tO" Say i= 


(a)? thate at “could have been awful ly 
appl tedat Omtiey oOods. PET this* ACE had 
mote Deen "passc.e dead 


(bh yrethatyomr the daysthast Act als 

passed tie aa hadcemarkre1chereas 
recusteredMunder “the Trade” Marks Act 
TIS8VOTE Ts: Anus ehtosundicate ar con= 
nectionsin sthe “courseror trade between 
suchwicoodsrand@ thee proprietor’ of the 
trade mark; and 


fore that tChemenade ilatk=as applied 
Pseusecdit omnia Censuch a-iconnee tion 
between the coods and thet proprietor 
otrmitheetrade mark “ori person recis- 
Cerca 1nuerrsecclLLon, 2orOr “tite aieace 
Marks Act 1938 as a registered user 
OLPene tr ageemark and 


ADethaet che person wire os tie, pro 
praetor oftthe® trade markeas®the 
same person as, or a successor in 
itl Ot wtie propiaretor On she 

dave fs NOt Ss passed 


Pee Looe hrade: Descera prions: 2tae, eb0G, TU ObwsG 2 oS. 


HAZ 


34. 


The »oPackaging+and elbabel ling, AGtasshais@ ) 
provides that the Act applies "notwithstanding any 
other, Act. of,ithe.Parluament) ofyCanadat i Wiet\s wel 
the Combines Investigation Act misleading advertising 
prohabations, are fbroadlyredratt edeand vex puess meme rence 
is made to the use of trade marks354 in section 29 of 
proposed, amendments to .thatiyct.b (cher iprov lsd onsmin 
these two Acts then, do or will appear broad enough 
to prevent the use of any defence to a charge of mis- 
leading -adverit rsingsunder either Act at-thatyusietiwas 
being made of a trade mark under the Trade Marks Act. 


Vv. Regulation of (Restrictive nlyades Pyactreesriane 
Trade Marks 


It,has been stated in thrsapapertihat ie 
Trade Marks .AGt ishouldenotpbe athe smechan sim news Lie 
covernmenta lL, regulation, ofsuntal naor sane stave time 
COMpPEetltive practreesmevens Inked atongtomtradesmarks 
themselves: 4 4lt iS: <impontan tigtha tastmade snares 108 
provide a, shield. tosprosecution, undempthe jeompesreron 
policy statutes and thissappearss hophavenbern panabent dat Be 
accomplished in existing or other proposed legislation. 435 
Ltiyis recommended) hencwithat qthe «detain itaonte Geen, 
substantive anti-competitave, offences ,- thes admanistra- 
tion of sucha statutory) provasions and thendetims tien 
and seeking ofpappropraiatesremedicspaldbremai new Ethin 
the sjurirsdictron ofjthe scompetitiongs policy agnintTs- 
trators” 


Howevena rt 6Lerence should) hbermadenans Phas] context 
to the recommendation ;made abovenconcerninmesthed dis- 
closure of ‘data; concerning, the usesof trademmarks by 


bee OoOC Ud Olly cole 

52.  oCe Bild "Gri 2 s aboversnote 26. -scationsms0 oc. 

33;..-Combines  Investiagatvon AGtessif 29268 Seeebrer C-227. 
See 4c i 
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related persons. 34 thes collection of,.such, information 
1S €ssentwa lator the, development and monitoring jof com- 
De LAT bom Oder yan arethadavom orvthe, use,-of, trade -marks:. 
Phe PLrowsapn Weqcuitamne the, statutory provisaon-of 
Ssuch data and the actual collection of it however, 
should perwathin= the competence,.of, the adminis tuators 
Pi Viion water al homeo LOT acgminietrative COnVvellenice. 
the administrators of competition, policy. should, be 
closely consi ted..in .the,.draftinge of, -the-reculations 
whichywilhespecity, the.anformation.to,,be, provided 
Linder Seimiess sre quivremen t,. 


wl. «Research. Function 


In SUtSe study Jot: intellectual, proper ty, the Pconomac 
POUnc ir eoommended, the. tormatiom, of,ca: fi Pol icy 
nO LS OVvivoncs Phannane Group. Which was described sas 
fan Site) eh i-ohescualeiay (2 OOUp, Wiebhe expert lLsevin..economacsy, 
Pechiold OCVve.. ands claw. Porevaliuate. the johtiects: of, anted- 
Pectualsproperity. thaws: c.andy,to do meseanch, with, new 
HOlCy ep 700d Cl Sands advases0Ur, positions aor ianter- 
Mational, negotiations’. 


has mecommendat vonweflects the, ancreased aware- 
Peo So MOieebiles UDNMAC sl Cenests piaspects ot snte leecqbuad, 
Proper ty ,uande alsothe datfiicultaesswhach. a- rapid 
Pate.01) technological, change, poses coradevelopang 
Peo1s Latron, ands podecy, and. the crowing beliet, that 
aw, ret Oty iuSst. Des as-cOns tant. process, wisth: specaadr 
med. permsonnelachamnoed wath the task. 


Lt. 154 perhaps: inappropriate. to) detadal. any 
Bec OMMesidat1:0N4 01) atLias) Matters her enexcenp ty Lo. note 
Brat scholLamily, analysis od 1ntellectualepropemnty 
problems in Canada does not appear to compare with 
Pree 1OluneC+ Oc nesearmch ame the United atatesaor 
Buropesi. lhe research, vwndertakengam Canada, is 
PoarocelyT ane. pnoducth of tan) enence tac ypr acta Sono, bane, 


BE Oa A DOS,” iin Lbs 
fae ety Reporerat) pp. Sys. 


eed 


but**the: focus” ofsuch*® research=iia yynote satisiy dF 
needs. As well, the difficulties encountered in 
preparing “this! paper? appear ‘to¥%contirm «the mecds 107 
ai research vroupe ot. the nature suggested by “ther lec, 


Vi Joe Crampnral Code Provasmons 


Certain Untair. trade? practices anvolwinge the 
use) of "trade marks -have 4for atnunber “years been 
found as“ofrfences? under the: Criminal -Codet- %sectrons 
36458 S65)and’ 367" provider anvottiencemforgruncw: or pemay 
of a trade mark, and, Section 306) providéeswanorrence 
where a person, with antent to decéive or defraud 
the publac passes off otherswares or Servicession 
thoseordered or required’)! Sectvon 368 tof) 7ihe 
Criminal Codes provides: thatvertoisvan offencemtro 
deface a trade mark or to use a trademarked bottle 
wiethoute-consent) while Sectiont369. provides that 
sellunec' ‘reconditioned ‘or remade goods: Dearing the 
trade mark. ‘or *tradei name ofthe original producers: 
without adequate disclosure constitutes Vaneror fencer 


UReSsees ectionse lay, ret lectett hers taGel oan 
law in an earlier period when trade mark owners 
feared* there, werermnomadequate private semedresasco 
protect shear ai teresitseands publtvesto ft acisaese tbe: 
iveved: Suchi prov tsions) were: necessary: tor provide 
for public: protection." 9 However-.am the daehoror 
the ‘extensave= powers® of “trademark owners *to*pro- 
tect their own interests’ under the Trade Marks Act, 
and invbthies * liehite io thempower sce meny tow ticits Gaerne 
Genera Pan nGiempresien Gerald 4proposeds"c.0) seande sane 
powers available to the government under such legis- 
lation as*-tire}*Combanes’Act.- there may be serious 
doubt-that-therem as tany* méed? fom these seetmons: oF 
the Codeli eiConsequently,-at. ais) recommended® that 
the matter of removing! these sections from the’ Cade 
be’ referredi‘to-the Department! of Justice for), cons 1aerme 
acd OF, 
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GRAPE CER Sb VEN 


IMPORTATION OF TRADEMARKED PRODUCTS+ 


ie The Problem Defined 


thet paraklel importation" -problem=reswults from 
maenconeurreneruse rot “identical “trade marks) on’ the 
same type of goods by a foreign and domestic company. 
ROnethespUrpescs OL discussion, assume an example in 
Pitch tie moods are produced in France by-CGompany 
and: are #purchased “and imported into Canadanby*Gom- 
pany B. The goods are produced under a trade mark and 
bhestrade mark’ is validly applved ‘to’ the goods by 
Sompany. Aan France sunder«French “Law. “Any“other 
Eompany., “e/g. , Company Cy ‘may apparently purchase 
Bhievgoods from Company A in France “and import them 
mcoriCanddaeioriresale: 


Howevew “Li etherrirs t importer sCompany (by ss the 
registered owner of the same trade mark in Canada 
(possibly by assignment from Company A) then by the 
trade mark law of many countries, including Canada, 
eompany B may acquire a monopoly*to sell the trade- 
marked goods in Canada. The importation by 
monpanyoc His eanvintringenent uof itheY trade mark rirehts 
Hi. Company B, even ifthe goods are “genuine” goods. 
Benuine goods are usually defined as the same™type 


.. inmeuropean, lateraturestherprob lems rer ermedsto 
heme .aneottLensterned. pana blelenmportacton 
probLensy w+ Tite), importa taonmdis.! paradated (aan: thie 
sense that trademarked products are imported 
ite ta. country bytothers than sthoset@authorized™ 
totdo "So bythe trade Snmarvkeownem invthat country . 
Tims there are two "parallel streams vol inpor- 
tation = one approved of by the mark owner and 
One Nol soOl.approved:. 
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of goods ‘from «thevsame manukaeturemy bearing tine: same 
trade: mark ,swhich! mark the iforeignemanufacturem has 
validlyappl edn those tthey wood sttheemrouucesnam myoike 
country of produciion: 


There).are variants) wipthie tbasitc prasiewisomne oF 
which are later considered, DULL Lor puLpose smu 
discuss1 on thes can beittakensitol bes terial ss3 
SACL Uae VOM 


The problem arises in) that. this monopoly power 
can work toxrthe, detriment of, tthe sconsumery in that 
the prige: of coodis; mayyqbie. higher tin! ith epic oui wow 
importation, [Canadas tnarthes example thamy WouULdrseocas & 
were there competition in the sale of this good. 
Praocerdiftfenentiation,,. tthe, piriacharces 0 fGharo.1mo 
ditterents:prices for ident ioads,cood Ss, min: tdarihiherent 
market's] shas: received) substantially economcesanailys 7 5. 
Theil higher price anpionie jmamket mayjsotetem Dbejstiie 
resul tot, ajmonopolirsturc posdita ony pohe)i sie dher eno ys 
in.ithat market. dnordeszryct 07 medians stihey biloiher: 
profits, meswitang, inom pyice! das cy amination. ase) is 
essential that the seller be able to prevent the 
goods: or) services mirommthe lowermpriced market being 
trans itexrred) tor thehreher i pawce de manke-tmp jas Gio 
sellers ipl themexanp Le pehisaimeansitha t athe tnace 
mark owner in Canada must prevent importation of 
the same -trademarked, sood from. other, countries. 


It -theyuprlice, duchterentiedy bet weenie Woy Colmer es 
isi great) enough »ithemneswadlt, beyaneincentive, for schagd 


Lt RODinS On = J)0.dn-BGOnNOMICS Of ImperteCe Comper: 
CLOW a oO ole pic teOe Une: 


See “also, Kkestrrctive. brane Practices Ummah Ol 
Reporte. on Discrimimecory Prices Pract. oc sm miaieie 
bY OCONye- Trade Depa tien t= Ole tobe ce cn us 
195364 ppl Spee here Cn er OLreie catia lot's Over Tee 
discrimination practices in the domestic context. 
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moar tileset oD yercoods fmom: jt he, hower-priced).country 
mand import) them into the, higher priced country. Thus 
mthe incentive:sto ampomt, and the ‘possibility «forthe 
mowner of the! Canadian trade mark orights cto use Kis 

FP power to exclude importation and so to participate 
in international price discrimination, depends on the 
| availability of low cost sources for the trademarked 
m@products outside Canada. 


| HO nosis couniinle set heytriade mmarkriehtiswwail Js be 
_owned by a single entity as in Canada. Consequently, 
| it might be asked why some countries outside Canada 
enight have Lower prices for the particular trade- 
marked products even though they have "monopolistic"? 
} trade mark positions just as Canada. 


Even) gaui i hesdtrades mark) a.styownedsiby! -one, entaty 
Bin each country, the price of the same goods sold 
|}under the same mark may vary from country to 
mountny. » ithe) reason iappears. to be thatthe: price a 
|monopolist can charge in each country varies. Con- 
-sider for example, stereo equipment manufactured in 
mJapan and marked with a famous trade mark. There is 
| by virtue of an assignment by the Japanese manufac- 
murer Otjite? tGradcemarkiah ohtsrnim)'both countries. 
|}exclusive dealerships in both Canada and the United 
Becoates.ah Vet orevem mite takings into accoun tthe 

Se cte reir ¢} instr anspombart voniwos tse andvatar 1Gt sesthe 
American price may still be 20 percent below the 
Boanadian price. Why does the monopolist in ‘the 
mnited opates; note extnact from the: pubdaic “as: higher ia 
‘monopoly profit per unit as the monopolist in 

| Canada? 


i . Notewtnetestrictlysspeakine the monopoly only 

| extendsamo auhe msex.ofiuthel particu am trade, mark 
With wi particularity pepotr coodsay Paityas) nota 
monopoly on that type of goods themselves. How- 
ever, where the mark in question is owned by a 
Jaree supplier in the internativonelomarkets. of 
that type of good, there are implications not 
simply for the supply of the good under the 
mark but simply for the supply of that type of 
good. 
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One reason might “bewthati 1m vuhe *Unecedss tare Ss 
there’ 1s more*donmestLe productron- or stereo equ vpmemt 
which competes with the Japanese imports; so the 
seller *of the! Sapaiese iproduc ters (chanegaieetire 
highest) pytice and) extracting ‘the Hrgehes.t Monopoly. 
prot PE poss mb leGny the tn needs Gat 6s). al Nex emirayt be] 
a difirerence ain costs, 1) The Amer lean) prvce maybe 
lower because the American retailer, as a result 
of +the* Targer volume of sales, can’ buy "the product 
fromthe: Manutactur 6ri tat tarlowe riper 1iiencosesmand 
can provide tadVvertisiictfand™s civ re ingrea tear ower 
Per UME feu.s te 


The**questaon! raised ‘as whether Canadian strade 
marks “should” besused™asmal:pr iva Vert aaa ao 
Prevents impor talron “from ’SuEeh lower Cost-=sounces. 
bt cannot ber conc Midediwith ic enbaimeyrichateneive 
eliminataom ofthe strademmarnks barrier co“ iipomea. 
tPonswould reduce mthemp rice tothe tvanedranrcon- 
sumer ” “Toepresent the «pr ice *ditterecntaaies o lenny 
as a Mune CLONM Om mMONnopoOlas ti Gepriacemseobanovis 
Over lyris Impl red nil twas *notedeabome ithat the 
lowe rep race Sin. whe? Leneipnsourcemimlay Tremrece 
lower ‘coststisuch*asiariser irom “economies, Ome sea ke 
in’distiibutiion. » Inaddat ror e-therreasone a” timed 
party’ Seiki ng wins Canada tcan"se ll below tiietapsaic Cason 
the»exclusive idealer inthiGanadatis eehat valvehougne ne 
is "prepared (lol chargesas? hi ghharnonopoly® proimi.teras 
the exclusaw ettdeal enisiheminaya not ibe. amen ine 
Similar costs ior any “cos tstatva Wigwarthirespecteed 
advertisimorand ssiervacing” Pe Canadalovwer ete. nepaicce 
less of the tredsontehoni tthe (pr itee <darat eirenr taal 
the question remains whether trade marks should 
PrOnubit py thestr ces lowsObenroducts sand -potentiaL 
economies which consumers might realize. 


The’ questi om ultimately tunnsion. “the ‘question 


of thewpropentiunetionvom tradevmarks whieh im 
turn will determine when a trade mark is being 
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infrvingedser +The ditierentuviews~ on, ,thisy»point within 
Lhe .conbexrt fod ypardileciyamportes »tuat tons ican -bexsseen 
Dy -exanining «the Law Ofmtanrous, equntries:. 


fll. The Present Law 
fe Unbrea otates 


Poor vom oue 2. UNere Was NOopLlonuiy. jlon 
mMeaincstmpavausecllamports inathe Unitedustatesey| The 
principle, Matialdlyp,establishéd)infApolianaris: Co. 

lv. Sche er4 was that one who purchased the exclusive 
rights in the United States to a trade mark identify- 
ming imported merchandise:could not prevent the/simpor- 
‘tation gudwedle  Oyrapcompetittornof tidenticad merchan- 
edise bearing the same trade mark, if such merchandise 
had been legitimately acquired abroad. Ene denying 
fin action) for infringement, the Courts stated that 
the pUrpoOseyot ‘theytrade marks statute was /tompros 
mect the public and to prevent anyone from importing 
goods with trade marks which were not genuine. As 
long as the goods were genuine no action existed.9 


=. «27 oF alg “CSDNY 1896)! 


i Fredgps GuetscusManuracturing eGo .ky.ohoening 
| ata Sok be US08 Cond AC in? NP O10) 


hunyadiwanesL@OppenatTronrcv mo cOecen, Zo aet. 
SOT AGZ ia ae i i027 


eens) 


In’ 1922 Congréss’ enacted section’526"0£" the 
Tariff Act.® That! séctionrinteon7Funet iron’ wrth 


6. TOPUSE SS 291526 ETO 57 | 
Merchandise Bearing American Trademark 


(a) )Importatron% prohibited? PItoshall*besthlaweul 
to @mMportsintSqths “United “States any s*mevenanaise 
Of -£OTe LON “Manufacture dit suchemerchandwse yor 
théedlabely Ysiton, Sprint? packace Vwrappersysoe 
receptacle ; bears a0trade°mark’ownead'by a2verii~ 
zen of) or vby a-corporationwor assotiationereated 
orbofeanized within,«the UArtéedvStatesy under 
thenprovesionsvob’scctionseslslUS soem litges la, 
unless written consSent'of the owner of such 
trade'markris produced tat#the time%o£ making 
GNntry. 


(b) Seizure and + forfei ture ssahny*suchemerenan= 
dise=imperted@into*vthe Unrced statestwaney rola 
tion of the provisions of Ghys section Sshai® 
be* subject: to’ seizure and forrerture forty. 
lation of the customs laws. 


fey Inj unctionvand*dumaves. @VAny person cearing 
in any ‘such merchandise may! bé enjoined from 
dealing thereinswithin’ thesUnited States -oremay 
DE-TequiIred@to "expos teor=destroy Such we.eran- 
disenorvto, remove sor vobla tenatve (such itrade snark 
and shall be liable for the same damages and 
profLres provided™for wronerul use ora trade 
Mark, “Under the“ provisicus. of sections “Si-10y 
Of Title foes oto ote ose a Oe oo 


section 42 of the Lanham Act of 1946/ provects ithe strade 
}mark owner in the United States from the importation of 
martichkesebearine sthemsane ‘trade mark Pegardl] essi of 


Laniiam eXet 2 5s'2 OZ 


Noma hii cle Of imported Merchandise which shall 
GOpy al Simulate he name of any domestic manu- 
Boris OL Matta COU In. Ole ULader sn Or Od, aaLy 
eeu Ley VO rade SLOCa Led Jit ave Gr Gr oT) 
Sutras. oy CLeaty,. COLVEN tl Olli. Od) Law 
PPOs sii kaT pra videves 0, Citpaens: ot. ithe 
Dies ona Le See Ole Wied tu Sli tl, COD VasO tees lar e 
Cer iLe wih Couns LoL.) aC COLGAN Cee WEN ee 
Duet Oro sOn Btn S.Cuapt en. Ol sSidd 1 bean a 

Came Oteiat GecalCiLated CO ti nducemtne pub Lc 
Pomoc ley ctiedthevartiGler 1semanuractuned 
Mites Nrneted otates...0ry that, 1ty wis; manutac. 
Cee Oe Ibo vebOue ln COUN Ly. Olval Oc disiiye O Gilet 
Pale ic COlmeny Olt plore ltt Vein. Wiel iaae 15 
ioeocat, Maeda CU ted slid Jae, admitted. .l0 
CWidwendt ey CUS OllOUse Ole tile, Ui Lecuotd Les. 
Aiea OC Ta COp Aldw Che: Ob. TCe Lr Sr 700 utile 

CUSLOMs. iC UO. 0.0 pte Sa Ota Ps teLOnl, ally, 
domestic manufacturer or trader, and any 

LOLCi Cn Mali bacuuT er. OM trader. WilOlg) Sigel = 
TiChed mndeisat heepLOMmis LOS sot a pired ty. cons 
el) ads e Chloe dite Onl. Ode or Comen), Die GWeonl 

ti Cee POdraa Lab e syrdiidrsalyy 0 El 8 Ty COUN Uva LO 
(ihewadvantawes at tOrded DY Maw 10: Ca tzenic 
OPotie nited \otates Invrespect tom trade marks 
and commer Cal Vanes. May Tequice wisn alate atic 
Pes Wem. saliie Loe allen Od. ables lOc Witae n. wide h 
Nis (OOS, alee Maniitar tired. onda cConvwsor Che 
CETTIT Cte 0 hy Ve ONS CLAtsvOM On lise tage say kK. 
tesued tne aAcCcOTdauCe Wii Che DLrovisdoOns Ob, TLS 
Ciaprerss CO ,.0e Tecoraca to books Which sha liivbe 
LepiestoL this spurpose 2n- the Veparenent. Of nie 
ifeodsury-Uunder-Ssuch@=resutataons as the Secretary 
OL sthevireasury shal l@ptgescrive, and. may furnrsn 
to the Department ftacsimi lies of has mame. ‘the 
Name OT vines Locality si wowen Sis fooods. are manu- 
factured, or of his registered trade mark, and 
PRerenponsthe coecretanyv0f thes il negsum shal. 
Cavec Nero re nOre -COD les) ©. Lhe poome so. De strains 
Wa teed to mach: collector or of wer proper oO. ticer 
Oc Ce Sons.) kl Oo eo ah imme ae Wah OS ik 
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whether they are "'genuine'" goods and the trade mark 
was) validly applixed: bythe foreign producers this 
legislative enactment was clearly a response to the 
early policy established by the Courts: (One esctud,, 

of the history of the Amendment8 clearly demonstrates 
that '? ..sSithe, soles purpose of the sectnon gids peo 
prevent the fraud committed against American Citizens 
who had purchased trademarks from foreigners if the 
latter then violated. thetr contractual ob livabions,.. 
Prioriito thevamendmentrthesCour ts” Wade sec tires 
instructed plaintif(fsrthat their remedya where jeune 
fore1gen producer of “Crademarked) goods) comtinued, Ge 
sell, totothers torrexportueco ties, eo piece a mmc: 
clusive assignment to an American company of the 

U.S) trade mark rach tsowas? t0sisUcy Ore nea iee © 
contract: andy they ‘comldinotrexpecitmther trade womks 
legistatton’ Cog esmore, Upge Pheri contract, 1 ro ine. 


Not only, was tire) tects lative@anendmenty an 
attempt to, protect, the trade marwedssioneecs =i. 
terestsp to, tiewexc lus Tonwor publ sOmrtGOllstiiic™ 
Interest see it was to protects Amer team wile he site 
£O° thes excciusd onew fi shor emo: Tin Peres Gsen sali em cet ea 
is dramatically illustrated by the fact the Bureau 
of GuUSitonsHImeadmini stern ca themsect1 on would omy 
excluderivenuinee Lore ronamenchandiuse t11) the 
American trade mark owner was an independent 
American owned firm. milhttherowner of sthiesuirice 
Statesn trade: markywas san fore ren, farm doingepusuness 
in ‘thes UnwtedMotates ort a) forejenm comer ron cam Ln ie 


si Atwood, "Import Restrictions on Trademarked 
Merchandise: The Role of the United States 
BUYTEAULOLLeuUsS toms! LoD UNe” oOetl. Mane Ut 
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the protection was not available.9 


Government authorities became concerned that the 


Bprovecvromsoinrercdy by ISectron 242 icf (theslanham Act 


Sand sectiomw S2620pitheTarirt Act would iprovide ‘the 


means for international price discrimination. In 


mole sucn example, tne members of an anternat onal 
ecancey- avreca rtovemploy the’ same trade mark, on ‘all 

| their products and to sell exclusively in the terri- 
McOLy= iiiewhiecmncacm possessed thet vaceImank sr ughius’. 
=e ihe’ United States Supreme Courtheld ‘that«thewtrade 
i mark rights of the United States registrant could 

i not be employed to justify the cartel.19 Concern 
Pwith market segmentation practices through trade 
mark law ultimately lead to amendments in 1953 and 
1972) to the regulations funder (the \laraiiiAct: 


| 9. ibis SntenpreGat von for eseetron vs 26 iwas upheld 


bysetheeCountsvansthe pendume cases, the JCourts 
finding that letheuderendants were pantsinof va 
Single sinternac1onal enterprise? (and athus 
OMe ieee Ol a OMsocdy eral ceo c “OMly = Colmar tire 
companwes snoGvut rliizetsection 2526), but tthenr 
use of that ‘section .wasi°a ‘violation of isec- 
Gromre270 Brthe tsinerman rect. 


Use Vecler ian Ince iett alyitS Ssh reoupp ame" 
A 7 OTEIMEReS TOSiey Dena PO 282)2°S SUSD NYCI 9G a): 


Unfortunately the idecision did not stand as 
Glearlauthorityibecausetat ithe Supreme cCourt 
level fathe Wustice Départmenrt tha d otivess ust 
dismissed (with prejudice tagainst ethe Govern- 
ment even ‘though the trial Court had ruled 
im the Government's favours 


(10. Timken Roller Bearing v. U.S., 341 U.S. 593. 


While’ section: 42 of Sthie [LanhkameAcGsandeseoeronnas 46 
of the*TarafivAct’ of" 1950"mgk eon law rene eo ee 
genuine goods without the consent of the United States 
registvant psthe iregulatidns nundertthe? Aetreind eae 
that’ the’ protection tof the aboue [sections Wis” not fave bs 
able if the marks are ‘owned by related ‘companies 97 that 
ses aie 


(i) Both ithe foreign and the-US)tfrade 
mark ‘or "trade iname arevowned biyythe 
same iperson Lor  DUSIMEeS's MencCicy 2ou5 


(2) The foreign and domestic trade mark 
or trade name owners are parent and 
subsidrary icompanines corfare others 
wise Sr SK, to common ownership or 
controle! 


"Common ownership" is defined as individual or 
aggregate ownership of more thantis0 percent tom? tie 
businessventity, while “common? control” tiuscdeBimed das 
“effective icontrol? ini poliicy tandsoper at tone amd fc t 
necessarily synonymous with common ownership." 


In ‘additilom, .pretecttonel's not tava lebkte fan 
therefore paratlel imports icanne habe bar ved ap a 
foreign producer has-been -authormzedubyithewmmernrcan 
trade-mark owner ‘to: produce’ and’sebl goods* abroad 
bearing ithe weeordedctrade mark com trade name ihere- 
fore, where the American trade mark owner and the 
foreign firms employing the same trade mark are 
related companies , .or where ‘the American «firm thas 
licensed \aicforeten firm ito suseiithe «mark » oerchandiusie 
manufactured and/or distributed by the foreign firm 
bearing the genuine trade mark, may be imported to 
the UnitedmStates by anyone im any quantity: 


Toe UE Oh. Ran iS Gi) eee cree Geer ce ae 


D2 Cel CTR Gai eS tee EhOo wala los 
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B. England 


The “basic coh armed law was established a 
Dunlop Rubber Co. Ltd. AA (Bo oth ands Cot ied: 
‘which case was a aE iG parallel import calla 
The Dunlop tire business was conducted by different 
mcOMpulie s: in Md Lercie icountmires 450) tha tthe eng Lish 
/company owned a number of trade marks in England 
fand the French 'Dunlop' Company in France held trade 
}marks in France which were identical with the English 
| trade marks. The defendant French Company was 

Be Xpor tine Pilopeur tare sy te) England, whch for 
mexchanue ware measonsivwwere Sold aty 5% of the price 
Pi poelvreie PUnTOpYti ress! Therplaintrer English 
mecompany brought’ an action for infringement seeking 
Zan injunction against the practice. The case turned 
'largely on whether an injunction was the proper 

mm cmnedyeands the) question oOfantringement was? treated 
moby the Court’ only briefly.’ After setting out’ the 
msystem by which separate companies in different 

me OuntrmesPhad tidentacaly trades marks)! the: Gourt 
miatcdaesventoOllbowssiromethat)- that«a,Prench+ Dunlop 
|tire having upon it the trade marks which are 
(identical with the English trade marks cannot be 
‘imported for sale into this country without infringing 
mhe English trade marks.''15 


| 


Thustemmiaker thes carly Amerveans Cases3e the 
english courts adopted the position that any impor- 
mcation* not done with’ the’ authority of. the’ English 
itrade mark owner was infringement. There was little 


ms -(192biee43 Ri Pi Cum 1394 

114. The companies in the various countries were 
apparently under common ownership and/ control’, 
Depeche veawereaitre batedygompaniess':: 


m5. vyek sit. Jesz 


discussion of whether the goods were "genuine'"1® goods 
or whether: thes publaicjwas beasge? deceived.) ase liane 
American: cases: ) ihe:-count «did whowewer us'tacejsthat 
English) consumersiima chtybelteme. these) wenet bn olaisi 
tifes«qcjhe;-Ened ash charess Conitas nedesthies amseip Gio 
"Made, anjbngd ands) wheredswtheskrenchs tame sada dao: 
However:,! there! ust aor ind leatronithat) Nadt ithe mrenmch 
tires in laddition ito:thes; Dunlop tradelmarh, icontarnned 
the: iwiscraptivon:dmade: ine Framcews tivativana ad iia cient 
action) wo ui.ds nob! sitaldecxnsit., \lhes basher proposer Gillon 
in this caseshaspnevermbecn: reversed) on Varredeaye: 
trade mark is a national monopoly and unauthorized 
impor tatpon..of; coods: ‘bearing thersamesinadewmanrk Gi 
prohibiteds 


Ce. rrjCanada 


The: Canadian: courts have interpreted! and 
applied trader;manksilaw “nia simabaremanner togone 
British» counts: on itherquesitionyofeininangenent by 
importations.yeA) leading cases nis Reming tons Randa iacd:. 


16.9 ha Sohermacans be -conthusi ng. iy Ingmosithot aie 
American.cases,,and.in the. example ouvenvabove 
at p. 18! there was,onesmanufacturinessource 
of .themipoodspys Therefore, 4 aids off theypoedsesoid 
whether mported» byp thestrade: markeownex tin? the 
importing, country, or bynisomerother) person .eame 
from; thes:samea productions source ‘and.presumabily 
had-adentical qualitiesseuAtetimes, thewterm 
ecenuine,goodssmayebe, appliedy toy anyesoods 
properlky.marked (in theirscountry sotamanucae- 
turing origin,with «the stradeimark’ in question 
byetheslocad tradewmankyowner wuAtvother times: 
the term mayybegappiaedyto goods; properdy 
markedywa tha the/ tradewmarkean) theirs countrysor 
manufacturing origin by the local trade mark 
owneryonlysifythatplocalymarkyowner is “related", 
L,6., under the same ‘ownersnip or contro!) cor 
related by trade mark licensing agreements to 
the owner of the mark an«the country of ampor- 
Pavions Cee r below. pts. 


AS We 


Vv. Transwomld Metal Sco. sith tba’ Sty “tat Casevittie 
Canadian trade mark was owned by a subsidiary company 
aoe the Ussi? parent company. ‘The: Canadian mark owner 
simpor tedtelectraucwshavers’ mader py therU2Si2 parent 
Ecompany marked with the trade mark.’**The defendant 
imported the same type of shavers, marked with the 
trade mark from the U.S. parent company which was 
the owner of the:trade mark inthe WSs {The court 
‘held that such action by the defendant constituted 

mm “StrOne prind dacreccase OL tnurangemenu. = iher judg 
ment ci ved wrlthi approval ther Brita sheiDun Bop ‘case’. 
‘In his analysis Thurlow, J. expressed concern that 
'the consumer might be deceived in this situation 
min that “when the purchased ‘a shaver: marked"with the 
trade mark imported by the defendant, he might well 
ibelieve that he would receive the warranty andeeser = 
ivicing supplied by the Canadian trade mark owner for 
eehe shavemsratesold whenin fact, herwouldrnot. 


| 
| 
) 


| lnpmondéerstrorsitherCanadwvany tradeiimark! owner to 
isucceed in excluding imports, it 1s necessary that 
lit e Sitaibalaish pehatint “as? al separate, Wier -entictiyec. com 
ithe possible sources of imported trademarked goods. 
mf one conpany,) for exampleiial particular US. incor - 
porated company, is the registered owner of the same 
mrade mMankan Canada, ‘thesU, Sid Prances,) -Brutaumsetc.., 
mhen thatecompany! isithe’ "source! Sof all tgoods 
mproperdy marked by it (through its» branch plant 
mperations cinsthose countries) with the tradejmark 
mn.those «countries. | Therefore, that «U's. company, 
mouldmMmet exercise itsisrichts under the repirstered 
Boanadian trade mark to exclude importation of goods 
mrom other countries where that’ company was the mark 


M7. 211960] ExieCaR 463 


The! casetdid: not’) decide ton’ thesi1ssue- of/anfringe- 
ment but only upheld an injunction issued under 
SoC Oo erotic: alradey Mal ke. net Fiera im ona. 
determination of the issue. 
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owner and had placed the goods on the market under 
thetrade-marnk.;hiSuch goods. [coman? str omethes cote: 
countmies; come: fromsthe) same) siourcel>, jigxenay thie 
one: U.'S so:ncorpoeratedjicompanywes) aspanspminidujcaited thy 
the, Canadian itrade: mark’; Therefore) thens: ks: m0 
deception of the Canadian consumer when he pur- 
chases. such impor ted: products; under (the itrade manks, 
no matter who imports them. 


Ther, neces s iityerntom: jayids id pet icuwlt acess erm 
establishing the owner of the Canadian trade mark 
aS) a4 separa ter clegal: tentictyisbron, thes mankKiownens 
in other; countries which; may be,<sources) 0fpimpor ted 
trademarked goods is demonstrated by Wilkinson 
Sword (Canada) Ltd. v. Judal8. In that case the 
parent English company had been manufacturing and 
exporting razor blades and other products to Canada 
from England sforfisomeitimes; Mheshnelaishpicomp army 
was the registered owner of both English and Canadian 
trade: markss« «The, English; parentiicompanyy themineor 
porated a Canadian company, wholly owned by the 
English parent company, to which the English company 
assigned, its [Canadian -trade; marks ..o lt was appar- 
ently the intention of the English company that 
the Canadbanr:subsiadnaryowouldiibe: the? sole wmpormten 
of the razor blades from England.19 The defendant 
imported razor blades marked with the trade marks 
from Eng land:fwha-che'Diades, wenerithe, products: (otn the 
English company. 29 


18... HaleO8ie:2a Has] Ged Gesell f Cece aRe = sh bens stings 
Partes.: Cla 7e/eue heey rads op Mapdemurvas Brecidlis 


oponting sGoo0ds) Cos Wides Gosia) Or Gauge 
(2idt)\y 2 8 pCR Ge Ast) 


19. “In tact’, the Canadian Subsidiary Dewranget orimpor t 
blades in a semi-finished state and completed 
the manufacture of them in Canada before sale. 


20. Which dtr ‘seems pair tol assume,twere: 1demracal 
Or nearly ndentacadstiabequatintd ese topthose 
blades imported and sold by the Canadian sub- 
Siu Waa. 
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| linypressitiguan pniramgenent acti onjvagainst 
|the defendant importer, the plaintiff Canadian 
mesubsSifsary,¢ andy the detendant, agrecd: to, argue tthe 
|case on the basis that the Canadian subsidiary 
-company and the English parent company were not the 
Bsame “source! fomttrade mark purposes. © lf sthas 
mwere not taken;«toiibe *the) case’,iit.e., af the English 
'and Canadian companies were regarded as the same 
mentity for trade;mark purposes, ‘themampomtation 
efrom the English company could not be infringement 
|of the Canadian trade mark rights. However, as 
mioted inspite: das cnssiiom, ofp bliss ‘case; iin thea -Chapter 
'on Assignment, in arguing the case on the basis 
ethat the Ganadwans andi Enolash' icompanies' weres dit fer - 
Bont Cnid Dues tance tava ~unenemdhad; ibeentmn: assaonment 
fof the mark from the English company to the Canadian 
scompany, the plaimtaf£'seregistration ofuthe mark 
'was found invalid in that the assignment had caused 
Bchic Mark joomMes en at spulus timehivenkss: 


Da suropean: Coumton 6s 


In Germany22, Switzerland*5, Holland24, 
|Franceé°, and Austria26 the courts have denied 


/21. See ubLootnotetZs Berane? &Geeat DRO SSH 


me we Peecielon OL January 2c, 0904 Wi tle, Maio iCa se. , 
1964 GRUR 372 (German Federal Supreme Court) 
mis T OW Otel yeaa 2 eho s Lila Ue ew O eC 5 cu. 
PU OomORWK Tile, cua. 


mo. aveqision on Oetober 1 rhel 96k Sint thesPolxeor 
casermelook GRUR' tints «2)2: 


m4. Grundig case, 1957 GRUR Ausly 259. 


mo.) ects ton jot lpr hlieh7 s4h969' 1n Sthe thertine-Radio 
| Basen (1 97 0FRUR DAS eS: 


6. Deersion_ot sNovember, 50, 1970 in Agta-Gevaert 
Bieta ve ooiak: LOkT -GhUR. int 92, PlCey oy. 
240 wirthsecomnentniy yBen ex: 
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claims) cof ;trade) mark sinfringement ‘against parallel 
importers.27 There are a number of principles behind 
thiss posriionk 


Cah 


a Se 


Gadi SExhausta onthcot:t radenma rie meen ss: 
thei jtrade .marxkicnaigh t% wish exeaen sicd 
ait st here Le Of. 11, Caeatl, @anmic wile aon 
ofscoods <andjasuthereby texhausited® 
Once trademarked goods have been 
narketed,: subsequentida strrbuti on 
should not be impeded by trade mark 
actions). silhewtheomy? of exhauscrvon 
UsebasedVvupoen, tans (© balec taviesat ale by 
namely, the) initzal marketing: of 
they. coods ands no tyupont the sub) ee- 
taiwv-e) ant ent sotérthe? tradepmarkpowne yy. 
Add «county resi, anciudanes Canada 
invardgabikywapplyesuch? a ‘theory. son 
a,purelLy sdomesticel eyieds, aumyen >). waeehiitn 
the, country, i ¢htspapp bvea Bion onean 
intennational.scale ise moresd1.ciae 
GuLtis shlowever , pitysear cued? that 
where the trade mark owner in two 
count@maeseusatheum'samets 2o-then 
distribution ysetscoodsmincdes, thes trade 
markylexhausitss thestrade smarkariteles 
in sbotheeountreesa.7 Theneho nes tinpor., 
tationpotesuchscoods may emer ce lysitake 


pee Belen lerritoriality Ot, lrademarwetaweand 
Ingenna tional ei rade 401 O40). plit., Rev. elie. 2O pr. 


and Copyright Law 48. 


Werte ie Wether eE Linen he: Ofer Rell 100 tam iaty elit 
the Trademark Law of Common Market Countries" 58 
HM Bike te? 5 OF 


Gastrodale, “lhe Current ‘Reconsideration «in seurope 
of Trademark Protection Available Against the 
[Imporntationsef, Genuine.Goods 4 «46 «POS «50.257 GE9O4 ) . 


Defining the same entity ‘may “involve reference }to 
ownership and control relationships among com- 
panres*or to licensing suclatrousnips . 
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place from one country to another.29 


(Do he: unettomndst Ga rtradeemarh sis ito 
Lden tiny wthetOnneinh wf codds ei The 
essential Vaues tromsin Sintr ingément es 
whetherathestuse of trademark mrs! 
Pedds thetpublvc last o pthesorrein ot 
Cheacoods wa ihe tox? gain Ys poms faved thy 
autrade mawk. \to *the public tay “bévta 
Croup ioOirsie ha Ged rcompaniies ain Ga 
VarmeiGy Gomcoumtrres:. huss the 
publi csimsthevimportingYcount ry ais 
ofpthetopinion Sthatethe (trade mar k 
indicates: a group of related com- 
pammes Prcienepanal bel impomtation tof 
the seicoodsepue into circulation “by 
One IMenNDetieo fh Ione vonoup SiGcannot the 
prevented by tan (infringement action 
IMS GEULedab y vaunehatedacompamy .. git 


MeciiloelatreanpLOda chad plea’ Saab Ou haveude we LOped 
in Bros heand Canadian patentislaws (Waithi the 
Sle sotwea: pabentedwarticwe Iby a tatenvees ithe 
purchaser is said to get an implied licence to 
exercises icéwmtainimiohts Sthat) otherwise.are 
EXCLUS Veinvg SE IMO.S.61 0 te Ihre. Wpatem tec. .c..0'..,. GO 
use. omivend. the varticle.utSee Patent Act; 

s. 46 for patentee's exclusive right to sell 

ai pd bemteditamtacic.,9elhis 4inehudesmthe rightoto 
LM porte darcomGarada.on ul hereforesg.d i the 
Caniaducmiipadenwec fs .eiclis, vai spade miied, vauatet Gale 
imal chore 1.emifcount ry). .the: purchaser tthere 
mayitacquane, an. “limped Jacence™ sto? exerease 
some. ofiitheytCanadian patentee Wsiraights in 

re laievom Gol thattisantactke. sin ciirdaned the 

right. toumpont, smitol(Canada.}€ see Betts iv. 
Wilmette 7 Io SALTS .y £0) teen e750): 
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on this;test, (which: assumes;iconsumers 
dre increasing ly “aware of Dhéenexrsvence 
of “'workd mankshpand multinatronatl 
corporations which may produce and sell 
in pany 20né pOfYa NunbensobecounErres) gehe 
consumer is not deceived, there is no 
infning énent adtltjyis himnd tendalewhether 
the Vtrade imank -rights ior the tge0o0ds ein 

a particular scountry fhave beeniassroned 
to another company *in' another! country: 


This sdeve lopment s2n rBanopedive Semblesuthe 
early. American jpos pion) sthatathe Hes senw altaquestion 
1s .consumer’ deception? .thhateisamthetcomsume gars not 
deceived if }(ajNithetsoods aremt'icenuime e(raenercal 
to those’sold bythe '’trade mark owmer timpthe importing 
country) and €b) stheamark iniss under S:t00d cbyaitt magpub le 
as indicating the) wholermulbtimational organization 
(e.g. Phillips, Grondts) -oneRevion \iandeebewpuplic 
does Notrdistinguish ones member sotmthnesereup trom 
another. 


Toi mes tates ithe: alaetersprepos humo nies Sue 
European position as gsthat sthere~shouldmabe no joaw fee 
parallel smportatwon at ‘theres; mG, (inet mim cement) ia 
the func tions, fay trade vina rhs (iheattunettonge ira 
trademark is to designate origin and thereby to pro- 
tect the expectations? of equa itty sabe pnb ie cama 
relate to sthejorieam. eiWhememee ba tect reompantiies gen. 
ploy srdentreahbmltradexnmanks ernts el ising: tude niece ask 
goods in different countrves #ithe trade) mank ‘does 
not serve sto: dust inguash: «the joods: sof ihre; tdomesita 
company ‘tion sthiosesot “ther Gore ion icompanyer Sis Gea, 
the trade, maxks, dastineuash: the igoods rof ethiesconoup 
of companies; trom, ichos ey:orirat ida Bherents orsaonim.* ein 
the wresult, thettuncigvon ot «distinc unisigiiver Core 
1S not intrmanged ib yeara lelelaminpowrts founcooods 
originating -“Lrom anotiver meme toi chiel ieacoupe 
There vs notdeception as sto some and ethiesme isiao 
likelihood of contusion, 


LS 


The early American position was in reality 
predicated only..on the:rationale advanced 1m para- 
graph (a) above and the European jurisprudence has 
developed this concept within the theory of trade 
mar kSaaeeletonay Deore educ taper that -thaseadevel opment 
Pregarding. the meaning of origin should be first 
LNSt iol usted <iPope:o1s Lunopean counturiespane 
much moOneantecrated and it very,quickly wecame 
AD DALeCR etiletes tOmest MuCt or Leino mata onal ipror 
HuUCING endures, wast nothing »moresithany atlegal 
SCO sr cUbmit Leda hat a pregemtly: seve i Lit 
RlOtuimenet ico CONSuMers now identity the origin 
mevith am international .conglomerate andi do not 
Bittempt even if they.could, to differentiate be- 
tween national See eS 


| Pore veaneiveas ei iiit hi sya ames or European. 
‘jurisprudence is the Maja30 case decided by the 
meThanmouprence) Gourerrny POOdo hee hrrm, Maya", 

lin Barcelona was the holder of various trade marks 
Pegisteredniniispeingass wellvas/invGermany Maya 
Hagkassa@oned its Germanitrade.mark rights to ithe 
Pplaintadt companyowhichawas' to ber the cxclusave 
minpemeersand?tdystrabutor ofe!/Mayalyproducts in 
mermany(and was to assert any Claims arising from 
moivancenentekote the Gernanvterade marks. “Another 
mirm, the’ defendants in the case, purchased soap 
iproducts manufactured and trademarked by the owner 


mhesproduct®was* being ~sold) in” Germany. “The plain- 
Bitisnassience or ehesGermanyytrade, mark rights, 
lalleged infringement against the importer. The 
Pourtnresceted! thisielaim holdirne thatvonce the 
itrademarked goods were placed on the market the 
trade mark rights were exhausted and that this 
moctrine of°éxhaustion was*not’ Limited territor- 
mally. Thus the mark owner, or\the party to 
Which he had assigned the mark, could not prohibit 
import of unaltered goods originating with the 
Original trade mark owner into the country through 


mic see -apoyve,y p: 195) 
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the assignee exercising his German trade mark rights. 
In explaining! A ts) dechisa on: thei tcourtvimovedtrenat 

trade manks® hadidegalll protection through the antminger 
ment remedy for the purpose of protecting their 
functLonitas) lindicators: ‘of “orapan sande sehen "sue rai t ee 
function in’ ‘relation ‘tothe: ‘soodst with whivelettne 
marks were fusieds2s On! the Mactsior thisttease stiore 

was no deception’ “as? to jorigan ‘as “the Same company 
stood behind theimanufacturet of ther products iis- 
tributed by the German mark owner or the defendant 
impor tem 


DEkES YiheutPoderey Bia taion aalie 
MO lint roduct bon 


Them ear ey two) basice pod Cys ratlomardse s) pAOn, 
removang= trade mark bay Terns. G0) Wao Taba On* a yee 
are tbased> first. OnPthes ftnic Gio and Hea? tomo 
trade marks and second, on economic factors con- 
Ceming 2nternatilonadlsrtrades polnGi ese 


Bo PRUNCETOns IO Ley racen vlads 


Inspthe;-analy sas. pa sen vedas ne Ghapigen some 
itvwas "Sugvested thatucthe,y functiensot. a tradey mann 
1s “Co “ida Cat excovconsiumers, thats theres shire dann 
given *time -Jon My one slecalmemtatty .whsLehy Campa aii 
fudldey-*contrody the use. of Wither mark aye ne eine Slaro hit 
Of "that angilysi Sa ots ie pune Onwon Marksead 
definition, of “trade mark wwas suggested ]whaeh 
referred “CowusevotU the mark bye then OWheTr foray pele 
sons’*related! tovtheownex#otetheymar kiana rersons 
related! "was detined/tomyanelude’ companies *redaced 
by stock’ ownership. and control ,.and persons. related 
by trade mark licensing arrangements which featured 
the *certdinvehenentssorveontrolepy therimeensor 
over the licensees.5l 


ihe vaDove desea praonn.oLhathe fhunetironwo ft 
a trade mark is appropriate to international as 


Well assds DUTelY ena GEOnd ase nOt ilar hSta th hice 
many consumers abe aware of “so-called “multi- 


a epee Ca DOvVe mene aa. 
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mat ionaisercompan les ,14i..e1, halonoup: of 4!'‘nelated(-com- 
Bpanies"sanvdifferent countries:or one: company with 
Boranch OperationsmnsAmanyreditiierent ycountnzres<o dn 
‘fact, many companies are encouraging this kind of 
“international identification by consumers through 
the adoption of trade marks or trade names that do 
motpainpl ypomymy ehonencesstomanpaptrcutanecoumer ye. 
Mie Study testuinatedeithat over shaltwotiuthesrs00 
Blargest firms in the United States: have begun new 
corporate trade mark identification programmes, 
miany tomer hect stheamiexpandinpeglobailstactawit res... 


howemeuie whe Gher juhe iconsumen 1ssactuad ly 
laware of the international ownership or licensing 
Blinks in relation to a particular trade mark is 
mot importantepecsmotvedsiin: ChantesytOne sthia tic om 
‘sumers frequently do not know the identity or 
location of the owner of the trade mark associated 
uth eproductsi they buyt 4 Thenceritica ll hac tor itor 
mene (COusmer litenestisis ithattitherebesoniy fone 
Pntityewichyithesnowermstorcontrolnit hewusieotdthe 
Backecndrchus ithepineenervestomensure: that theapmror 
muGcts Sold insassociation/with | the mark ‘satisty 
monsumers. The consumer frequently does not know 
and would not care whether that power and incentive 
mo 1cOnvnols the wise yor! tthermank vexistedwon) arpunely 
Bavlonaladon gon can interna tuonaliscaler) \Conse- 
quently, when an imported product "originates''35 
Po anothermeounitr ve ‘withora; dipensonirel ated ato 
mhetCanadtan trade ymark owner ‘there (si nodmisre=- 
mr cscntation tothe consumer. there vis alsouno 
Piarincenent.ot the trade mark owner's properly 
Brotectedianterests asi the imported product) does 
Briginate: withithesmankiowner on ial ipersont me lated 
fo him. The trade mark owner thus receives a 
Biiaicrabereturm on the goodwill he has mvested 


2. See’ above, p.. 3. 


®3. Where "originate" means that the person related 
| has authorized the use of the mark in 
association with ‘the: products. 
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in the mark: ‘through hasiiparticipation ain (hei proaics 
the related person makes on the sale of the trade- 
marked product for importation into Canada. 34 


The above analysis should not remain com- 
pletely unqualified. Certain considerations are intro- 
duced because trade marks rights are held under 
separate national ownership and the trademarked 
goods cross Ginternational borders: aU Imt-pamtremular | 
a mark owner may sell trademarked products of 
particular ‘charact crmusititc se tam orest m attisone 2 nana 
and. Om distPerentycharacteristicoa dil. alloc G 
nationalimarket 24 Thetediore ~ at may ber harnfulerco 
the’ consumenss) expec taitionsiof aiiprobeabite foorress - 
tency of product! qualwty! cor parti cu lar Mrdade 
marks, and’at may ‘consequently ijharm theymark 
owner's interest in building the goodwill associ- 
ated. with) ihis* marki stot permt Siveeiamportartaron gor 
products) arom well ated) persons! tothe) Canadwan 
nNark wnermiin ‘everyecase wi thout fexceptitonw "Hom 
ever, these excepiiona: are? Gons1dercaumbat cual 
the paper. 3° 


Bo Bcononi Cc rac tomsie: shite rnatronal’ aivade 


The; secondtratronale::for eliminating “Grade 
mark barricrsemo) Imnportat pons: eirey pellet fin Sale 
benefits which flow from free trade, increased ‘com- 
petition and a more flexible economy.5© In per- 


34. Thi ssypno fit) trae comet rama itive! i omm tothe aliteans tare 
feds ny pa yriCipa tion asa raleshaneholde rn mia 
related company. 


Soe ime Ce mu elhO WL 2 atte ae se 
503°) TNUSe i iic pally dice tie ar CUnel baht Gtr Cen 


by the Economic Council> ECC’ Repont 7 sppee vo 
200 a 2055 220 oe 2 oe 


raga oe 


mitting othe markvowner to prohubit /the=importat pon 
sof trademarked products the courts (of ‘the United 
States anertkistand lhavetrecounrrvedethat cthe cup = 
siolding ofminiringement actions din dthesescases 
SOnstituteds arvoanternationel: ‘tradenbarrver. oan 
‘the Dunlop37 case in England the court saw the 
purpose of the infringement action as protecting 
thelantereatisnrod sohenknelashicnanupactuning {sector : 
dogs decisions maynibesvregarded Jasthi ust rative 

|of the phenomenon observed by the Economic Council, 
achat? hustorneal ly mvehwof ithe concern iin ‘trade 
marks law hasrbeen iwithosthe miterests sof tmade 
mark owners jand users with itoo little attention 
mcing pararito the jirealwanpact voniiconsuners: 


Lmigittebe wanoued that before anyaitrade 
iar Darilers ito rmmportatronvane removed, Bt 
Imust be clearly demonstrated on the basis of 
Sip ir ieatrowidence urhat tite: beneipts: to re vachieved 
evill exceed any icosts:.)-.An attempt ‘to gaither and 
vanalyse enomoh tdidtastomp resent san Slimom-ciliad! tcase 
Povrecirimimatinestradc=mark* import barriers» would 
mrove Very costly and *perhaps'f{ruitiless as “the 
gathering and study or such snitormation! can’ have 
serious practical limitations.39 Furthermore, 
molicy- Makers jin the trade marks’ area must ‘adopt 
mow the most reasonable trade marks: olicy: on ‘the 
pasis of ‘the ‘best available data and analysis. 
much policres wislie always oe subpect: To revision 


mn the light of any better information and better 


m7. See. above at. note  —I3. 


8. ECC Report, pp. 190-191. See above, p.2. 


39. For examp Ley icr ita cal. contorma ti om inary ibe une 
| ay apelalbine; and avorteyobtainabile iby any <pract rc- 
able method. 


HAUS: 


available expertise obtained later.49 On the basis 
of the available information and analysis there 
appears to be a persuasive case for eliminating 
or greatly eneducing ithe thanuriers tosmporeaarons 


One of the arguments which may be pre- 
sented against ‘the reduct rom ofesucgh ibarriers is 
that atuwillsreducesthes leveilleofamanutactuning 
and business ‘activity (ancCanadawithcresulting 
increased unemployment and other undesirable 
effects. It may be argued that owners of Canadian 
trade marks) who are*snow able tovexercisestheir 
tradeimarkenights etouviexclude Tioveic nveompeutneLon 
wid lcibe put "ou bro fiebusinesis iby. qimportativom tole pure 
ducts fromelower ‘costs sources® However, there can 
ber consuderab lesdoubtethatrsuchmoccurrences will be 
Veryr extensive. DAtithelipomin tito sthemorasoraieea Gc 
quis tt2o0n of ithe ttrademiark: rights ¢byithe\Caradian 
trade mark owner, a decision had to be made whether 
to supply the Canadvan imarkety through importation 
or domestic ‘manufacturer mabeetheaio rexonis ounce 


40. In this=context see nthe sreconmenda blonc=inad ced Dove 
fOrwmthe “collect it ono data .eonee ti 1 net cumthe em. 
marks’ by persons, related, ta trade, mark, owners, 
and for the establishment of an intellectual 
DrOPeLly. VOLLC yaa naibyiSd SisOTOUD 6. oc Gard DOMe™ 
Deel ra pes yO eee oie Gute iavac yee 


41. The lower costs may reflect advantages of the 
foreign source such as greater scale economies, 
lowerrikabourvor Materia lveos tst. 


a2, “lhe sane. arsument applies Co the decisionmasaco 
whether, fo distribute in v@anada icp nroduciithrouch 
a Canadian-based enterprise or whether to dis- 
tribute: through .a forenoon fhasiec&h iii nnt,! Gelsars, Tho 
serve: ithe U .Sin and. sCanaditaniimarke tsistoge ther 
from a distribution network based in the U.S. 
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was chearlyathe slbowerucds t ss0ounce; then the »srationalh, 
Prolite Marit zn sdec pston IWwowldehave sheen oto éseaive 
the Canadian market through importation rather than 
establishing a domestic manufacturing plant.45 There- 
tore, 1f ithe owners of Canadian trade mark rights 
nave toecenegaetunciira Gronalthy other e «should, be tew 
cases of Canadian manufacturing or distribution opera- 
‘tions being sheltered against foreign competition by 
ithe exercise of Canadian trade mark rights, as such 
activity does not maximize returns for the owner of 
he tradegnank Waeht sr: 


hovmene Gesxtentathat iGanadiiam reniterpr rises 

BO CxXPstecontrary jtodcthe above seconomiicerationaley 
ithe policy trade-off is between the elimination of 
Buch Uneconomme semter prises fand ower wrnieées mor 
Sanadian ‘consumers. “To the’ argument that the trade 
mark importation barrners sshould be cretained despite 
mie Coston chugheyiconsumer prices jin jorder toitpre- 
iserve Canadian enterprises and employment, the 


wo ——_ 


=>.  Inipmactacefqthere! willebe some ssuch: "she ktered' 
| entexrprusies’. « (the sdecis vom toljesitablish /a 
Canadian operation may have been based on non- 
economiucuractons:.. /thhesestableshment tor ja 

Ganad iain fentexprisie: amayithanie theen tameer1e 73 ' 
=sthe: necessany, idata imay motthave jbeen ‘avaih- 
able seo! accunait ely ucompame: teos ts!. 9 pihene, mary 
hav @pbhe cn chances: Hinscosit thactors sin Gente 
establishment of sthe “Ganadian enterprise mvhijch 
make the Canadian operation an uneconomic 

Gone tisk onda tes Omersp oO mit walaben siutsyjesipa bilnisihe 
Men tis hain ether uliaitteni suw oO) ica'siessutiies tsitaw otily, 
economic decision would be to abandon the 
Ganadian operationig buiteiac aan theme; maybe 
non-economic considerations which lead to main- 
taining the Canadian operation. 
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responsi is 'ithat the itrades mark «law tps Sie Mrche 
appropriate policy instrument forte iiec ting ssueh 
trade soits: 


Nariut te policy44 Us i(thelstraditionah veliere 
for protecting domestic manufacturing and employment. 
It “has ‘advantages ‘over stheshidden'barriermetostrade 


in trade mark law. It may be that Canadians are 
Willingito“pay thigher iperceswto increase domes alc 
employment and manufacturing. However we should know 


the’*cost of stich “protection am order stitak Wweimay 
assess whether the benefits: warrant ithe: costs in- 
curred) “ele tc0sit's! 11 Whthesitan TBE is tricia ta cere ar 
more readily ascertainable than the hidden costs 
inheren vim the ttrade tnarkebaniie riz velar peesiea we 
a more sf lexi ble “ins trunen eather stlte torade iia 
barriers? Fivst ,=taritisitean bie Jusied comiaise leet ine 
basisiJo (lt, fori léxamp le ithe "renova tot. te seeade 
nark “Inport restrirectroims did ines wlio funemp Mays 
ment “in. ya "pant 1 Cuan tiindusitiny., Rakes econ id tiie 
introduced onthe basis of concrete evidence to 
assist that aundustry onlyee soeccond. tie «levcmmer 
tarrer pro tecti onscanite: setGat tie tian ini vende | 
necessary tovachieve tthe desired result. eenus 
minimyrzing wthe*costsism terms (of imn])@reased 
prices... Furthe ryiptanitis tean "be reducedistos ire. 
mote increased competition and to lower prices 

as domestic industry becomes more efficient. The 
“hidden, wtar uhh! in .tradet markt Daw Wis Jon ative: othen 
hand permanent and a complete prohibition of 
importation. Finally, the trade mark import 
barrier appears to be too erratic and unreliable 
a device tiominaking fa lcoutributiomhta dtraeronra 
policy of promoting domestic manufacturing and 
employment ei, [heutrade tilark barrier 

will have an impact only where an 


44. Included within this term here are 'negative 
taritfs" such as subsidies to manurac turers 
and: other ‘forms of vistple, direct assistance. 
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international trade mark4° is a Significant marketing 
Pactor, setur Wich etitmoel wenused: thoripratecdridomestic 
manufacturing only when the trade mark owner decides 
to so use it.46 Such decisions may not be the best 
mtor developing a Canadian industrial strategy. In 
peneral srsimcoethendcosgts tofrrsuch ndecpsrons fare aboqrne 
By the Canadiaw publizce tpnwthe “form jot finerea'sied 
morices sone wdecoisiirons should be opublicly tmade and 
Bdebated as is the case with developments in tariff 
policy.47 


B45. It should be noted that access to know-how, 
tecnnologicabidatatbetc. sare jirequenthy *hued 
| GO access Ito Strade OQnank [righ tis 


mo. As noted, on 6conomic theory, such decisions are 
Apparent \Wesbaseds..On. NOm-ecCOnoMmic GLeasons. 


m,. Comments concerning tthevfilexibibity iof ‘tariff 
paltoyv nustebetqual priedyra sonevex tent yen tthe 
lvchp of eGanada’'s finternatvonal:conmiutments 
CONCeL line Scart sere. ¢2arGy Ar. bas bobmnaoht 

be Panguedethatsinvtie rconeext sof suchwconmitr 
Wevitis rear witouanenretapivelyyint kexiokess ¢Further,; 
Lormponunpesanpuedstihapesother” count nines emay 
MSe*suen Non -tariit barriers against ¥Ganadanand 
Diatecuch Darinersesiouldiat) Least, be re tanned 
cosbesused’ in barcarmingiwithuother nations 
Gonecmnine Ghremveductiontorienade tharrvers= 

in tnismpergardebses “the comments rong bore on 
lawaavover pos Leow 20oe7s0Onesresponsebto 

then Inkbexibriisyrolttanvitsitanguientsis 
Slapecupsiaies Mien te pe wnore casi byeisedes50 
Poot COs CONLTAVener oun duce ria tional Com 
Mitments:. 
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Arfoither:-obpeqtvom torthiestelimimarervomgok 
the trade mark barrier to importation may be that 
whatever “its Ttheoreticalh heconomitc ihenefilts; rm iterms 
of lower prices!) those sbewehits owil binot, Sin giraees 
be achieved sseit may Ube Isugeested (that hntennational 
pricésdiscrimination bean "bevachievedsbyris olating 
the Canadian market from the importation of the 
trademarked products in other ways. The trade mark 
owner in! the ‘foreign country whiehsecouldrbematsounce 
of lower "costeimported "products mirghtrrefusegtogse im 
to anyone in Canada except the owner of the Canadian 
tradé *mark:)-Alsoy the®foréipnimank owneremay-sell 
to all -persons“outside ‘Canadason thevcondttiom tehat 
such persons nottexport othe (products tosGanadatnon 
sell to anyone*else whotwill *expovt the sproducts tc 
Ganada. These practices; were documented inga study 
of the agricultural machinery industry.48 


While trade mark owners are aware of this 

OptLon they nay ano blbey Cavern i togurnl zee cmb eeaucse 
the*foreronstrade *markiownen might abevexposedito 
trvabilitySundéervthe vyaneitrustelays pineeheRiuiies: 
diction?! fromewhich® sucheréstriéted «sales taneimade $27 
Astweldeta*Canddlanvpareiecripaneeinegsuch I restrietave 
arvangements seoutdtbe reachedgundén Ganadtanneon- 
petition law. 29 


WhilemitOis onotTthewtunetron cle enadesmankcs 
law to deal with the merits of exclusive dealership 
agreements orvethererestrictivertradebagreements, 
it 1S important that the trade marks law not shield 
SUCh* practiceseinomathercompetition’s tatutesmsvAt 


489 Roya lL. Commiassi1on on. Farm Machinery, specral 
REDO MC ON Ee Ce S al OGtaWak LO OU \e9 tpi ounce 

AS. @dhis.as particularly somunder American anti- 
LrUStelaw but see. thes barn Machinery= nenorc: 
above, note 48. 


50; "bee BEML UA0 27 VA DONee alto Sea oe Oe 
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Hresent such avshicid docsPexisiti asaAtheexistang trade 
marks statute empowers the owner of a Canadian trade 
narki £oloaryv anportattonw esectiomr2 of thes Combines 
Investigation Act provides that a 'monopoly" shall not 
‘he deemed to exist for the purpose of that Act, 

Y. ..eDysredsOnwOldyeotelherexerence Olmanyerilont 

Dr Cnyoymenteor any tanterest? derived under*the Patent 
Act, (OrvanyeotherwActlointheeParlivament of Canadac? 
This renders inoperable the restrictive agreement pro- 
Pisions¥ine thes GombinessAct= | Consequently, ther law 

of trade marks should be amended so as to exclude 

Ehe power to-bar’such®importation from. thesproper 
Bcope Of thel monopoly)  acquaredsby,) the? ownershmp for 

a trade mark. 


IV. Recommendations of Other Trade Mark Law Studies 
A. 1953 Committee 


The 1953 Committee recommended that thei Act 
mrescrve tie jUgisdictroneot theekxchequer Court to 
make orders preventing the importation of goods 
bearing a registered trade mark or a trade name con- 
rary to the provisions of the) Act.°! However, the 
monmittecs’didenoet discuss ini what? kinds ‘of .circum- 
mBtances importation should be contrary to the statute: 
mie Commi ttect stated onlyethate eos much¥dstticulty 
mas been experienced) in’ the past by reason of the 
‘importation into Canada from abroad of goods marked 
math a registered trade mark owned by a person who 
m> n0t responsiblemtor their) importtationsy 


meee 1955 .COMMELT Ce ye POX Ge Zndehide wpe Jest. - Act. esh 
| De 


Dbads 
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Bet Economic €ounca li otecanada 


The Economic Council recommended that certain 
forms’ of importation be permitted. 


The Economic Council was concerned that trade 
marksacan’besusedias as Vnonhtaraif£ibarricr htoatrade 
both domestically and internationally" without any 
publice judgmentiasetolthesdesizabidity .oresuchtyestrigcs 
tions.wi Ther EconomicyGouncil statedanovegoenerart ys 


"Theapotentiaalipior qivade marks ownersaio 
impede both the domestic and international 
flows .Ot .tradesand to gengage sin (0 Bien 
fOrms, OL LTestriactive (fyade prac Slces sundaes 
the umbrella of their trade mark imposes 
INnMany .bns,Cances suUNReCGes Sa hy eeOs Umar 
terms, of adverse aftects on cadre tens 
resource allocation within the Canadian 
economy". 23 


Injarnivangoatethasmposi tion, mtheyEcononme 
Councids redged upon? thervevidencei.gencya tedaingpublad 
inquiries into the pricing of both drugs 24 and farm 
machinery.°° This evidence indicated that there 
were reasonable grounds for believing that trade 
marks were; being/employed as: a»means of) segregating 
nationalemarketsaand* promotingsinternationadepraice 
discrimanapaonk 


The EGonemica¢eunci ly coucludedathate tac 
Vicht sco eres tn Gt import So.0 fecOOcs aD Guten mente ke 
marke. ther identical oresuitie@ently ism iateeuo 
aA mark an ws ean! Ganadastascause contusiron shou lasnc 
retained; yout. with two, shonifacanteexcept romec 


of ee OG Ba clavepmrer en eye y hor 


246 SpecralsConmmttecton Wrue os ts vandeey 1 Geacr, 
Minutes Sot sProceedings and Evidence, No. 34), 
Ut tawas “Oveen se sa iaiter 0G). 


55. ‘The Royal Commission on Farm Machinery, Special 
REpOrt on Prices, Ottawa. ONCE site. 
1969. 
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L.. #iNopownen. od; a Ganadiangtmade mark 
SnoOULdeebs cab beracgo. allese sthat tthe 
importation ,otcoods. produced, byr-a 
rela Ged sGonpanyy -~ thaw gis. members 
Dina SLroOUpy ahytwo sor more; companies 
Ones OLA Wii abirectly or sindimectly 
OWiss,Ol (COlUrors a Majomutys tot sthe 
Pes Uied svioe nies COCK zo stne 20 tirers:' 
“Cons Gatibve>s: tannins ement.-o fi slwars 
Ke | 


2. Go cawwiem Omnensrior Canada am marks 
ar Comin Wed ye eure vdiee cL Lye or 
iicwuteGulya Foyle latecducompani.es 
through -bicensimesagreements:,) tire 
Canadian owner of the mark should 
not abe yallowedato.westrict wthe 
impOmeta bLOm OL une. 2 O0dS produced 
by the other company.''26 


Pies pOhECYaprepesed DypbhiepEGCters saint dan 
mo tiai@aco slime biropean and American? law. 

m domestic trade mark, owner, who. 4s;not, ay person 
molated Geo the sownemeot that trade: mark, im yanother 
Furisdiction may block the importation of goods 
marino the, trade wnank £romethe other Jurisdiction , 
ibut where the domestic owner of the trade mark is 
Belatedetosthestorci.ny OwlereOn cthe mark .wethe 
Bomestic «trade, mark owner cannot block ithe, importa- 
fion. 


‘Z Recommendations 


Area lnporvatroonRernat Ged 


leo rhint wOdue tit) 


idiciemmicoer a balicert Ompievicite trade, marks 
from being used #as-—instruments to achieve inter- 
National rice discrimination against Ganadian 


6. ECC Report, p. 205. 


| all 


consumers :handittotoiveriullektece tor themproper 
meaning and function of “trade marks. “in tne 
international «contextmyConsedtentGay, Lt Es 
recommended that importation of trademarked 
products be permeated’ where ‘the produces 
originate with "persons related" to the owner 

of the Canadian trade mark. 


Lt issproposeéd that tehe tdetinrrtivon sot 
"persons related" for this purpose be the 
Same as that presented tim Ghapter Une for. tie 
definition (of ett rade mmank' 9)? Vilas is" On real, 
as ‘that definition was "developed to ‘veireet 
the function cd stradéimaris tand™one ofietive 
basic sreasons for permreting Smportateron as 
that he is consus tent. with sthre erunctron Paid 
meaning of trade marks in an international 
COTM GC xa 


IVER Pp LOpOSed dc tin ity On tere laced 
Persons!) Vs reproducedhere: 


Si. 20 Ronmi the purposes omeruneis= Neu wa 
person shall be related to another pons 
son or persons as herein provided: 


(a) pemsonssare re lated att they "are 
companies that are members of a group 


of two or more companies one of which, 
diy 6CtbyVOne I Ndineee lym Onis moO leon 


trols jothienwits catthanwbyaiwayatO1e ss 6 Clit 
ity only shares of the other companies 
Carrying mone, thanta0iiperecent ofthe 
votes for the election of the direc- 
tors of those companies, and such 
voting nights are ‘sure 1event.. 

exer Gs cd me CO mele Glmoni a Onl tye Or 


the directors of the other companies; 
eee 


an 
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Lb) @personsware related where tthe 

ere eparlres = v0 -ally licensing agree- 
MeEnNnteoT GaTrancenent pursvan VAvovoce- 
tion 49 |as amende as TIGEnSOreor 
licensee, whereby the licensor as 

the owner of a trade mark authorizes 
or permits another person as licen- 
see to use such trade mark for any 
period of time, definite or indefinite, 
with or without consideration in which 
the owner of the trade mark or a per- 
Sonere lavedeto fhim under pararr ap a) 
Ob Btls HSubSicetion ir étains vany Tvoht 
of reversion or other interest in 

the trade mark rights so licensed. 


(c) where ‘one person is related to 
another under either paragraph (a) 


Om bei nmethie subsection wet hat 
person is related to every other 


person to which that other person is 
ic in SOROS a0, eee 


rived eie cyele 
2, Related sompanies 


Litem etna erdion. As Gin Sterns tof sderect.. om 
oT indumeae tconurol .cfxmoretthan Y50 %per cent tot 
Che sot esivaives tof sthe’ conpanies” “Sihnough use 
of the teums dinec phy fomeindirec aly: Wels. ein- 
cendederominclude ta Ll rofttnicavariocus complex 
LOLTMS etna tinternati one) corporate enterprises 
can assume. For example, if A Company owns 
5] pericentofsthesvoting shane s) <GisB Company; 
C Company and D Company; and if B Company, 

C Company and D Company each own 20 per cent of 
the shaves toe CkCompaniy thes resule sis” that 

A Company tindvrectly thascontro® over 60° per 
Cent POrrtneushanres ObAE Company and “therei ore 

ae COMpany else la hed 200. +h “Gompany. : 


ZS 


Oils 


Ge 


5. Lvecenstimg 


The ,S@ednd apart lot thhe tdetinet ron tor 
related persons refers to! licensing "agreements 
pursuant /td ©S€etion 149 Tot athe ehouwt Abeneast 
two problems Yanrse wrth this jdet in enemenenc. 
First, ‘licensing tor shorenonstvade, marks a1 al 
not be subjyect sto theprequirements sou 37 49 
per «sé us fHoOwevier swe e#conldss.tl bigapp hy m00 
the foreign licences the criteria for a valid 
1P€encée “SEETOUL RIN <ihe epRoposed 15 qo) 49 nwhweh 
arei Pi) (thatthe ehicensin grade necinen ur puovndaec 
fOr CLLeCULVEel COMUrOd Boy the FimGensarmovier scie 
licenseé's uséjof the mark and, 11) “thatthe 
control acttably be) exercised. ihenever, site 
second probléemvisS that suchvappiieaciom ore che 
control réquirementsi ls “not wapp Lope ma ceiweomuhie 
importation problem as is explained below. 9/ 


ASUaS Hepa ned below, whe te. tine qjowner 
of? the? Canadiam trade ma ik ms ere Fated, to suite 
owner Or User Of the foreiom mack on lyescnnene 1 
an arm's-lenoth assionment) ofs the mark +i rom one 
to the other, the Canadian mark owner and the 
Foreign) users of thermark arerno@, qeemedtaspe 
related fomsthe spurposes rot gel imama tania it he 
importation barrrveriy <itheneto yer itherdetanmmeron 
of ‘icensung efor? defaminom  nethated. wemsion syimusit 
be so drafted that; arrangements which) are 
essentially, dicensinewagreements «uc annoteres cape 
the. definitwomn of-.bvcens to ihyieheincmenar avaver = 
ized asolassaenments’' 9 hor rexampire -icane “'asisnzom- 
Mente Aine swharc heat New ey akserae tom Ones Gini ab yaw Diet 
the mark must be re-assigned to the assignor 
on demand would not be a genuine assignment 
and ‘would: be’ a flicence under the; proposed “Act. 
In ‘the? hanpuagerod ither pmoposed ys 4. (pit has 


Bee De low, mw eels. 


bee below ep. 1220 
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WOLLOS Ie pam Lcencerdos? ankandetamute!' period 
ODULIMes lay whach» thenowner«(assuenor')) sof) the 
nNatkrhaciretannedwa 'riphtwofi.reyens von .o- 
otnertantberestiiamni-then trad emmnarky, se. eehe 
Lichtin tordemandia ».eassagninent .od! the «maak. 


Liven plies ciaiciveritrade)mamko. mughte) so 
licens edtg1siusedain <.he ~proposedes. 2A (bj) 7to 
Dreventaeasesowhi chmare “bruel'ys ass uenmenks 
Pome comes Cermed licences winder, this] sectaont 
Pouce Ler As Conpanyamay, .bevither resis tered 
OWwietmmotrthemtradetmankiantCanada)a@ndmthe U .S2 
andpacimay then? assacnathes Canadian! marketo 
Ba Compemy swhicc betise not relateds tows Gompany 
in any way. As A Company has retained its 
UocnAatuirad eamanigm Ghcould be»resarded.as .re= 
Leen dos eran Oren ere, Lite ne's tio noithet itr ademma rks 
Tice One partmnc Vectta On MIS. (ner eny tLoutany, 
other amterestuiny the) trade mark! rightsaso 
Pic onsod: awlecis, Ln the, example, in the 
Uanadian, trade mark richts. 


A Conmeeouembyacne Marko Ownemnas. a 
Requirement for "Related Persons" 


int Chanter) Onexconsiderationowas ¢iven 
BO eogud i anveanethe tae tumitionwot. redacted 
eonpanl couywaithbeiproposedass 2AiLa)| Af anvaddition 
top thegreduisn Ley shanesownership,  actualeconere] 
Dit Theta Rone nome Diese us erOL. tes bmademmar k 
byathearelatedaconpanyvas pouchia. CON tro larequare = 
NenteWwaserejectedeasobenny unnecessany, andydackt. - 
Cult. Loeadiiinister methe melateds companies 
case. 4. However, in the lacensing. situation 
actpalycontrolibvethetownerlotythegmarki over 
theanse,ot ptheaemarkmbyathediicenseerwas made 
ae Prerentisite stogaavalidmligencesundeng the 
pueposed. serA9o whichspovernsithealicencesi hig 
the sproposedidetanptzongone!nedated. personas 
ingsem2iib) 0 


See, aAbome ya ps7 
SCeUuAnOVe 2-147; 


Pa bes 


Ove 


A. fundamental’ ditference tof) approachiire 
the? controloquesti on ,idependingionmther airenmn= 
stances seni which: iftearises )ishowmldaibernomedn ce 
Theviquestiiom mayobetonehots t ranting wrepis tration 
of a. araink von! ‘the ‘basis potsithe, aisiemornant hes k 
by? aiperson: related tor the, appliicantiwio mse. 
issue may be: one of expungement of the regis- 
tration wor tthesmarkeon ¢ehe basset heal ossmot 
distinctiuweness: arising from improper user or 
theomarkebyl ia? persion weillaited)siorl alliiccedmtombe 
related) s:toccther mark: owners p9ulin such’ casiess 
for, itherprote ctafonkic Tare hie won bilvesno Tie air siimen 
interest) ta thereucanmbetsaidy tombe anminmtmald 
presumption! ofixfactionmthe wsisuer oftladeniiaige 
controll ithateipresumptionwus: that these qums ite 
control) ms) Nnotiexer cis edi.ive PC mus bemdemnon. 
stratednthatithes controleamsactuallyiex areas ed7, 
TOrdera tomprotect ECherconsmmnen mm Gene situ 
the, function ofl tuades mar kisi ie nde eaten 
YO Geo dhe 


Howemery lmethel impor Gare ronts mtudaion 
the primary danger to the consumer is not in 
the pr esiemvataoniore. the. shune pronto is amtmace 
Nach eintindi cating Jono (which er saneeimn pol 
tantiynbutes ccondany*considema Cronin ch dsicon- 
text Be bDute 1m peemen.ting raat emiat onalaipiaree 
discrimination: and thebantairicompeti tiverrestric- 
tion ofpampor tatronvi yi huseiany san twalepieesump— 
tronmconicerningy themexercise tote control mismerne 
opposmtemtovthe abovercaseseym Thatwi si fethere nes 
sump tion srsvithatethe® controdlmeispexercaesedtand 
therefore importation should be permitted. 


tTheadangervofspracesdiscer iminatienas 
another “reasonecormnothhavane= al Spee iivice con 
trolerequimenonttins themeaserot® related 
companieshaunders thea proposedasy YA (a) hedias 
approachyis desirabledan wtheiimportation 
context as 1t 2s likely that the mostddpamnatic 
exXanplies! Of liveernatvonal prace discrimination 
occur ian ‘the related companies: cases -—wourd- 
be: impomter jofitrademarked produgtsatromea 


This 12ssue 2s discusscdedn’ part im, the Chapter on 
Dicensing above: pp. 104, 


216 


O2e 


company kre] atede tol suhesiCariadianiatrade  maink 
ouneryshouldtinot haverto prove rthatucontrol 
over the use of ithemmark was -actually ‘being 
exercised between ithe related companies ‘in 
Gnder it Osbertperilmved tO amport sauouch ga 
requrvement i would put: amex tremenby idi£fi cult 
burden otirpr oom tomivche: Jimponter sand che) ta 
Serious ampedimentuto: umportatvom pias: weds: 
itemsnouldmnoiUibempossib le jas) weneral, 7ule, 
for thenCanad ran Gnarly towne: Ito lLiimtreduce 
Cvarrenceltot the: lack fodeicontroliexerncased 
Hipeor den tommefutegtherstatusrzot yire lated 
company'.62 [If such evidence were intro- 
duGcedsnia, dones tc aiicensi nereconttent,, solve 
Me Tete i Cieewellmpeon Cherdnvaltdity. Of the 
mank andjwts TWegistratrvon on the igrourds 

of loss of distinctiveness. However, that 
probbem for mank*owners would not exist on 
aMiel er atonal elke clegassdistiunictiveness 1s 4 
hagional concept tm four: kaw’: 


Riemeeicensingccase may erarsemmore 
dit hie ltpnoplensiaagini the apnoposedeleoislation 
theme imusit ebier thejactual exercise rot rcontrol 
by the mark owner over the use of the mark 
by, Chietmlaieens.cejmay orden: tio: shave fay nea laid 
licensing arrangementijunderi the proposied 
S597 14-9 tand 92A (bi): fe The iproblem wwhichtiemustt 
be: faliced there) misiiwiha § sonuisy) pastirdny , esivotlid: ‘be 
On} ta owould-—bei minporkern strom Yajihoresticmuasour ce 
related ‘to the Canadian mark «owner through 
atligensuno aoreementist® ishowmethatrthe control 
over sthe use of tthe mank was arequined iby ‘si. 449 
isiactCually being exercised by, tthe mark’ owner 


bee cher ows pie 23) aeio pais cussionimofva pro- 
posed statutory provision whereby the Canadian 
Mack fownes Mmayrcapplyi ito ,eheiee ousitiwa victor tan 
Onder lacing restric orons son mpOrtd toned 
im “cases where thespublic interests would “be 
harmed by such importatron- 


ale 


over “the! lie@ensecs 6 sit a’sisubmi ttedrura Gane 
should’ Jbe usuiiitic remit itihat stitet worl dabe tani peeer 
show ‘thait va licensing agreement ‘exists Sat wiioh 
point tthe onus “should tshipestomthe stawmad taal 
trade mark owner to demonstrate lack of control 
to the idetrimemt) “of *theCanadiann publire sit rie 
wishes *to: “prevent iimportatiiomctrom tthat par 
ticular sourceno3 


>. SSuogested Statuvery I2rovis Loms 


The purposes discussed above should be 
achlevedithrough sitatutdory fcohanges “ol tive 
following jnature: 


SY. eZ0RiieT a Ger “sDherornis hte 80h esOwitens Ore 
a registered or unregistered trade mark 
to its exclusive use shall be deemed 
not to be infringed by a person who im- 
ports, sells, distributes or advertises 
goods in association with the trade mark 
or a confusing trade mark where such 
goods are or have been imported into 
Canada and the trade mark was used in 
association with such goods by a person 
re bat ed Stoner Teunist Gre digowien 10 © 


owner of such strade tar: 


SYLUO0AN” C23)" Rortthe purposes son sities 
Section "person related" shall have the 
meaning provided in s. 2A except that 
in any legal proceedings a licensing 
agreement or arrangement which other- 
wise complies with s. 2A (b) shall be 


(CeecMoUNtoOy De DUS tantmto socct Ole. oe 


Thertpower stocmportrunder, such varipro- 
vision ‘should apply to both registered ‘and un- 
regis teredratrade: marks. O71 he como wis ompsiroulid 


63. Peepnoterb2 ,aboves 
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64. 


O5. 


permit not merely importation but should also 
extend ito (sales, distribution tandvadvertis ing 
of the imported goods.®4 


6. Deemed ''Persons Related" Under Proposed 
Sectaon /2A(c’) | 


Ricliwwe lat vonshipy be tween fthe Syerson which 
places tiiemiproductsion ia) foreienmima xket under 
the qioradeainamwk pytrom which the wimporntation might 
take! p hace sanchhtive cower tot che iganadzan “trade 
fark yneayartake -anumbersort choumsis tT Wewrecaputu- 
fave gthe Imeikated ccompairnes Baindelicensiing are la- 
Llon sips?) some casweous: lot Gwhichiwere tdiascusséd 
above: 


(a) The Canadian mark owner and 
the foreign mark owner may be 
Nelo tediaompani ca ht 61: ner blinked 
bygshanrerownensinip and control . 
Formexampite;, tthe wGanadran mark 
owner may bernarsubsidiary *com- 
pany of the foreign mark owner. 95 


Na@ranmendment ssioild, Detnrecesisarwato tsi 52°.4as 
Mia sect Lomers @emedi alttonly,, fand does got 
ap ky sun essere hie Ruimpontativon “com rany 
eo) ShiswAc te see ee) sso ein ponekationset all rire 
Mitiinethe tpreposedes: t20yew nll. mot tbercon? 
trary torthe niece. pssomel cons wierationishould 
berg taweri.sas Sto quhbeith ormaitiersstappnopimrat Sathat 
Sci aOndems tbe cran bedsexipantce Lasipuevided 
ines anos Mathiesen offiitiemeiaxat tom at 
thenimpor tenesriauc tuonsmihet) sould fo ccurt a rom 
Adopting the recomendations sade here: 


Proposied: sae 2ista). wSeesabovies: (pv 47 
ani Sper : 


(b ) The Canadian mark owner and the 
foreign mark owner may be linked 
by dicensing agreements!) tecige heat ite 
Canadian owner may be’ the licensee 
or cincens ome fithertkorien oneiiark 
owneruNor use rie Lotishouidrgbepgio.t ed 
that under the existing law, where 
the owner of the Canadian trade mark 
and «the owner of pthe itrade (mark in 
theiccountry: «in Wwhach ithe: stiuadesmansk 
Tsirapp bred ito ithe products; tome 
imported sinto! (Ganadaware thie: 9s aire}; 
the Canadian mark owner cannot use 
husieGanadian itradeanank “mmohtsifito 
exclude ssuch iMpom tatanore 


However, the Canadian mark owner and the 
foreign mark vowner "om user) may ibe: slinkedathy ough 
some Combination jot “the ptwommodes totrureilait ron 
ship) set) lout nim ) (ayy and? ets ieetmmed wate. sap one: 
An example fof sthiisiityipe) of mone comp Kex are baseron- 
Ship follows: 


Ly) AU aGonpany “is. the recs venced Gwiier 
of Peiie: Tica erimar kann GiemU nite 
SUaiues!: 


2) C. Company is a wholly owned Canadian 
subsidVaryincorporation of U'scGompany . 


CasCompany tis» theses isteredmownre rweot 
the Canadian trade mark. 


5) (UseCompan yi) sy tives me gals ered. towne s 
otvithe ttieadewina plein Yiapan. 


Jie GCompanyeirsMagliicensee toecuse she 
trade mankyunder the Jiapanese: negus= 
CGa-61 one 

No part of J. Company's shares are 


owned by U. Company (Not "related 
COMpan Les cy) 


OG. ePropoased si 22 (pilin woee DOVE.” Ne 47 rand soe ae 


220) 


Bs 


ther purposetand. result of the proposed 


sx 2A(c)°/ cand: the other DrOVASONS? Oa Siac 


1) 


2) 


Cea Companyaand Ux ;Companyviarey related 
persons.eerheres ones /amportataon* may 
freely take place, of products placed 
one the Uss.simarketo under. thes mark» by 
byaUEe Companyva:| sta ZAiva jit: 


Uepconpany vand: Jn Company “are eda ced 
pensonseithrough their? licensing aomee- 
menteg’-Sance. Ul. pWonpanyii si melated? to 
J5> Gonpenywand CénCompanyai sy nelated 
Loe Use Companyemwthen Pee aCompany “ais 
deemedeionp ead chatedr tog! » Companys 
Consequently importation of products 
placed on) the Japanese market) under 
theymarnk by; JR~ Company?’ maymbeiitreely 
imported into) \Ganadac) wihs.2Z@Al(b)ciand 
St. g22ANGcs) |%. 


Canadian Mark Owner Related to Foreign 


Source by Assignment Only 


imngsomey cases themonly?) relationship? between 


/-the owner of the Canadian trade mark and the person 


who places the goods on the foreign market under the 
tradesmarkymay} bepthatesthe Canadian? marks owner: isan 
assagnee ofthe? Canadiansmarke orhanyassagnor: of the 


meoredcnymarkés in, this) case theresiswno controls over 


Bthe use of the mark by the Canadian mark owner, 
exercisedy byajne worelgn; 'sonrcel lor waiceiwersar 
Consequently, on the analysis of the function of 


mnarks presented in Chapter One, the Canadian’ and the 


moreign entity do not constituteta single origin. 


Since* theme asenoucentraluzed 


control over 


mane use otethe) marks anpCanadatandsans the’ foreign 
/country, there is a greater probability that the 
-products sold by the Canadian mark owner will not 
mbe identical to those sold by the foreign mark 


‘owner. 


we 


As well... since thes@€anagdian “and foreseen 


pee above, Dp. 47. 


source susotviproduets Varen riot) fintan Gala alae, there 
is less! jus ticey an tthis? cas eran “the tareuniem scons 1a 
ered below,®8 that any investment of the user of the 
Canadian mark in any servicing network or marketing 
network, sales promotion and advertising does not 
merit protectwon ‘through ‘thes amportati ont barrier : 


The ‘exc lusdoni tors tthe cCasettom? Trevations fp 
solely througnhtass fonmentomay «result. in veocl tia? 
some cases’ from the removal of the importation 
barrirer-thatsa) GitimWea'sith 11? the? aks Gains tarices tina y 
appear’ to? besproperly wneludedwadtne. classiemexample 
would be tthes‘cas esainiwhichithe mroducEe seid ander 
the particular stradeamanrk NetmaniGacturedisby one 
foreign producers) Thetprodutite asidistraptted ain 
other countriess,4 inc ludine?Canaday: thnoughttexclusive 
distributorshiw Bacht of tthesepadi stra butorsiies peer 
assigned “thes nationads trademarkvriehtse tomeniorce 
national meropolaes. an distrib pron felnssuely ed 
case the public may belevexthe Nan andwcaie Ss erite 
foreign matutactuner or at Weast Mthe! whole teromp 
of distributors plus the manufacturer. 69 


N related case iwoudd Ibesone sine wien the 
owner of an internationally known trade mark wished 
to reapo they protiltss offanternationalepricei di serine: 
ination. If the amendments to the law proposed here 
were adoptedsatte could motetake hosemiprorateep, 
licensing its*®@anaddanimarki\oriassiLonine! Etiitona 
relatedytompanyao Howevergeat maghte@assipn the 
Canadian mark to an independent owner, the price 
charged the assignee reflecting in large measure 
the monopoly profits to be made by the assignee 
as heowililabemabilemtov excludes competi non tnssthe 
trademarked products through importation. 


68. Seeabedowy  pis22e, 


O09. | “Vepending. on te Datercu lar ec imelline tsi Ces. ania 
LS POSSBULG theres Would Des distinctiveness 
problems in such cases. 


L22 


However, despite the problems noted: above, 
it fe wiommre conmenacd #huat- the cdetani tion of “related 
person Dbeburatied—totinelude- ‘sone tor-alircasesi of 
ASSIPNMNENtSIMIFITStamanyo owners: ofsainternatwonal 
marks wiil mbmeconsidertassighinge theare Canadian 
trade mark rights. Such mark owners do not want 
LO run the Tiskootelosamp aldijcontrod over ‘their 
marks in Canada as may well happen when the owner 
Ot the CamadiantMarkeas an vunre lated? assiones® 
Second, once the mark is owned: by an independent 
Bissipgnece,) thaitdassipneecemay. bepgintto “adopt -anttinder 
pendent course adapted to Canadian market conditions. 
The result may be that the Canadian mark owner will 
modify imported products. and will! begin to produce 
his own products under the mark. As well, note 
ahe point madenabovertoucerning thelpossibilitaes 
for recoupment of Canadian service network or 
marketing network costs when incurred by an 
‘assignee as opposed to a "related person. /1 


| ion eNere Vechimmtnal tice DLOO Lela aS. e6 sagt 
the assignment situation are perceived as needing 
remedy, reference should be had to the Combines 
‘Investigation Act and competition policy. Since 
permitting importation from sources not under common 
‘control with the Canadian mark owner appears to 

se inconsistent with the basic’ function’ of: a’ trade 
mark as presentedonerexeitolsnsubmitted thati the 
Mmemedzes for such abuses as do occur do not 
mroperty—belons.in the Trade Marks Act. 


m0. Recall thembroadsdetinitioniot Bilacensings sin 
propesed:s.oZA (b) twhirchewouldeinclude ''assiene 
| ments? cwhirehnsiniractuwere? licensing agreements 
in whichytheemark owner retained van interest 
in “the iCanddian imarkyrieghts Yass sned'hs 


fl. See below at note 79. 


yaa 


CaomuUnr elated. Per sions 


Its shoulds bes noted=thatian no: ‘cases shonld 
importat lone bet permittedr iron? agcompile Gedyaunines 
lated’/4 foreign ‘source’. The extreme example 
maght bestheyunscrupuldoustentreprencur  whosaregiss 
ters the “trade mark of; antamous anternational 
company in some small country in which the inter- 
national) farm hasunotebotheredtiterrecisterciall nat 
entreprencurypthentmi chieat temptgiter exper tasube 
Standard goods under the famous mark to Canada 
where the international company is the registered 
owner ofithesmarki andwcarrics® onfan’ extensaye 
business7ghbGlearlyjrtodtoleratessuchwampoertatvon 
wouddrnotrbeannrthevinterestemot thes tanadian 
consumer, would be unfair to the Canadian mark 
owner; andj wouldydestmoyethet propereiunctionsen 
theimark anéthes Canadiantmarketeplacer: 


Dee Luling of; RedatedyPersonsrintormmation 


Reterence:shouldybe: madefacaan? to the 
proposed requirement’ that datagbeytatded concerning 
the use of registered/35 trade marks/4. Such data 
may be useful to persons who import trademarked 
products: tovestablashtinwlegais proceedings that 
thet foreign: sourcemis®retatedato the Canadian 
mark owner within the meaning of the proposed 


(/222,eNotteventthroughrassagnment= 


73. -Toumakeathebdata falangerequirementimore 
usenuleriedhedamportatvonmeontext@acons der 
ationgeould belguvenitotrequininalthetirline 
of such data for unregistered marks for 
which there is a sales volume of $1 Million 
OT =MOries 


Taw SCCeaDOVere pL to. 
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20A.75 
Bow Exceptions cosPermitteds Importation 
Wem inlh oh chireyal Negesig ays 


It may be argued that there could be cases 
in which importation of trademarked goods would 
be’ untarn po tradé mark iowners sand ‘newt ianothe 
consuner imterestt®) Dhieretappear to tbe three 
types ob eases fin whichsuch targuments might 
bevmade ? 


iene Imported c0ods have  sronat i= 
Cant byac@irtierentiqua litres efron 
rhe woods esold-undery the vauthority 
of the *Canadian mark sowner in 
Canada. 


Le) -Pieornporter s1sivnot 2be anim gay 
paputot (the recostsinvol vedgin 
establishing tagservicing mMetwork 
in,Ganada rand 1s not. providing 
Ghe ,servnee, velo Sy vabtached -to 
produgus wanranty \.jothatiCanad van 
consumers thavescome sto, expectiior 
goods sold in relation to’the 
trade mark. 


Datta Mis yequirreédeto "be *fi bed *purswant VUO gs... 2155... 2 
Gt opve tRegilations -underethevlani 1 FyAc tow. Los 
POWteMro w= SCC aD OV.e. 4p 1 86s 


section .W35 42irotathe Meculations provides sthat an 
application to mecord one or mone trade mans 
Boal nGiude: | 


S55 eo be) slhesnane -andiprincetpal abustness adaress 
OmpeaGh  ioreton sperson Ormebusiness (ent ery -duthor= 
edwor lieensed to wise the strademark “and a state- 
mene tas sto the: use tauthoruzed: 


132.210) the vdentrty OL anvaparent Onesusidiany 
company or other foreign company under common 
ownership or control which uses the trademark 
abroad." 


PAI aS 


lit) Sl Ne AMpOT. CET LS usta KEG eda ce 
ride" on the advertising and other 
marketing» expenditures pot the 
Canadian trade mark owner or his 
Ad Ow U2 ecte Ma te S.e le 


ZenProductuoualaty Dertienenees 


There may be cases in which the charac- 
teristies of the sgoodsimpented under ithe (trade 
mark {are rvery -dibferent irom ithe vwqualperes of 
the goods sold by the Canadian mark owner or 
NUS. Author Zeqsmark VUSeCr se rOT ex ail bes 


1) The Canadian mark owner may manu- 
facture thesproduct jim Canada tand 
give, the fr0ods ywoqua kin es cGenmerc . 
Specitic Canadian Castes. or Team mne; 
ments, €.@., those dictated by the 
Canadivan Glimate. »ohhe tlorenensdogds 
may be “destened to mec t ostonitiveanely 
ditferemtitias tes som meecds ; 


13.) [he fone omapraducer wiay wake 
seventibversionsiot “the same type 
of producteunder stheosame strademank: 
The Canadian mark owner may have been 
IMpOGiine On by One avers LOL. eG ims dene 
InvGanada.. again perians Ver lectiiyg 
Gite rence saa mGane cian Cas, ce Semoun 
reedeve= | he tn pot Cekamla ve Dati Cm lt 
UAV ob eesti h ON PMO wed nal al aleq Solo KON lodge orev OME 
previously sold in Canada under the 
mank with signitivednt “quality 
differences: fnom tthe :version mamsualiy 
sic. kdt ener: 


SUCH SOROCUC TT C1 Lhe henCec ay sess dll iat) 


lO, Of CCCep Liven elie tala at ec Olle Miler. sit 
SOMG CaS6sy HOWweVetL. (ies (ual ty shi tet elces 
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ie 


wouldshavestosberof assagnafucant nature! in 
order to be harmful to consumers./6 


6. A>erTvicing 


Theaprices théesamporter! of! they goods) must 
payoendgothe price herangturnsg charees, the Canadian 
pubdace ferptne: Soodsa may 3, unesomes Casesz. not 
TetIeCinAsifnat icant; costs) insestablasninge a 
Canadian producitt’servicing network. Repair 
depotetmaymhavey toy bes estabilashedysservicemen 
recruated and trainedi,,equipment: purchased, and 
Spareapantsystockedudgndt: could di bewarruedy that 
SucCnocosts soteservicane? shoudd not be taed 
Gos themsalenorathentproduct) byqhanainge 1t31 costs 
bua t fm tomthetprincetef thei producsy Gaervicing , 
1b? can bet amenedsshoudldybens oladssSepardately.. 7A 
response lomo Margumnentemayabevithatitore a 
Demo ~atber lhe introductsi.on ~otlaymew product 
irPoOs tiie -MarkeGy ser WiGas 0] Sear UNneCconomic 


Wie Wa SOC Ue ie tate Olo ilats On SUMe ts) 0 ene 
Say Om ioure i siOUT a Ot re mat Cutt atc 
Moy odo Crea bOLoe OL SslUCOrMt Or Txod se Eo OL 
DLOUUGt OMe Tosn lO uelT TELCO Tal lac vod i an 
both .he consumer and mark, owner, 1s, that, only 
Onc eciLity. tie mark Owner, itaVe stireeOWeT ILO 
Voce eke alle lilcl oto Le biel iC CIL’ Iie. Lo 

to, trademark goods” meeting with ‘consumer 
PaAVvOULe Wha wink su ne ntite Case lnder slire 
DTOD0scd BMportat~ On proviso tons; | Ine mnpotited 
goods may be different from those usually sold 
Nice tet ic iat ket Canosa. spi comin a Tonle 
Salle SOUTCee. | cile’ Galadtdal Mark Owner. OL 
persons .related|,their quatvieress will trequenzly 
Remuec Ce ic some weer al ei meni? 70 locas 
followed Dy that Source™ in every Market.” Ihe 
experience CL encounter inotne same Ly pe cot 
PROCUCL, Under ie sane Mark pee w ion some 

G1 Perences. 17). cianacCtouiet 1CS..1S, NOG a 1OVved 
one tore Canadian conusimers. 


he 


fay 


1 De 


operation.// A new entrant to the Canadian 
market) 'may not haveyithe? nes ounce smitoy support 
such an uneconomic: Operation until it becomes 
viable, yet an adequate servicing network may 
be szessentuaal) tosise bits they productorem t 
miigh te bevargued thati themtonly? practical falter- 
native whor Such al nenwpienitnanmi 12S flo mecover 
the?eostso of- the ®serviceisnetwork and thetsaies 
PIiCe) Mt sftine Lipe Otc: 


Anotherraspectaorsithe servicingaprobe 
lem may be that the Canadian mark owner sells 
hishproduttspwith wvwarvan yen ies CoS tsa o8 
Servicing an the warrantyiperiodvare parivot 
theripsvecerotatherprodiciey Gihemimporteremary 
providesno warnmanty ds Consumers may be 
deceived when» they» purchase the, amported 
product, believing that they will receive 
warranty services 


4. Advertising andy Marketing! Costs 


Inthe elassi7 Camodel sthclowie Ga otmsune 
Canadaanigihnades namkmave Wicen@emwan ex Gis ¢ 
deahlershaip in? Canadas it opm tnoduce as news pro. 
ducts. ittmay wequire yeonsauderable mnvestment 


by the dealer anwsal esipromotlon andsadvertits7 no 


LO aChiev emia pyr Or tab Mer thevel, Of sales.) Asean 
excLusivendealer,  henedmearecovere these costs 
Li. wther pruces Of st herprodiuc Cane However. lat she 


When ar’ product. 1sanewlyjantroduced anto the 
Mankete Yenen Ulietis) Sor dhe new and less. 11 ke iy 
to" break*downe and thesmumber of wnaits? sold 15 
NOtesl ar vemenOuclh LOmeciota teva 1subt Tete & 
repailn DUSINeSs Colmokenrepalring a viable 
independent operation. 


see, Remington vRand. wabove at nate 1/7. 
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Same produced is, ampormveds wthemprace) of: such 
produ€tenotiretlectingwthese: expenditures 
by theatanadiangdeso ver. othewimporter) maybe 
Said to pe, taking ‘aniunbanritiree wade ton 
athe efforts andeexpenditure: of the dealer 


However, iteis questionable whether 
Cheremsenould- bemarstatutoradly protected raeht 
LO thesregurnsetronispeciin cHaniverntisine 
expendaturese someheilit neehriades  wanesnot 
unigqueriorthe tradeemarkyimportatiron problem. 
FOr exalpac, agCanadiane selterrmayibe 
DEenerering trom tiemadVentias novo fean 
nnerican se ltergwheves Use ite levis Tontier 
Magazine advertising is received in Canada. 
bimilarly, “ihweasespingwhichhproducts sare 
not soldebyeexcihusawerdeatershipsy74 advers 
Cisiangfotrethe producteby cones Ganadian “seller 
Pan -pbenenrcyvotherg@¢anadianysellers@otethe 
Same product.  To,reduce this loss of sales 
Pi tecieesci@ernsiadentitye themselmesmrasimine 
BOUrCewOL MSUupp lyannetheursadvertisane: gthe 
dealer in the problem set out above could 
BAO Otro stint espa cticcs in his "sales pro 
motion and advertising. Most importantly, 
Puereithe “source! formehe) imported products 
ms related to the! Canadian! mark owner ,‘as’ it 
must be under the) proposed. amendments , 9 the 
sanadian mark owner receives a direct or 
findirect financial return in the sale of 
mhe product for .exportuto. Canada) )inia 
isimple example: 


| Tau. aGonpany “ase pheyteristered sowner 
| of the tradetmanvkia nthe wise 


ZV 1F eS Gompany isa *rrench fcompany 
and a wholly owned subsidiary 

of wWelGompanyad Fo Companysis 

| the registeredsownertor the mark 
In France: 
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3) 'C.”." Company: lso'as Catradaan Company 
65 per cent of which is: owned by 
F.. ‘Company-hiCes Companyems Vue 
regis tened' /owner wit ithe? imankiian 
Canada. 


4y> ‘Le. “Companyiarse vt hel vexcd isa vies la céenr- 
see’ off Ci.; Company to. usei the) mark 
in Ganada’.ae le! Companys cncurmns 
advertising expenditures in Canada. 


5)" ) Company imports preduet stim te 
Canada™“under itheimark, e@whwchyweme 
placed on tiveidirench! marke Gib 
Ee “Comp aye 


L. ‘Company? ays anguenthate Company. 
is taking an Untair treesrideson wes adver: 
Casares 


However wet ‘Companya ade? ay protiitiiiny selde 
ing to I. Company. ,Dhesretunhs uitimatelyittden 
to U. Company frome -Company:: 


Aso,\'G. “Companyemakesea) re turne ihr ehe 
form “of Licensaineutees' Tiaromria Company , a 
Significant “portion, of which £ low lback? to 
F, Company and @hen») tonUe Companys, aad Of the 
extent that’ lL. "Companys tshuntairige. re acedg by 
sales™of productsiunyCanaday oni gina tings irom 
F. Company, there shotild, be: anvadjustment am 
the: Licensing .ees, charved ke Company. by 
C: Company [which reduces *thewreturn™ to 
F, Company «then ‘toms Senpanyesbucithais “redues 
tion has been’balancedgby theswreturniito 
F.. Company thenPtoeu. “Gompanyeon rtheesales 
for exporc|@ 


Note’ that whererthesuser of theaGanadian 
ark" 1s not: relatedgtorvthe’ toreienosource? 
ever, Where: theremiacwDeem an ars, Lenety 
assignment of the mark to a Canadian assignee, 


ou 


a 


thersamemargument) .oncermmong-dbrect comsandimect 
‘returns: sto: the Canadian’ mark:.owner, from ithe 
Sa besi nto fenportec comGanaca: a 


inno ty OOtawiiaurrier exe bus Vereen Dagthor 
in) the .example.as, seekine to do -when he-asserts 
trade mark rights to exclude importation89 is to 
use Juliet str dade mank cprocedume nto fenfor ce) rights 


he iwvas: Supposed: ntoracquire junder contrac. <Irade 
marhnkaw tshnould-not be: used tro ishonemup' (com 
Cr aorual arent siorisuel: cases. “Panties yhouwld 


be left to pursue ordinary contractual remedies. 8l 


5. Recommendation 


iiiere yaippearteorbercood reasons efor yee 
consumer interest ‘and the Jegitimate interests 
of ttrade mark jowners: ita; prov nde:ra mechanism 
whereby -ex¢eptlonsmiiay bermadert.o; Cine pnopo sien 
INpercalvonea wes Ine pantrcibaracases: <These 
Gace sitshoulidiberdemartedrto Vohoseod sivonificant 
quality ditrerencesmanaasier Vv 1caae: foro bilvems),) janid 
SOU ld ion hitcmoa enn Tsao yee mride'! Cases: 


TNs: Qa sSwirciee direc Care rtp a2 2 


As atlacensee the: mightirdo: so winderm«s;. 49 (4) 
of the yore senGrAc t. 


Doing so imaycsub feet themwpantres: tor competi tion 
law salot On cee eC RA DOC mr moira more, ciue.O 
the conmmentsmomstherdevelopmentmronr geheU.S. 

law on ginpor tation ip weiceo;ed sti isiouldebe. noted 
that anvgsuchicbange ainrithe, Raweaswithac recom- 
mendedten ome. Src On orvonmi ner oduce ilransa tional 
ditiiciu) t tes. par tie! avy omrmsuchiapems ons 

as the exciusave adi sihrerbintorrernmt he example 

CLV SID. 


Zon 


Furthermore, any excepting provision must be 
carefully ‘drafted tsoi that does mot “become 
a substantial obstacle to importation, thus 

defeating ‘the purpose of the proposed statu- 
tory changes. 


Consequently at Ws’ (recommended ethatra 
provwdsa om ine fin troduced Ginto shite: Ace we mmat tan 
the owner of a Canadian trade mark84 to apply 
toltthe Repitist ray Gin hthe ‘casetor Signet icant 
quailaty «duifierences) tox servi caine: idiciihenences 
mM junvous: Sto the tCanadianmtconsumeray  Gihe 
Registrar should have the power to grant an 
order “directing that, the importemmuopanper t 
the “produces tinder the trade. mark oni, iene 
provides the consuming public with adequate 
notice ‘of therdifféerences ‘between the imported 
products and those products usually sold under 
the mark in Canada. 


The statutory qproadision. coudd ibe fo etive 
following nature: 


5. 20 Bow Lye eine vere ase 21 ley ate ame 


person does “amtact’ which ‘exceptetor 


s. 20A would be, or be deemed to be 


Contrary (lo Ghewirients som tie owner 
or inepusterediowmnen of aetrademmank } 
the owner or registered owner may 


make app lication to the Repistrar 


for tar orden ninde: "tia "section. 


(2) Subject to any agreement 
subsisting between the parties, a 
licensee of a trade mark may call 
upon the owner therefof to make an 
application under this Section, and, 
if the owner refuses or neglects to 
do so within two months after being 
so called upon, the licensee may 


32 Including. acdicensée. “Sea sthe present 32) 4004 12 


Dare 


make application in his own name 
as if he were the owner, making 
the owner a defendant; but an 
owner so added as defendant is 
nepmoi daanilie for any costs runless 


he takes part in the proceedings. 


(Si orl hes cowimes’ omy neon stened 
owner shall provide notice of such 
application) tol suchiperson, “the 
Attorney General of Canada and such 
other persons as the Registrar may 


DreSecrupe. 


(4s)7 *Uiponi ihe arming alee persons 
interested, the Registrar may grant 
an order under this section if he 
is satisfied that, as between the 
goods imported pursuant to Sec- 
tion ZOA(1) and thej/coods, manutbac 
Puinedias olldivor dss trabuted an 
Canada in association with such 
trade mark by the owner or regis- 
Gened owner fof thei trade, mark tor 
persons related to such owner or 
registered owner, 


irwhere; aretisubs tant 1alotand 


impor tanth da theme niceska nmithe 
character stacsstor ‘thet icood!s 
Suchs aistiamentlikelyittos Cause 
gecep talonvotet hey Consumers? of 


such voodsa7 or 


lait) Therebarerisubsitantiad? and 
important: differences in ‘the 
mepanmn jorine pla Cememt ssc ric os 
area Ivaibal 6 SLOT uswich joo00d sas 
are likely to cause deception 


Of thesiconsumers@or wich coods.- 


wo 


(S30, (Am orndeniioranted under Stirs 
pec tion isha Wieiteg tare ssucn tension 
who Inpowts:, Sicislisy) ils tr tpuibes ar 
advert siesisuciv le God Ss puns Wan to 
section e20oGl ito provide: iconsimens ; 
at. om before tthe pumc hase: oncon sump 
tO Of SUC moO0U oye With sacra 


noticertot ithe dittenences) between 
such goods and those manufactured, 
sold or distributed by the owner or 
registered owner of the trade mark 
onipensons) related sto Such owned oOo, 


registered owner. 


CQjeroabt Jalipeision Gubyect (clon 
onder under tisiSect pon, fanmksrte 
observe ithe? requirements 'otisuch 
order , he sha le notibe lenitttibed: to 
the benefit of Section 20A in any 
legal proceedings. 


(7js2 The! Governorman Councalsiray 
makel regula tans) Por! Carrying arto 


effecti the purposes and punorisaons 
of 'thisiSection, 


One matter, anone-Otherms.. tha t-3S hod 


discussed-hene she pGLOpmvet yvon prov ldane 
for interim ex -partenerders under Mtns --pro - 


vision to deal with "emergency" situations 
Yequiring—prompt>accelonne.,ine ConsH dering such 


a provisilom carenmust, bel takenitonensure that 
it does not, become a means: formharnassang 
importers, who-are leci time telly -brine tie oeoods 
into “Canadasmnder Mier pro posiedasal 2 UA- 


yap 


CHAP EER *BT GH 


TRADE MARK USE, MAKING KNOWN, 
NON-USE AND ABANDONMENT 


ag Introduction 


Both common law and statutory trade mark rights 
under Canadian law are acquired and maintained through 
the Cusie dof vaumank-ibs sitewouwlkd che-poss ible sto sadopt ja 
bys temelimewnichweradémmarkiyrightsidid not (depend on 
nNSsedbuueragherwon wmerpgrstratiom akone: Howenzem 70 1'e 1s 
noctonrecommended cherenthat sany;fundamental schange rhe 
made in this requirement for use. 


bi@trade manks witrchvarée aproteeted under othe 
Ponmonelaw andis may gor tthes\ct-lane cto. abeyretainied 
Bs ES recommenmeduhene janteywotrldsy not ‘be possi bile, to 
dispense with the use, requirement; for),such marks. 
he AcCguISEtLOn Of cist iirc Venessiitha-ough ‘us.eris 
chemmnannéen in wwinchtsuchsmarks ewhich, arement ited 
LO pHovection) ave bidentiréded syiiusthermore,aithe 
Drolitféeratron4of, tradeamarksisiinh! use. ibothuregastered 
and wiregisitered,|amayomeam thateit41 si anereas ang ty 
aifficult for agwould-be «néw entrant <ctoga particular 
product market *tortind yappnopriate strade, marks» which 


D. Whilecan applicant jhorhveststuationsof asproposed 
trade mark need not have used the mark to gain 
Drom yA My sthe Pid ohit wo! neersters the anmanki sire 


musts esithenrmankeatorsecune me ais trations. Act, 
Bie 50. Gs) 
aE The choices of systems available, and the reasons 


hor the, adoptponrot thermpresent Sys temivenre 
discussed by thes1953° Committee; Fox. 2nd %Ed.’, 
Perleos., 


LO 


he is free to adopts oTo/mernmyt persons: toacquire 
extensive rrehtsimimacks (they (were inoeisany se aso 
preclude others from using such marks would introduce 
another obstaGVvetto ser tect mvemcomme tition ere liye ly. 
there are some ipublic and tprivate tadiimistracivye costs 
in putting *makhs#on ctheiregrster fa © eros ubimigeL ed 
that these icosts would’ nottbe’balancediby tbenerit 
tothe public ii extensive tights 60 re unate™ and 
Maintain regustration were /yrantediimethe tease of 
unused marks.4 


Il. ‘Some Probilemsimot (Reotstratiomeot shyade gMarks 


By Non-Resident Owners of Canadian Trade Marks 
Ao utUse fof SiradeiManks: tbiytNonskhe sidermtus. 


section 16 Cb) Voi the AGt teives tai promt y 
in they tohtito meister ia marlkitomthe: ipersontewito 
first used tthe mack tin Canada sis! Sroterat trade 
mark is) defined! sires es toms tne whet. 424s. -fo lows: 


4. (1) A trade mark is deemed to be used 
inviassocitat Ton: with wares, ocihvivd.teaeire 
tinenoPithe (transter ot sthespropenty 
1IPOr Mpossess Lonot such wanes) o im. 
tne: normale course totiteradeims 10? ifs 
marked on the wares themselves or on 
the packages in which they are dis- 
Cub Ue Win thal seeimerarhyaro tirer: pmaniien 
so associated with the wares that 
NOVICE omEthe KasisociaieLon sisiithen 
given to the person togwhom the 
property orepossession ors itrans- 
ferred. 


a Ret erence sto: thistiprob lem tmaat Canadvant-con vest 
159% contained ani ‘Gagese #"Corporate! Trade’ MarkisPirac - 
tice; CL9o0}m Pat 2).Chr -Procecdingse 21 Sethe Os 


4. pee below. i209 tote a briet, discissiomiog the 
need for a mark owner to be able to 'reserve' a 
mank, <&or a_laimited, period. prior, to. being sneady 
DOmU Scag ite 


Ske SsuD; ect to the better wmieht of oneewho finstemade 
the mark known in Canada prior to such first use. 
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(2) A trade mark is deemed to be used 
myeeseo cra Crongwithreservvees 121. as 
ieedvon das ayed) i nwt he: pertormance 
Ob hanver Grsane on Such services: 


(Se tetrademark that? ijssmarked an 
Canada on wares or on the packages 
i wiwehe they yane, contained 1/5 ...when 
SuGhe Waresiiarexexporteds from: Ganada’, 
femmed @to ybcrirsed-ani Canada, an 
associationawith such wares. 


hive Cian Maron Orpuse! Moh ase icaused gone 
ditiieuity aneestablashi no whether, marks arehused 
an Canada Whene goods, are). imported: into Canada: bearing 
ptrademmarnk mwiercs themmarkewasrra ppic ad) it othe 
goods by the owner of the mark in a foreign country. ® 
Prop lemem layed scuunoecaseshan-wha che they, cood's are 
Side imam) Cheamorcd OnaACcCOunt ry £2 0e be Gastorei on 
TOCA tonite Diitemn su Chesac tion cons tht tes, usemin 
Canadasot mune trade) mark) by. the! foreignpmark owner 
Pep eCNU seen dit monmeCheamint erpretationycavenk to 
5. 4 (il) sole st-hes Wcith 


Pole ais cSeicde ary thene= mus ti. bes, seit. some 
ime weersicim apuaaiisteons Of piOpentye nny Orme ybranicd er 
of possession of trademarked goods in Canada. How- 
EV ca miner et is iaeques tion.sas) tomwhe thers tombeusan & 
Phe hades pane Canacdag home tahbe-munposiesa omy, sy. Ls ewalie 
Porelen mark wowners musiticemther own! ior) bess poss ess on 
BreticmvO0dseat. one time the transter of #title sor 
possession takes place in Canada.’ The alternative 
Poul deperrboewancunent Ghat. ase long) .as itherejsrsea 
mr alict eriOr iWrOperciy,.into7r possession) of tthe jerade- 
moGuwod: 9o00ds;) 1n Canada in, ther normal, course iof 
Brade.s ther fore1 on mage ownem's ‘Gradet mark tis) aised 
Dy him in Canada regardless of the fact that he is 
Pou Loeretivansner Omi Ciyiprop emitiy ommposse sion 
Canada. 


D. Seer Wels Hayhurst, “Problems ot Non-Resident 
Ownership of Canadian Trade Marks", (1963) 
Epeeei. Cs roceedings. lade 


: eVegeuel ule Ud eb y eich mend 6g Slew CRIME bia 10) Cxmnmalge hae IL OYe as 
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In ‘Manhatten! Industries Wher avon Promecron 
Manufacturing Ltd.8 the court appears to have adopted 
the latter interpretation of “use Wise aim eloweviers 
ipoisitrespectiu lives ubmit teditt hac genes Grau esis 
optthe idecision Wi ithatiicase mayne Gabe teomp le gel, 
clear} tiThetcourt trey eet edethe warcumemuetha tapocees— 
sion of the goodsahadt passed tom the purchasenmin : the 
UvS .sunden aneity.o“br Weonitrae ce witen Gthescoo dsm weme 
delivered by the vendor to the Post Office in the 
United States. Heald oats. then twent ton co) iste: 


wien theretwasea transfentomspossesonon 
when ‘the sGanadiamimretarlers® |tthe: purchasers 
under-itherd (Oo. be" contract sim mecenwedetthe 
trademarked goods from the Post Office 


in Canadayands not) before: and Sf. Sits 
DS! US ea neCan ada iwi, CiainweCh em ile annie 
ofe sea? 


What may not be ‘clear is whether Heald, J. 
regarded the vendor, who had placed the mark on the 
goods” ini they UMS ease bein a nenos sesscmonmomiee We 
goods until the purchaser received them) fromthe 
Post: OfficetiniGanadats Mingthaty casey possessuon 
would havespassed: fromithenur, Sotitrader mar kmownes: 
to the? purchaser an? Canada; which woulldmnay ee satise 
fied thertirstmimte vor citatao neon iSeries cas) 
and s. 16 suggested above. However, the court may 
have viewed'ithe= Post) Ofiice as being in lcs 
when iWiiespurchaserhtookrpossessmonjeine Canada. 


8. (POFMDS AC Ps RRO LeZdaaroe: 

9. (LOG eles) seed BC eta Ram eGZ.d jel rpe 1x67, 

10. The: commentswo chem ouriteine cardi ner thie: mnie re 
pretatronvo¢s “possession wants. 45 as) plies eal 
con troleshouldabesnoted in. thus repard: SHOT aie 
Ls EO Greed 9d 2 ed Osc aha Wa ae 


AOS 


However, the court went on to state, in what 


may shave | beenvobiter dicta; the :second ‘view of ¢s. 4h) 


—— 


indicated above. Heald, J. said in reference to the 


-words 
heey, 


inter 
es th 
of de 
to re 
Bf th 


appro 
tatio 


el. 


‘in the normal course of trade' which appear 
Aes 


"I think those words must surely mean 
that s. 4 contemplates the normal course 
of trade as beginning with the manufac- 
turer, ending with the consumer and with 
a wholesaler and retailer or one of them 
as intermediary. When the applicant [the 
U.S. mark owner and vendor in the f.o.b. 
contracts |usold to ithe rétailer sand ‘the 
retailer sold to the public, the public 
came to associate applicant's mark with 
tie HARNESSAHOUSE theltt sss J 54 contemplates 
that the use between the retailer and 

the public enures to the benefit of the 
manufacturer and its use in Canada. In 
other words - if any part of the chain 
takesaplace pin Canada ,othiswisy use’? im 
Canada within the meaning of s. 4. If 
Pum berpre tation 1s ccornect.. then 

the sale by the retailers in Toronto and 
Montreal to the public of HARNESS HOUSE 
wares marked with applicant's trade 

mark is a "use! in Canada and it matters 
not whether property or possession passed 
tO othe wretarhker yin ethe United: States! all 


It is respectfully submitted that this latter 
Pietatd om ior suse tin esis 40h) and 16 by ntowsidielie Palle 
e€ view which should prevail for the purposes 
Stati suicmptaomity nights 7. foreign residents 
gister a trade mark in Canada under s. TOs ls) 
hl AN co we 


i is suggested that. this os: the proper 


ach, as to adopt the other possible interpre- 
n of s. 4(1) indicated here could give rise to 


Digicly. 


casesilinnwhichsthere had ibeen ’sieni frieantedrstri put rom 
of goods sin\iCanadalanucireuns tances» Tpke wthosem iene 
Manhatten case. Some Canadian consumers would then 
be famplvarcwithiithe stradeimarnkiand thergoodsedis trae 
buted ine association with ity by the Noneres acme 

mark’ owner. “However, 1f* the’ other interpretation ot 
s); 4(1) were adopted; “such ‘ai non-residéent. mark sowner 
would not beable tovelaimiuse in) Canddavandsbasenii= 
application POR shes rs Ura t ionwoniinatalisceunaes 

5." 16 (155 2) In Such eakeasie’ la eper sonwunnellaveds tanthe 
foreign markvyownér might »beginsusinoe itheadnarkeland 
apply 1tor’1us rT egrsttatronninders. VGC pearenmcie 
apply for its. registrationvas a proposedtmar under 
s. L6(3). “Thetfonei gnimark townéercwoullldenots be tap lc 
to prevent suchtmesiustraticnven sehe Sbasieeon aais 
prior use ‘of the mark? iheoresult (wouldmpe cdeceme 
tion and’ contusion vot that wsecoment JofVtherCanadian 
public that hadubecomesianitmariwrethwuheaar 
associated with the fgd0o0dsroGethe foreren markeowner. 


Furthermore 71t %shomd be recognized) teat 
injsuch a ‘case thevbusimessvopatheuponel onenark 
owner May grow tin nis vowm country. S\ihetresultemay, 
be as foreign advertising ysprilstover tingoseamada 
and as more |Ganadtans travelminithe foredenscoun tiv 
and become familiar witheithe foreien mark owner's 
products, growing: (confusion on ‘theypart -of (Canadians 
concerning thacg tenade tank 2rOur ‘baw "nist be sie 
List ve Concerns nthe 2ohnece iol tin Cried si tironn Graeme 
trade on trademarks; andimust not ‘create unreason- 
ablejobstacles to non-residents obtaining reais 
Lratronmto &imarks in tGanladaye such icbsitacle sican 
only [serve;sto vharm the interests fof sGanadn am tcen- 
Sumers in obtaining reliable information concerning 


2. Inethe example assume that sthe nenk is moe 
Mwelvistknowms wurden sis oesee Ebelowee aioa5e |e 
and ‘that the forezen mark owner ‘cannot’ re as- 
ter sin wCanada hinder 1475 3)hécauxe 
more than six months have passed from the 
RMN oheeenewaeleKs. aceetey cee, shojo Ubsmercmestonely 
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products.143 However jpuntairs advantages: over Canadian 
resides should enot (be egivenito toreronyresidents 
imncainame tlanadian trade markyrights . 


Thespreciseesionificancesiot pthe sphrase!” the 
POTmaiecourse fot htbradeveans sa 14) imays no'tobe aconr 
pletely walvecareneingceneral purpose was indicatedsin 
che cvamia gee neces es 


(Limennna chatethose rwordsmustysunel y 
mean that’s .:4e:contemplatés the normal 
GOUimescaor ir aden smbecimnane withthe 
Manuracturernsrendine wathhithe vconsumer 
and with a:wholesaler and retailer or 
ene today thenmaswantermmedi anys “lerece wrt 
anya pameyoret hey channitakes#p hace in 
Canadanmuhwssa seyuse Sin Canada within 
the meaning of s. 4."14 


ingthemeontext) of ethedproblen zor Uusembyed 
Poianesidentn or tatnark anyGanadam® themphraser requares 
Boa tetNerevbed ag tmans fer hot spmopertyeinvoryposses’saion 
Biicrademarkeds coods®intthetnoermal@course? of htradevin 
Banada, A case in which therewwould apparently: be 
moesuchttranster*micghts»be €he: foldowing: 


ExXanpieny touraetsh 


HeeeUyoegmnank.ownedlisha imanigactuner, who 
B-cs thes tradetmarkvonscoodsohe!manufacturestandtdise 
Ber buves peOgretamtens .exchustyeiyiewathingwhestY ae 
moe trade ™darkvispatiaxed’ to thereaodsathemsetves so 
that it cannot be removed. Canadian residents, 
mavychlingsasepourrstspinAticgUuscsAS purchasetthe 


more irade marks are one device tor providing seme 
Such. wneOunNatitoue £Oun Levis ilatuonino tlonger 
has.a provastonwhikess? SfotnthesUntaryagomper 
Dir ionstct $9L9324whichterohibitedsthewkuewing! 
adoption of a-.trade markialready in’use by#another 
person Mneanetherwcountey vom the Unionswagch 
Waseknowntint@andded) whee also Ss. 10 op ghhag 
Moves see tox. (Src sede Op. loses 


re Dee eR (2d) bata. tol ine 
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goodsé trom) retaid ersa there) and: ibxing, Chen an tor Gana 
for their pers onaig uses 


Lhe pirase "normal COurSe, sOin fo acle: sai ae ie 
exclude the sale in Canada by such tourists of used 
trademanked goods; tosothers consumers: 


A more ditficult case might be®thatean whien 
the "tourists: “traded in the Used 000d SO, sunew Ue. 
chase of replacement: goods from’ Canadiani retailers. 
The Canadian ‘retarlersamights thentes en 1: i hemeoods 
Dearing, the U oiOwners Ssomanckt aisthas i adita Ont cesE 
usual businessiumiused Moods? Of fhath ‘ty per 


In’ ther general Context the phrasceaat ie 
normal course oOftidrade:y ise desipmed) tovensuremenav 
the use of a mark? De apreal land sugniticant Us econ 
trade, rather than a mere, tokenguse forathet purposes 
OLVaAcguirinen Or Malicaimany wovade ena tka 1.110 itis ee 
such, what will amount to use in the normal course 
of tradeywallovaryqwath thetnatume offithe product 
and thes partaicularicircumstances of each case: 
Consequently ,Vatedoes notiappear! to, be: pessa pale 
or desirableitotattemptiiaimorei precise statutory 
definition of the nature of the use required. 


AnNOther aspect of thesint ci pretd ta Onmom 
Must in, ire MACE VP CONCe TINS wt eid eb In 1.01.01) ) Onmmeatdaa ere 
Mark’ Ins ote Ve thattderant ti oniwe 2 requlresman 
attendanthpurposeorlresultvotpdrstingulshingmoness 
wares from, thelwaresvof Gthersw! ts, In» the@ttouris ey 
example gavensabove2itemicht be argued thats’ the 
Mark owner, didwnotshawe  thespurposevor idas tine 
gcuishing has goods tan Canadamim@AsSiwe lle tsincebthe 
S00ds are, NOL di trade Channels sil Canada seemeoula 
bevaroued: thatthe: mark as gnote used. So: as ace 
distinguish in Canada. 


Howeven* Minggencpal, thesviewltakenGrs 
probably that whenever a non-resident mark owner 
CausesthasvmarkUtolbetassociated with!coods it 


Dara Tie Ss Cee Opie a Cane ania eL EVO 
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Bcan Desassumedethat he: antends. therymark’to: dastinguish 
Bilis: 800ds wherever basmcoods maymbestoundessAs> tor the 
Brequimecnenty tiatbhesmark actually, distinguishothe 
_owner's goods when used in Canada,l® it appears that 
when @ markeowneryvappivesr hisimark’tonhis goodsijx the 
presumption is that the mark distinguishes the: goods 
Of; thecemarkpowner rather ethan? then goods ofjanyone 

else unless there is clear evidence to the contrary.1/ 
this approach iandicatesetheyvery! lamated: naturesof 

/ the informations that* a, trade:mark can»be»reliedrupon 
mtOecOnVecyacomconsnmer spandethesairilofy'unrealatyh 
that Sseciisaunevatabliyeto bepantroduced oniany earetul 
Banalysis of the concept of distinctiveness. When a 
consumer encounters the typicalitradetmarkmdinected 
BCOLCNCHLCtaE se ecOnsumner phe often, simplywassimes, that 
Bthere 1s: someoone entaty«that.has the exclusive right 
mto use) thatemank-eeHexoften does notuknowewhoxsthat 
Bentity is) (whetherva’foreign manufacturer, a »Ganadian 
Simporter or a Canadian retailer) and does. not ‘care 

| provided that the goods are satisfactory. Consequently, 
mit does scemyallittieq'unreal' tostabk*o£itheimark 

mas actually«distinguishing»sanyone's?goods. The 
m.1.P.A. brief  toxthe Committee; examining British 
mrace marke laweexpressed, this,point ini relation to 

mc he bryatishadetonittonsof trade, marksas follows: 


NIinveuneopinLonwantessentiadidetect. pn 
Chee Gust nogedetinitaonsascthatwit bails 
CO pmeservesagclean distinctron between 
the 2acts tihataaréestrue ofica trade. mank 
Withoutynecessar ihy pbeine apparentyto 
the -pubsliengand thesfactsathat are tmade 
apparent, tonche goubliesbyathe trade 
markiaiWe sthinikathat sbtewhagikset omobsenve 


ome Act toca? eitradesmanie! .tVdasitin cise 


meee Hary.hunst.) OpseCitaump. Lovo, Noted «discusses 
some cases in which marks were held to have 
become distinctive in fact of an exclusive 
importer of the goods. 
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thisidistinétioniwhen iesuses nehewwor d 
PIndL eatin oouueInsourey Leweeheeword 
Vindicatingvimust Terereto thememrcoceon 
the trade mark on the’ viewer or hearer 

to whom:it:is: addressed, (“Marksv advertised 
Chiarnationwadenrscale;areveleamlytaddressed 
to (thevmetaal*purchaserg kandi hence aestate- 
mentithatr sachta Marke" rndteatesecon 
"denotés"') 4. ,connectionsbetween the’ goods 
Anduawpensonmmeanst nothings La at adiEesau ee 
mean that the public knows the identity 
Gfothe person connected ewithmthergoodse 
andwas we have observed it) very often 
doeésSonotemeanmthis vat labiavre 


levas@subm iistedkthatetyprea Thy Oeelicmiate ue 
that sarefmadenappanentoto the pubbic sis tjus ieEne 
factetharesomne tentroyrekaims. themexclusives rigint 
to usetiieimnank. Miabiiewothersag faces gthatbanoee Lie 
ofyaditvadeécmank without necessarily *béinge@appanent 
to the spubticHiryus@thekiacty thatwta parcreutank 
identibniabte thecamientriyeekainsmtiée sexcliusnuc 
Lightmbtomuse §thietnianke 


Thvsiipant neu hangeidenti frab betes augenci ey. 
Ls thie “owner or the. trade: mark which (concep teas 
the subjectwofeq suecested (detinuticnabtstatuveny 
section, below.19 The owner is the person who 
first uses the mark (whether the public 1S aware 
thats he twho Bpsst tuses ion inot ifornreknrse 
Gausestirtimtoibewdssociated withecoods Ror hsenvrees 
inethe marketephacesh tindthe context of sthet inen- 
residenteuserny probtemadrscusgsedancve yithat 
persons stheylore ten IMmankeownie ns sConsequently. 
theatonetoncmark owner should tbe entitled ta secure 
registration sof tthe mark (based on shisvuse.- sHow- 
ever ,ithesnicht tomresister could be defeatedson 
a demonstration Sthavrin ehact, ‘ehetiCanadian public 


l3ucetJournaltofiCharnte redWinstreu te tof «Patent theents, 
Nov 2. EGre2) toss) Ai 4S. 


Do Jae e De Low. rene 
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Associaves thetmark watheanother-identiutdaab be) vegas 

eltelyeso (hate themniarkedoessmoty actually dastingudsh 

LNeTeCog ceo mbes Gen Cimintanikmowne rye (Hives LS SO T 
mvaistiunctiw cil. atais 7 y2). 


iver Civiiiier ono False iro fa trade amt an 
NOVALLOMoIOrsS Cnyecesiis ‘asitolLlows: 


4(2) A trade mark is deemed to be used 
jimassoctatnonmw mtinustervicesmik, 14 

; Lows CUmMOrmol Sp hay edtinabhegpe i: 

| LOg@Matiecroleacdveibts snc tof: Suc hi 

Semverce s 


7 MiCwetemencesst OMadiven tinsmng oat) wehiis; Sub 
mseClicn mimi wony elgthemimpressionethatert woud ybe 
mutitciene meredy tovadvertisersuchiseryrce s ieuen 
LNOUCHMNOmSUGhs Semvreces were penhormede, TO, avord 
any such mimpbhication sthesubsiectionmscouid: be 
amended as follows: 


4(2) A trade mark is deemed to be 
usSemin: association with services 
Let esis ecdh onirdds pdeayied, fim ytlre 
pentormance tot; suchieseryicess:, cor 
Lt Wisi seus edn ommdias pikayvieds ant the 
Qcicer Ursiincmomn suchh seimnerGesipr Om 
Vidcat Wao chmse ny ees faire 


actually performed. 


B. Making Known Trade Marks By Non- 


Residents 


| Under sthemAct snswe Sotanaiksa nestknowmra: simade 

mark apparently idoesh not nol verter anstensmote prop; 

mrty im orPpessessaon sore trademarked goods ain. the 

mormal -comursenot trade ann Candada -Gyhowev er, —-Siy 5 

indicates that a mark may be made known in Canada 

mar... waresvane dastra buted anvassocilataon: witth 
hehe tradesmark | -eineGanada ceil Arhis, asthe 


ee eo oe EDN ots odided | 
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actions!which might? (cons tistultietimakune showed) trade 
mark in Canada may overlap to some extent with the 
actions! ‘which wmteht "constrtutemuse: ch sehoria wie il 
Canada’2l* “However, “the word “distributed. iva os 
may also "apply to the tourist. example eaboversss 0 
that Canadian *touristsitbringing tcoodsieronaciiesl «cs. 
for consumption ‘or “use si iCanada., whenesthemcodds 
were marked with the trade mark, would amount to 
distribution disteheteood ss iiiCanad a Ger Belrcsp Un 
poses of making known the trade mark. 


In’) order ‘to! obtaan wepiisitara ticommoiid 
mark on the basis of making it known in Canada, 
the applicant must “show that#1tenas bDecomen wel! 
known" “imi*Canada si Aimank ‘wsriio tiwell tknowm wien 
consumers only ‘in ‘a *particularraneaiot -Canddanane 
fami Vira nrewetly sive aad kr 


In Wian v. Mady23 the court rejected an 
applreatwon’ to CxXpunve av recis tration Odecaanan 
on theybasts of-pricor making tknownvot  theamark by 
the -appivcant* @*ihemmamnk tradmpecm Usiedsainieuine 
UeS > only "by \ibrcensees? of tehemanpiliiean tt und em 
U.S. ilaw. - The tadvertisane cof tones of ethese 
licensees was received) in’ Canada and was%claimed 
as the basis for the making known of the mark 
in Canada*by themappimecant. sihe-appiacanteitanled 
first, because he could not show that she had 
used the mark dnPthe*U. 5357 buvemomibye tela: tearm 
Ereensees Nad" so vused@ te © =.cUChmuse COULdEnOoteinune 
to’ the’ benefit ometheMappiicamtrunde rn si oO. sence 
Act. Second. Under Sz lVv(ljeore tne Ne tetitemo ape L 
Cant, CO EXPUNTE" a” TevistraeLlomurone tie, basis mon 
previous making known of the mark must be the 
person who previously made the mark known. The 


21.” Thirsseassumes ithatw idastrabuted' an? Ss). 45iieces 
Sarulyr emtamioceranster siiof) proper ty alm tox 
possession jotiithe “trademarked *a0eds . 


22; Robert ei ane terprises. Inch ¢V wMad y alee ag 
AO CP Re 4 SEG te) (See apps shod eos 


25... “Ste notes 22s 
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Ccourtenela,thatethe making «known #im Ganadawby)athe 
Dicensecwot the applreantcunder Udo Lawrcould not 
be regarded as making known by the applicant him- 


BS ef Uitte eS wal es 


Legs dsubmiset eck tthatuthe Act: ishouldsibe 
amendedigtowrethlect uthewview, of the «funetion ot 
trademarks Set yout pin Chapter One ¢so thatira’ dasite 
erent result might be achieved in;a similar: case 
unde nmenersUcr ested amended: skegiisiha tions 3 (Consie- 
quently, pie ersienecommended (that ‘amendments ofthe 
fOllowinoenatune be amade to.,the Act: 


s. 5 A trade mark is deemed to be made 
known in Canada by a person only 
Tims smusedyby sucheperson or 
a person related to such person 
in a country of the Union other 
than Canada, in association with 
wares or services, and | 


[Continues ‘asi<ins present Act] 
[Underlined part is new] 


Lice Ql) Nora lca tion hom reo ist yaitaion 
ot a) trade: mark that: syhas; been. adyer- 
fis eds inmaccondances wiithssecthion 56 
Shadlewerretusedsjands molrecus tration 
of a trade mark shall be expunged 
Or amendends ior heidy amyadadaron? the 
ground of any previous use’ or making 
known of a confusing trade mark or 
trades names byxari person: other? than 
the applicant for such registration 
Olga Sap necdtecess Orme ni ite tiiesa ‘eax epit 
at the anstance ot such iotienmpern- 
SOOT woe SUCCeSSOM ale titles: OF 


as persone Trekatedy to such ther 


per soni rehnisiisuccesisori uneita tiie, 
and the burden lies on such other 
PETSOn? OT *his Suceessor: to 
establish that® he’ had’ not’ aban- 
doned= such? contusings trade: mark 

or trade’ name atrthe date of adver- 
tisement of the applicant ts’appli- 
CaCuotn. 
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24. 


C. Recommendations 
le Usetby NoneResidentsmUnd erase eo) 


In order® tovensure thatthe Hitenprecation 
of Heald, ant themManhattrentcasetor tthe incaning 
of? use mnwsve 6 Gh) isiisholihowedh srekismre con. 
mended that s.”l6 be amended. A new subsection 
should: be ‘addedy to %s.. h6isde fan me thes meaning 
of “useltorethe ipunposesmoimsis LoGh ye gukheniuiew 
Sectpontcouldiibertom thei at obrowiite arate 


st, Loy Ag) Por iithes pumpose sior 16(1 
a ttradcsanank e mark is deemed to be used in 
association with goods im Canadas bya 
persons iether ian is deemed totibe 
usedmineCanadanw wth iniisubsect vom eb 
whether! or mot: such’ person'.is)the 
transteromiom ithemproper.tyaeine.om 
possession. of such woodsein Canada, 
provirded® that isu chmtiades markers! 
usedi Lormthel punposemo paid isiaine. 
SUdSa niewo rs OF fas Om Ciisiba Nn Omsine 
in) Ganadal thet poodsmMoie suck: person 
Orit pers ons InelavedauOn Sue ht 
person! from’ thergoodisi ot ‘others? 


Zo Recistrativon ibys thenOwnver oni ithes Basis 


of Use or Making Known by Persons Related 


To ibe? consistent) withtthe vvewlor the 
meaning and function of trade marks presented 
im Chap ten; Omerit hes Xct shoul dita thoragerthe 
owners: Of) itimaides mak stitowappl yr tort re aust iat on 
ony the? baisismotr ithe use mo Morn-thesniakinceidown 
of a trade mark by persons related to the 
ownervot> they mank?. 


fi thet case wow aw roupt ore tr eliatedmicon-— 
panies,24 any one of the companies should be 
permitted ton reouste nit hies ma nkontetthes basis oO. 


see p. 47 %abovese fore preposed smeiZAags 
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the usemot@ethe «mark by canycof the “other «companies 
OL VLieicwoum.. aibliemAct? showld note: provide: fox ra 
DELOY #rreh eh epenrirome oOfuthevoroupiohtc ompdanires 

tO. ev 1 Sibciewuphinr Sais Yaimaiset emarorn Vt he icommanwes 
Tienoe Ves. eu) Owe MnO wdieGl Sthom mires Suneiie 
hands of the entity which has ultimate control 
Over Mule rome Tes Croup) OlIc OMpandies® 


In ‘the case ‘of .a-licence; the licensee 
Should snots pe permitted Sto eregts.terpihe mia nk 
OMmEnceDasio Ole usie (Or making known by tse lt, 
angtne tact Gens cersonr Sthe slic ens ore agile 
PiGeisoOl, Msraticm oma Keehn tyato; wi Chigegonsumenrs 
look totensunecthesproba blerconsasit encys of, 
(ial tyn 0 tare epno ducts. distripubedispmta sis Gia 
Lon awist ihe thie, inaiek pel ouperimt Ya lec énsiee Lous 
aNelineo1S terecammlank wuC Mueon Sion Tole mia bk ain 
such circumstances would be deceptive of con- 
Ssumens. 


Ep rODeiiMniavaOCGUr Mit eGe la tinomuro Hucic 
or making known by a non-resident owner of a 
Mark. Suchmuse forsmaking=known. mgt wbe id one 
from a panvicular icountry by a person awho was 
da Ceimavedmtpe Doom NlO MUN eine rst Cred vomineniu0 f 
Cie strade@manekt an, Chiethoweton » coumerntacecondi ng 
LO -Uneadetiiuttom propose danm nt hicmpaper shox 
Livcetanadwant Act @P HoweverLeunders the moron 
lanes such persons might: bersant improperv user 
Oly the wMank s) perhaps esomastito ic aus cemithe i rogeren 
Trecustrat ons tos bes invalidated: ifiut were 
chalvenged.i Should witr bewmnecesisaraithat 
Ehewlises, iby the pensonare lated, to the teoretonu 
mark. owner beiproper sunderatics fore lemiaw an 
ordernrtomproy vdey ab asi sSislor tree vst atopy 
the mark owner Jin *Gandda? 4590 '/Rt ins submitted 


Clearly the. converse-showldnoteappilemance 0°75. Use 
Dyeaelveense cinder the LG esas kawaii canaece Shi iec 
amount to use or making known in Canada under 

ss lo(1) should—“not-—co1j-e>the-nresistercd owner of the 
foreion mark, the. richt--te-resis term to-Vanada if 

the foreign Licence 1s proper tnder-the=doreign law 
but not within, the proposed provisions on. Liceisine 
in wCanadian law. See Wianiwe Mady , above: at note 22. 
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that it ‘should ‘not be necessary. The use would 
be proper under the proposed Canadian law which 
is designed to protect Canadian consumers and 
to) providelojusit! protedtiomer or ethe mivoht sot 
the owners of Canadian trade mark rights. 
Foreien ilaw should Ybel irrelevant” to jthese 
questions. 


Ssuggestedistatutory (changes tor achieve 


the above recommendations follow: 


S e 


16(1) An owner of a trade mark who 
has efhplediian’ app bicatwon ganaccorde 
ance) with yseotron 229 elomr eguis tuaitron 
Ofrartradewnark ithatrhius weonlstranie 
and that he or this sredece¢sse im iin 

Dirt le'hor #per son sinela ted scCommiminon 
his predecessor in title has used or 
made known in Canada in association 
with goods or services is entitled 
Sib ee PMEO RS eCEMON F5iiiamlLO esc eumeaiitss 
RECS Crayrontny ies pet ot wsiLeliggcoods 
Ons ervlees unless sat bire dia Fenom 

wit Ch whermcrwmmhas: predecess@n (iiart.G ke 


or the persons Ve hate dA Whi mor ass 
predeGesSsonpin tithe chi mste 50) used 


rtterimade vt tknownsntuwas conkusing 
with 


[Continues as in present Act] 


[Underlined parts are new] 
@ 


Z2UVOMNensonwa tradeumank means 


a) the person who first uses the 
trademark inv Ganada or al person 
related to such person, or 


D)Pthe VersoOmiwhiot tos Uumakes none 


trade mark Known LumeCanaca aor 
a person related to such 


Det Scion. 


2.0 


Gy eaipens on tino. as igualitiad ed 


to Doe Sie Lr ‘the trade mark 
lnidieTigtiice proves Von's ovis Lons? of Sallis 
pre citelodrs UO (2) econ 


dy tine) person whol first tapplies 
Biron dns) (ucla ee arto, wee caesijem 
Cie naceriia rkigas fai pvoposed 


trade mark under subsection 
on 3 


Sy. HOTS ) No. Ghaiict Sin? tho SINC tMGon ser Ss 
Diem bie Cis Cl tela Vbnameywma ck any 
Tae hunt onme jueiuer ssuch ttradetinanr k 
Ouran vetravsterab heamaonyr tothe 
Uso oOmesuchaGrade um aak’. 


Aimer natives to Sind OC) ® 


s. 16(1)B. Nothing in this Act 
[Section49} confers on a licensee 


Ot some acer diaickean veel on ty ob0 
Peo mse maSUuCI tradermank . 


De Repeats trationtby Resnistrants ‘of doreven Marks 


Unde wtsy obdavations under, thew @onvention, 
Matlada has caveneae praoxvi ir ioh @sto.repisiter a trade mark 
to Sey en eal bawho was KeOls tered they Mark ine nas 
SCOUNET yO Gatom eon Nees OO ne aete certo AtiehwPawrais- Con - 
fyention PprescribesMbases ‘On whi chnvecountrnes may 

Boe esuciwappincatlonset Over opistratron: 


YWOR-2R)e Nevertheless; sreositaat onot mine 
Lollowineimay bee refusedsor’ invalidated: 


Ie ia rksi whitch Var estore Suche as trates a's 
tO infringe richtss acquired by sthard 
Data cS in Ch enc ont rnve wae rer proms ce. 
fon as: claimed. 


More eroc tos. Ot 2 YC One On) ae COUT ry note On orem 
! SCOUMELY Ot CN Cat On ees Ody cue aoa 
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2;  tharkss whi'ichwva rei devo vdmotyea DyadcEse 
tinchay evicharactcrmmOrTe Gon Sis.teks 
GlusavVieuw yo cOmihwsiiciss Omialinetedt eds 
Whi chemayt Semveniinistr adem tossuics 1 o- 
Natesthes kindes quali tyewoaudanur ty, 
intended purposes. valueynomep lace of 
Owain cor eGhessco odissiog, stl meyiot sp Roe 
ductroni,) or thaveybecomercus tomany 
in the eounrentulban cuacemommi ait ie 
bonayriderand es tap lishnedypragerecs 
Oliv theatradevon the wectne: wawhere 
protectwongusy Cligamedsngyinmia ain ie 
ast Vatidie CaS ON Fa Shek Osmblven distal vanry ¢ 
cha naetrerniOLs a “mMaricwal Ie stivedsr ae tual 
Gircumsitances, musty bey taken amuo 
considerativonsraants Guilariiy Chen fener 
of time the mark has been in use; 


S.1marks wha chyarevcontrarys togmoraliay, 
on pubivicmor dersg mie ti Culling iClios ec 
OmerSuUCheda wna turcita se tiomd e@en ines it hie 
pubic Yekten senders oodiwitheteas Mar 
Mayan ebemcons ice wedmc Om imaitvesL © 
DUbdwCHrOrderad Org tier Sole. Theason 
DNAtwRrtedoess nots Con tomnwtorampr.os 
VESLOU, Ot. Cn Ce lawerre: ait Cmte Cmte 
Marks,? excepts qvieremsuch) prommceaiom 
Tien wer ate SeeGopan inp Lecr Od. Crm: 


(2). Trades marks,shali not’ be’ refused).in 

Gihe sotnemiecountawes tof sehesiUni one-one 
soleimeasonrsthatyet hey. cirtier: fr omg lvegaia ie 
protected =n the eOuUntry Ob Onl CATO lms anh, 
edemen ess Cihvatidosano tka leben ft herechi Sth Caminne 
chapacrer> and (domnoty ahi cety tive; eid civeney 

of the marks in the form in which these 
have been zp eared in «chess ancdeseount ry 

Of Orig in.t'2 


A) ERCP Ol ebondonem LOSAw osatiele OB: 
Lite 


PnCenectis Elda prescyabesoethe, teststort 
revisit abt ages orameagksenhtehiareg themsubjectyor 
Such  epplacataons edioceLionylagappears., towhavé) been 
closets prtrer near onithes wordsroreAr ticle! 6BPor 
the Convention: 


Aeé ase2 Jodi oNotwithstandines sectaony 12 
altradeymarks thatpthe-appiicantsor 
hee predecessorranititieihas caused 
pombpeguully trepasteredeinihtsacoungry 
preorecginmastrecastrablecifevangeanedas 


fame eno Le COL Us Iles Wit ted 
Cecio ve Redmreradve Mal. 


(eo) fair BS motywithout dastanc. 
bivemehanragrernchavancgtueegard 
Copal Mthe carcumstances#ormene 
case auneludinertheslenvth of 
crmegduganonwoiteh (ptt has#becn 
UScdyineany scounttky; 


(Glewete is Ob TCONGragy, LO 

WO eee Of DUD Ito OLGer pO. 
CtesUGirae latule aswlLOSUCGelLVC 
ite mp ITD ie, Or 


tdyyitetsenotoarteadeimark tos 
which the adoptionnmis > prohibited 
by section; 9sor 0. 


Wy Ne trademark that dtirers rom the 
Ciyate aiiaweke em ls te he dali l0C .COUn © ky work 
Orieim only by elementSmthatedo nor alae x 
Tesmices tl Nc Ve Cildtia cabot sO sare eC ber ias 
identity in, the,form under which@iutyis 
Tegisteoven, iilpthne COUNTY vom) Ome dees 1 cai 
bes necarded aronsohe ;puBpese 108 ysuUbSecrron 
fijeas Thestrademank (50 @n60 tsitened= 


| Note wthatthhers tandagdssobinegistrabrliey an 
=, 14 ane wescuiped sinudiiftenent swordsithanwche 
standards Setqoubdfordahh otker -maaks hiss era) 
Mrethne Act. The standards. in’ subsections  14).(b)) and 


egies 


(c) are: substitived for those 7inte 17 deeage et 
and (©). Ydtiis) submitted thatithestonvemeron 
Articles6B (2) 2) whichtwastapparentlyethe! modedet or 
drafting s2elatljtbi Pstatesriest svor rerio api ty 
which are essentially those in’ si P21 )aogeane 
(e). The danger “in including a4 ‘separate stacutorm 
section which! provides a’‘differently worded: test. of 
registrability  foritoreign-registeredimarksvis that 
it may imply worthe administrator seoretneetrade 
marks system¥and the=courtsothateacdif ferent, and 
perhaps lesséragonmous testis) toabe appl edmeorsiuch 
marks. The applacation of any such less edemandmy 
testuof registrablirty snot wo. tie tiene somo 
the Canadzan public.” “Furthermore, “-t iss Uomneeed 
that the applicattoneon’ suchvawtest we notercquired 
by Canada’s obbipattons#under Arerever ou (1) 2408 suiie 
Conven tron. 


SubSection el 4G) le )ivhwehwappears eo tre 
patterned after the words of “Art?icreoB (1 ysec0f the 
Convention does not add@anythiney to Chempre cemion 
of the pubbic#interes t “that "psanot contd mice, PrmeenG 
tests of repgistyabr ity set outeine Ss. Vlety momecie 
ACL. 


Consequently (i Gals e recommended sthar 
Ss. l4(1) be ehaminatedyfromP@the thet and ‘thatenarks 
which are the subject of "such applicatrons she 
SUD Le CEO COMCNe tes tsrot mc lc ( paDasiviiy pce tf ametle 
ies oe clare G 


III. Non-Use and Abandonment 
A. lyrtroduction 


Tradevmarkortehuseareteenerally tagcquired 
and maintained under Canadian law through the use 
Of the - mark.  [hestbasie measonstor (the reaqudr1enent 
of use isiTthat wieinouldebepuntair ttosother traders 
who..wish. tojadopt land iwse Jaeparticular mark -tof ind 
themselves prevented from doing so by the trade 


28. Section 14(2) must be retained because of the 
Convention obligationssin, Article 6B (2 )- 
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Nath Pivics OlLsone woo bas never used ..1S5¢nebausing 
and may have no intention of using the mark in 
QUeStLOne yelbnomn, the Gonsumer interest; permitting 


Bo trduen, COabDLOECK Obes, fromeusing «marks that .he 


15 NOtCeis ine anay shave psSome yimpact on, hindering 
SI TeECt Lye, COMPS Eise1ON. 


hhere sare two -aspects .of ‘Canadian atrade 
marks law that deal with the loss of trade marks 
riohesmchnoughanon-use.ot, the :mark.; [he «kirst is 
the law of abandonment and the second is. s. 44, 
LHe NON -Usenprovis hon .0. Bhe Ac t.. 


B. Abandonment 


Both common law and statutory trade mark 
r1ents Gan,be,entirely -lost | through -abandonment.of 
a trade mark.29 Abandonment does not involve 
Slip Lye. scOonginuance Of wuse ss Lt .also, nequires 


mn intent to .abandon-or not toanesume use of :the.mark: 


poenerally, the onus of proof.lies on one who alleges 


that a mark has been abandoned. 50 SEA TMLES ae as Get 


does, the showing of the mark owner's intention not 


BO Fresuine use .Ob the mark, o.prooft of-abandonment can 
eta cite cue smat tern . 


mG, Soe wlorbite) wwrovirceseron«@«ne Loss. of Trec1rs 


tyatron throusleabanddonmentesiPrtor mse *or 

Ma Wists) Knowl cotta Mank  Caniot Spreventla Subse= 
GUeh bese tao rappltCcant prlomeobtainingre gs = 
EMaeron wie ahhe spr ror wiser thas abandoned the 
Waa eve aS S athG (St) alae: 


mmeh Ct ise lth )jewniich ideals wrth coppos herons «co, 
Or vexpung@emenes “Odiere cisitratirons pon the pasts 
Ofna jpraror “use for making vkriown of the mark 
places wine Yonus ton ushowine io abandonment 
Cec vCulrtkeOnethewiitOr Miser Or ace) 
known. 
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GireSectront44 


section =44{1)sprovidessthau thevner es tra 
may onahi's “own “interactive vaveany -trmeyeoresiaviaae 
the written request of any person made three years 
after’ the'date of the registrations *forwardvvortie 
recisteredCownervVomtthe: tradetmarhyavnoutce enequi mire 
hin? to’ furnish*within threewnonths fan ablidavre 
showing “with respect +toteachvor (the mwares terece: tices 
Specifiéedsin’* the Pregistrationytwhe ther tne trade-mark 
isan usevin’ Canaday Vlrcthe tradé -markves not sin 
use} the recisteredsowner “fe Couspecerry “thendaec 
1t°was lasSt*®*so®usSedvand thée'réeasons for@’thetabsence 
Gt SSUGHVUSe Sinces thatedate. 


Wh le'*arecertainramounc or povierire Sis ~caone 
by the*Registrarvon *his*own ine ia tive," tie “ereawe 
majority of “Se@tion-44 Noticesrresul't from compwaines 
from thosé@inlene private seetorwwhorwrsl to "use tic 
mark, =but*fbind the mark *regis tered by -angener= pe ssenm 
The Regs trarirs erequrred to sissue “al seerioned 4 
Notaeer it Rrequesteds to -dorsouniess fhe voces ccca 
reasons toethe contrary.) Inethesycareend tire. 
Marches), 71973 )°6L8 “No tices #were *is'isued purstane 
to section. 44 with the result thatthe *tradesmarens 
were Cancel ledwine1 23 c¢ases 4) POPRehewtota Magia hy 
Notices) 2440 weperissuediby ,ehewReoi1Stramiae has 
own initiative. 


section 44 (2). of the AGt sprov ides athe Gaaiie 
Registrar shall not receive any .evidenge other vehan 
the attidavit#or statutory «declaration Gh Ghe Towns 
trant required by su 447 0l)2 but he may Mearetep re sein. 
tations madesbysonson, behalf rotythe mecrsterncd 
OWwne! Of othe souade Mak aie ahiee OT 30) sel alien Ou e 
person atawhosesnequcst -thetnotice was tod Wott le 
rationale for the limited nature of the evidence 
receivable was considered in Noxéema Chemical Co, of 
Canada Ltd. v. Sheran Manufacturing et al where 


Jackets pastatad Sir ; 


Dili d Oe. 8 a) ees Spur Oe Pe se Oe a miiyay) ei bines  l NeNeene tte 
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Ths, Ieiecad “sec etoniweds Ai te idoes: mote ros 

vide a summary procedure for determining 

Mie tbier wa rep isiteredijinade: mark thas tbeen 

s abandoned) Wwatthain othe: imeanins: jot (Sec 
Eons) Cena yg aVinaie Tthdoesi,” “asia? -umdie 
Sandee ..els iprovide ta summary pmogedure 
Wihemenne tile sroUlstered Owner Of a “trade 
Midis eC UNeredIstO Provide. jer thers ome 
evidence that the registered trade mark 

Por ibenneitused in Ganada tor deva denceivof 

(Sp eciielen roumns tances: that texcuse 

aT OScieemonsgusc Hen Cinermpe ralkt yrero 1 vohe 
Pecusitered towne rn maisloino stor provider such 
Pion Gcrersia nates eu nadeimnark sbecomes 
NGuabikeascos Dern oxpungede §siect tom 044 (035)))%, 

aid: wos tbe: Tex plnvediCSectaon 244505 )a)r. 

Whaties cemss tol Ibexcomuenplated@1stethat ethene 
watlelt ibictzon Rt hetpReciis try many trade war ks ‘that 
Ene regustered rowers edo motuse vand in 
respect. of which: the registered owners make 
iO pretence Oils Mavminowanvwrontemes tag A 
NOtLiGCe UnMbentsseciiton 44ly)aewalll obvious ly 
PcSult pinay Off Suchiztradeimarksiipeang 
-xpunged “hiecaus eithe meorst dred) fownens: will 
moterespondito: the: notacest on iwrhistiurnish 
Pevidence that shows neither user nor any- 
thing that could be regarded, from the 
Omit. Valew 1O1e GOntmmued iamterest ein the 
Btrade marks, ‘asio'special SECS Launelos that 
excuse such absence of use' ite stacy *ehrare 
}the Registrar is prohibited “by section 44 (2) 
from WeECeIV Osan Me Verdencer oihem tihanithat 
Borovided by the registered owner shows that 
lit was not intended that the Registrar reach 
ma ‘decisiomstnder ‘section m4 yaisl toxmhether 
jthe registered owner had ‘abandoned! his 
‘trade nar or Piindecd whether *the' mark wats 
in forete an use in Canada. 


To Hits Ate NANO Loe way. Section ads prom 
vides mhetimeans: of clearingetrom the 
meoistry recistrations torgwhich therowners 


) 
i 
| 
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no longer assent that etitere fis fanyiuea 
foundation. An owner can avoid having any 
action taken against his registration 

by. either-a mere*déclarationm’ onmsuser iow, 
tf°he admits non-user’, by any reasonable 
explanation themetore “ 


The limited scope of s. 44 is emphasized 
by the fact that’ Bttappears Chatia ireoi StiranGiwhe 
receives’a‘s.. 44(1] }itnotirce iwho Ws not susing Behe 
mark at that time can commence using the mark within 
the three months allowed for his reply and note 
this use in his affidavit so avoiding any further 
action being “taken avarns ti this eps trat tom winder 
Sh 445" NsS®webi; Vit “appears ICitat a-prerisitrane 
whose registration has cheen réxpuitgced funders 944 
can immediately tappiyitor registration 0ofpethe 
same trade mark on the basis of his original date 
ofJLirst uses“ Simullariy 9 esuciie Gice ciistiain woes 
be able to prevent registration ‘of that’ mark by 
any “other person by opposing ithe iapplacatLton for 
registration on ‘thewbasrs ofeiommer rer us Gramties 
original “first use ocExpungementiounder sv 44 .awould 
not be’ conclusive’ evidence of abandonnen tt unde 
Ss; L6(5)''so-as So Ppmevent *ther former esms trait 
from ™-succe’sstully opposing the tatter Ppersom ss 
app luicat won so 


Sect noni 4 446330 tot melieniXe tt ipa ow ad est Bt haan 
lt appears thatirah trade sark 1 semi0 tm niuse ein 
Canada and *thiadg *thetabisenc eo feuise siaced not sheen 
due ‘Co. special curcumsitances® thatstexcuse) such absence 
of “use * swhe regisitrataon tomivsuch? a strade? Maik we 
Trable to be texpunged! or mmended accordingly 
As ‘a result “ofitthe case Taw ton fs.r 4459 whettRegistrar 


52" WMre onus\o1 “slrowinre “thane sth esuraieks tal ae 
been abandoned would be on the opposer, 
however... AGtio shh Gly. 


53. oe¢e Noxemartabow estat ptm : 


gets: 


has helt reonstraimed sto jaccepthra growing jnumberso£ 
reasonSastom non-use. (An éxaminatiomaof theemore 
recences. M4 eprocedures imightylead ttouthe canchlusion 
thatiarveeuws mur tuably ssuhiacient art tthe registrant 

| indicates only an intention to use the mark. The 
reasons for non-use which have been accepted as 
Spee Pa tec Pheunshance sw inelude product. tallune., 
Siekness fonpthe registrant ;; bankruptcy of the 

NECl Sena eyeinabukity, to negotrate@a «licence agree = 
MNenuUp Liab iLeycomanket athe .proquct ieconomica lly 
abecurrent woraces>» sand)ithe cunavarilabalityrsof the 
Necessamveerawena terials shor manufacture). «More 

er freemiy caadmanis tration wwoulidsbe.possubile. rt 

there was some manner in which the "special 

circums tances! fexciusine mon-usie! scoulid be: more 
Darticulanly sdeftined=astUnfontunately;y each rcase 
CuURnS PON Bs jowimet act syfand? ittids umd kedtyr othatiga 
Statuge cam saklowenonealtl possibile) jvarniuants : 


D. Economic Council Recommendations 34 


thes BGCarvecommended) thati ‘aff rdavats'be 
requiuedmeveny favesyearssforeregastered, trade marks 
lee revOoucOniaimethatamarks arersstall in,etfective 
Goimerteciainusciee ei hesCouncilealso,recommencded 
that; the Registrar’s power under six 44.(3)\ to’ excuse 
NON=Se Mn Dec valenc incums tances? be) ret aaned. 
Finally, thesrECC proposed) ithate thesistatute ibe 
amend edectonproy idenithat Wea iwhenwanmark: isiiexe 
punged, or) is: allowed to. expire’ voluntarily,.it 
Cannoted cer eniesueds ho reat period ongienough.cto 
al lowe thespubdicisetamiliarity withnait: tosdasr 
perseu?’ 


E. Recommendations 


One problem that can arise in determining 
whether a trade. mamkens) bennesiusedseoceurs: an 
cases in which a modified form of the mark as 
resp lorerca 15° tne only Markiun. Use. "oOMe Coun Les 
provide special statutory provisions which deen 
SUCH Use 1 “appropriate ,.cases= to" pe Wises on stne 


SA erCh Report, pp. 9215-2048 


Lo 


mark as registered.%° However? sit tismi0 tire commended 
that such *arprovistongbe sintroducéed (inte tthe iGanaagian 
Act. nelndents ay ls tofithe sAGraspec EETeRp Goud 101 srs 
made forpthe «ress trat ton iops associ atedmenade tarks 
If regrstirants. wus hiato susie Gvanrvanus fom Sone in Geer rSs 
tered marks they vshould emake sus eco fies Ses" 


Under (Sp -44) eit aiis:¢s ubmake ted. Behathene Seype 
of use awhich must be ¢maimtaiméed (mr ordérttrospnesenve 
the registratrom ‘of jammank vsisuseadsitdebined siiess 4 


of »the Actis» Whys trequibres! suse sas lastradeinank a Gt 
distinguish yehe .goodisiiom usiemyvy ices #o.f (the fre irs trame 
from those of others))4. sFurther, sin. tthe ecalseitor 


goods, the mark must be marked on ‘the wares: ‘or other- 
wiseiso assocnhated! withthe iwanes Jat selie ttbimecont 

the ctransfien cof pos seis'siomnc ts Tomhpr op cist. fim eehie 
wares »in ithe normal jcourse »Om jurade: Jas) thomgive 
noticeyof the mrank se vholsimreans ithatime res gek em 

Use fUS m0 twwadequate jlo isa t usin Glicterequitemecitor 4 

S. 44... However, *to ‘eliminate any doubts: ‘on this 
Pointy Ser 44) could) .bejramended tor crear ly, ismec ity 

that 1S.e) musit shies eas: jar at adiel makeietfas**d ean eda pine ese a4 
Ofe (titel woh 20 


35.0) Rives sBraiLtassiy VAG ode | WO Ce se Ges Ol. sp ro verdiess en au 
where use of a registered trade mark is re- 
quired sto <befproved:,! aitrabunalimay .accepe 
use (odecthe: trades markiwarstheraddertoirst 01g alee 
ations! mo, isivbsivanitwa lay: tart ec C uno Gites? aide ne 
tl ty,4 tals a fequ ingaisen te ond phesmseo mequamed 
to be proved. 


Seay Noe. the puccested sanendment ito wre aay 
abOVes,» D.i245>0 to, makes tuc leaneathattinrctesion 
A Mather oOnmIsenvT Geom iUnrOUs adver tis 1c 
must? bemini relation: to services that are 
actualLlye beumeepentormedt any Canadax 
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One of the major problems with the non-use 
provision is the apparent limitation in the nature 
of evidence that may be received by the Registrars 
ani Many "oases, the Réegiustrar will receive an’ at fi- 
davit executed by the registered owner which 


eho) (states athatitiheyniark cissbéing used <asbteis 
Submitted that registrants should be required to 
submit evidence of such use. For example, Specs 


mens exhibiting the trade mark as used would not 
present an intolerable burden such as in invoices, 
labels, containers, or displays showing the trade 
ek tas sed!.. SeSimilaghy -id teshould not tbe dint li 
cult for the registered owner to document the 

fate; Of ethins: 1sie): 


iiarvanive Golininiesen biomaretinde'! else: tis 
required which apparently contemplates the meeuine 
of objective criteria relating to the volume of 
Sales, the number of purchases and the length of 
PSerie) Cat tye mae men ditic-tsiwe: to ftbiaem. However, 
piidicsiditticul testo adefine “sbonatfide use as: itt 
EpPears? Cor Curnpuponsthesgencrall spractree in the 
trade being considered, but the concept does entail 
the notion that the wares or services are being 
made available to the public at large and token 
use or symbolic sales will not serve to avert loss 
Bo ‘trade «mank nich tis:. 


Another problem which must be dealt with 
is the nature of the "special circumstances" which 
Should be accepted by the Registrar as an excuse 
Bor the non-use iunderys 1/44 Geo Favthe «Laws of 
ered tf Britains ehnarice.) they Unistied otatesm iGermmany 4 


we Articie’ SCL). "of the Convention jew on ieubtek ep Mri ac 
in any country, the utilization of a registered 
trade mark is compulsory, registration cannot 
be cancelled until after a reasonable Herod 
has elapsed, and then only if the person inter- 
ested cannot, justify the causes of his in- 

SNC 4 Des ey i vim: 


ZO 


Sweden, Switzerland and Finland all provide that 
non-use tis sexoused 1f Va liormVoLy special serreume 


Stances'!sexiste®), Bhe BIRPU Model Law vlortieve top, 
Countrres 1 (Marks) contains Wiihetprovisitone y= Omey, 


Circumstances independent of the intent of the trade 
mark owner can.be considered as justified ‘reasons 
for an excuse 10fpnon sus es okackIon inedws tis anotasues 
eWepblep Gonbicyen. | 


In Ssome icountries an/iattemptitoldelineate 
“speciabucircumstances 4 saccompl vshedathrou ghia 
Statutory isect pon whi chimakes ait 9¢ lear mthat. une 
burden of proof ors son othe registered owner ate 
establish the reasonableness of the alleged special 
circumstances, ~ This would appedate to=be preci ab lc 
to the current position in’Canadran ‘law whereuthe 
mere ablesatron lot cthetsmectalt crroumsitancese tars 
appeared im somedcases to bersuipic tent. muUnvess 
there (isa fawpriy restrictedeimterpretat nonlon eune 
Special cireumstiances that “eons Btu tela excuse 
for non-use ase provided tror@im the Sitabutce,. wa 
requirement of use iquickly tloses “any «mean inies, 


Notwithstanding a statutory provision like 
that mentioned above; ithere remains “a ‘question 
whether «there vshowld be ssomemtame vl inet ea seatomeie 
acceptance™ ot "spectral "crreums vances Tas Ban te NGuse 
for non-use. whi ta *iark owne @enast been Umabihereto 
successfully ifimnance” the ipredwetd on toi Gtreminaduvel, 
to obtain radéquate ‘supphies fof craw mater talisior sto 
solve technical for tengineenime prob lems “thavenlaeue 
the product within seven or eight years it seems 
difficultistorsar cueithat: sthespubliic ,initermets t fis 
served by) Cont mung “LOwa lows tneUrecustrauion wren 
respect toethese wares »=) however, the «dangemein 
providing such-a2slimit Cs that itvwill the sta ken sto 
be the norm for the permitted period of non-use 
regardless or the absence of eany- cinecumstances 
which Yeally Justily Che Ton-use. 


A further amendment which should be intro- 


GNCed ito so. iA 4es CO Maveatine “Cr tic al ecate wom 
non-use, the date at which the Recrstrar sendeetouc 
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NOticessuinisewa Miipreventothevyregisitrant yiromabesin- 
NIng.< tO Useuummeduately on. neceiptrot tisuchtaenotice 
sO thatene Maye tide his obtidava't, upyito itinee, months 
laters stating. tiateheuds using atethe dates ofthe 

At tidawit SpOnhemisichihaStitiny contrived! usemdis: mere 
LOkenvusemiesTonedwci mp ly sbo aprevient the expungément 
or. thesresusitnatiomcofithe ntrdadeimank: 


A more difficult question is whether one 
whose markcis expunged: underts: 44 should be per- 
litte won ammnedvate litre-meg1 sites mole imankval le ouns 
his.Otd gta bedat cod rhirstmvses. De... thermda te 
ne UsedsGoensecure sthe, recis tration wWhichhaseust 
been expumgedia tim tother iwoxuds seshouldirtheis 144 
PEOCecdulcmUecoOnom: 4 cSunmananp rocedur eihonrdettern- 
mining whether adregisteredwtrade: mark has been 
'abandoned'''.38 The summary nature of the s. 44 
DLOC ed Ions] Si INOteapprop naate bhoriar piv ing sated 
decision @asserious sais: (that sof edeciharing sv.o1id »the 
Crade wank townernts Nault sin shis avank. feSuch smait ters 
SNOULd Ibe Bdecidedm mathe context reticaet ull scownt 
DIOCeCedInu new However, thie Ssunnaryjeanatire som itive 
Peo eDLOceealiOashoulLdsbernetained stordeal with 
the problem of climinating ithe ;"deadwood" from 
Cie Tepvsicey te. lm many <ssk4 Dede tirons athe cre gis = 
bt anie Wisbll aot enespomd) ito. otheyaioimice comic aro t 
Ser Ous lyeac G1 tesit fthesexpungementtof sits. regis tar 
Elon asimhe aio Glonige hehas)fanyorealmarternest gimethe 
mark. ~ In ssuchwucasesiethe aspeedyi, ‘summaryosi..44 
procedure gis vhighhy, desirable, 


Nevertheless, it seems that a finding: by 
Pie Recs iran sbhatkcthe regus.toation .ot<q. mank 
Bhould be expunged mindeny si, 14:4) shoei t? bie 
irre levant.to 4. iproceedun icon stheiissuc ofieabandon= 
ment of thatwisame. mark eo dehdissaystcpanivt 1 cil ar hy, 
the case when it isi noted that the’ registrant whose 
recistration: has Gast been! expungedimayrapply stor 
Pere ris t Gato US4 ne) vis, Oecd: vet en CO fadome: SiL 


Bon Jackettion Piast NOxema et DOMemsaic  p..250- 
209 


useun tAsiunther ipo ito Thednoted tis the gape oy 
whicholttigantsi scan tencounmver “in ae eempepig bo 
proverthat ‘ano then thas ‘abandoned hivs wark. 


Above, it wasvobserved;: that the courts have 
been fwil bing sto ‘amply sthe mm téent [to (abandon vaeinark 
through a lengthy period of unexplained non-use.39 
it, Ms erecommended! here that ylhvs tapprorehmbe wan. cr 
Statutony titorms sAGonsequentive Dt wis Ipropesed shat 
two provisions, be Sintroeduced tame suite ieee Pelhic 
first would fprovidesthat son the *expungcementtowk ra 
régisitratvi onfunder «s\.844 vakter 3a minwmumeesiomee i 
perzod: of imonimus 3 tsiay fbhveesyvedms Pisuchmeiaaun ge = 
mentircand period tof ironwsiewwowld tbe spr ina, “facie 
proofmot tabandonment io fethie Gilani fas! tof  thetiaagetot 
the "sie 44 motices )alhel onus twoulld sthem tb 6 tomate 
person whose registration had been expunged to show 
no yabandonnentije (Ehetsecondaprovismomeshowl di ip ion ide 
that a si (44 lexpumgementtaftier ta “longer Mertod tof 
nonhusie,, Esa tsevient vieansi) finan yieleg al ep noceedsmmas 
the mark would be deemed to have been abandoned 
as (od tthemidate com etliess ¥ t44ino taucie:: 


The ECC49 made recommendations that periodic 
atiiday Csi cot tuseibemreduime di tand Sthiait: tain aiid ane me 
of use be trequiredion trenewail Jom ithe treculs trat udm 
It (aes) "submauteedt) that! such tawrequimement woulkdradd 
veny flattiltemto thier po sedi srrr44) raridhGtlteisexsis Gime 
renewal) procedure sifimm fei mimattan a manused tangs 
from ‘the vwreguistens Wher nalwewton seiemranmrdasees 
would not merit the administrative costs involved 
Int Lines and) kexam nino et hem: 


These CGipiciGs ale dicita pre mes om atlrat 
when a mark is expunged or is allowed to expire 
voluntarily, it cannot be reissued for a period 
Long renouph' storalliow hel public ss tham ld ate awe the 
Ut ste «dispense! Rly esircuilcdtimoes besead optodemrlhec 


SO) PAD ONC ieee piaie oy. 
iV. see JA BOWer ate pr. 227. 
Mee EC. ROW e matany So 
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aparen® | *propfemethat pihewEconomic® Counerioadentifies 
iS Teaierenougins DUG. thee exus Gangmiawitakes? caren ot 
Sit Series theo praActicabWe elites marki has Deen 
Unused forssonle years and!) then! ismexpunged theme 

15, DONPeason SUOeprevent Janotheretiromusing wt 
Immediately Upon expuncéement. Mitdarmerastrant 

hase recenthy, useduthe narkesorthatiie 6t1 ii den - 
Cll les aimee Vie —pubime.. Wet thesmark Asmexpunged’ 
SuUChr aqpemson moavery a lukely to 4aresist “nus adoption 
byPanyonemelser + arhrscohe wild mostelakely iberabile 

to do ‘successfully@as novone else? could sately 

AdOp te toermark- Unlessthertcouldashow-thatwches tormer 
registrant had abandoned® the mark whaichi maght be 

Cir aiGuurmcondo <b them Ormer =reoasitrantehasmusiede isn 
te Poe Lemne cel thy 


AMendments. to= ches Ne teot he Coltlowaine 
Natures=swould theseddopted) toe imcorporates thes above 
recommendations: 


Seed cl PE noe Ree 1s tadaemey Mat anya eame 
ands ouee Chew wrakt onmroque sta NagelratiLer 
thieceeycarseinromethetdate of the 
recsistrationeby any pperson® who? pays 
theeprescurbedltes Shadi-ounless he 
SeCS COOdsreason lost hereon tir adany - 
Cavemnotice toe theetegurstercd owner 
requlrineehan orthise authorized acenD 
£OR PUGS. An Wh Cho neithare ehmont hsman 
attidavatmor statutory? deciaration 
Sshowaneew1 chi re spect ti 101 eachs of7 the 
Wales Ore seMmvicesi speciiiedi anisthe 
registration, whether the trade mark 
was. in) usefantiCanadaton; tthe: date or 
the’ said! notice: orawithanviones mon th 
PRCE CAI hee That datel Bnd ear no ulin 
usepin? Canada vated Wevidaite! ot mehe 
abcoda vito ands ate itheslate forthe said 
notice or within the preceding month, 
the date when it was last so in use 
andr thed reason fore the bsiencetor 
suchiuse. ance?) suc he dart cx 
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A4ODJAS Thernoeticenin) subsections 
Shall: wrequirsminhewrecis trainee bo 
attache as Mexnib ies tohiiis wattins 
daviteorastatutoryedecliarationgs 
sufficient evidence including 
then current samples of the trade 


mark in use, to demonstrate that — 


the trade nee sia nwusetim Canadam 


441 BO Worethe punpos esse nis secre 


tion Wiaverade mMarmky ils Sil Wise Witt Nt Ine 
narki1sfi ni bonan fides eras waditrade 


nar kin @anadal dst provideamrorain 


Seetiivonereds 


Feil Ge “iherReerstraranay iy sieoned ist 
cretiontrediire thatisudmarta-o 
CaviiitwoOre siti tivtor ecilarapron 
disclose such further evidence 
OFMthemisetortthe trade timate at 
the ‘said idetes ais he! considers 


appropriate Sin. thericireunstances. 
442) [Same wssan) presen tania) 


44(3)-° [Same as, ans presentiActy 


44(3) A Wheres an trademmanrks owne rma lileg es 
special circunstencest ask a wiustut ication 
for non-use of a trade mark, he shall 
be required? toresitap ls niebesex ustence 
ob ithe (special civennsitancesss thats such 
Special circumstances are beyond the 
control of the trade mark owner and 

constitute a reasonable explanation 
bOrUthe mon: uUsew Ot amemeiner cdi rade: 
markwethat thetrecistrantipoona fides, 
intends to use? the “tradeamarkiwdisn soon 
as the special circumstances permit 
and, that, atu isi lakeldanthatw these 
special circumstances will permit 


the mse of. the ‘tradesmarwiame Canada 
WEENIE a Veas ona ble sped od. 
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APE iae sane taspmesent: Act | 
44 Ch) onfisamevasiwpre’sient’ Act] 
[Un chenia niedapamits, arte! new] 


4A Siteninm-any .legal proceedings sexpunge.- 
ment. of athe registratponvjor ja itrade 
mark under this Section, together with 
a Th iivdiinem Vinnie mRer astra atha tm tive 
mark has been unused for three years 
prior to the date of the notice as 
required sbynsubséction CL) shablijgbe 
deemed to be prima facie proof that 
the trade ‘mark shad), been abandoned as 
Of atheicda te. hot such motice:, 


HOS) Pe tin gan wubhkocalewproce edung> <expun pe - 
men thot (ule eos ty tome h Mavetrade 
mark spursuant stohthis: Section; eto- 
gether with a finding by the Regis- 
tran ¢uhaitsthic mark shas abe enjunused 
for seven years prior to the date of 
the notice required by subsection (1), 
Sal WibetkdeenedhatonbS ipmooh that ithe 
trade mark had been abandoned as of 
GHeucaue Of slecn notice: 


We inadenark wRegistratilomeimeary, 


A: Introduction 


The Trademark Registration Treaty adopted 
at themVvennaaip Lonatic*Conteencesin Kune moles ars 
currently tunden study by the Depamtinent ot Consumer 
Bid. Onno nate: A Eiaaits, in ehhen convex 20 fathe Igenemal 
review.of Canadian trade mark law. The implications 
Draianada Maccedinusto, tihissitreatys should, bo-aematrer 
Wd Ciy oes) itheitsubsyieet uoti conswitations (between ithe 
Department and the public during the period when this 
Working iPaper ‘and trade mark) law wetformivenceradlly are 
nce dT sCusSsion. 


Ale yi 


No recommendations. are made in this paper 
concerning tGandda "sipos tT Otome, DebaGrote lo auic 
Tey Kale HOwevVeri,: Sincé.cone "ofvehe (nd po ereoilcernms 
aboutavthe *poss.ebulicy. ob Canada tacced ine avout lie 
treaty iappears “bo. cbe) the possible impact fomtene 
Canadian law's ‘requirement. of use o£ a mark, it 
seems in order to make some ee | comments on 
that a's pects (Olan NAR Mle Olieneeras 


BB. shhe te Osh eeardh Guie susie ced a iur Cie ie 


The Treaty provides ain Article 19 (3) (a) 
thatino. Contracuing "State csi aeeenchiist: Cormtneweus en, 
or shalivcancelsa tregius tratuonmtotta mark Seaeeen  Ghe 
ground that *themark thas ot been sused Gat tan yan 
Dror tO “theMmexpira tion to fat hmgee ly cans PocommGed a nom 
tive Tani terna trond erecwtistratronmmaace [the da terto£ 
application for registration in (Canada 1£ "Canada 
accedes to "thei Treaty ;)see Article 1 P(1) | 2" However 
cContmactunomstaves Mor Pana yeaprmowide fithat can y taee1o0n 
for int rangemene based “upon Manemiirt orna b.vonaia were 1s - 
tration umay “bemsitarted tonlyirartem the ower Tonesuch 
international reas tration tastconmenced tahie tea. 
tinuine useioiethe mirawk sin “tite tsaid 2S tate Vanaeunat 
any remedy mesultine throm suchsaction (shal hime kare 
only to the per tod atitermrsuciteuse tivas nconmeneca, * 


hrc OMMLe tn CesOT a Cierum pact (Ot) lh Reg leewont 
the ‘Canadvan: lhawsuse requirement’; ithe <déesi natty 
of maintaining the use requirement should be re- 
atitixnmediau ithe: proliteration tom unused manicsgns 
Unt air Teo: Other saradienrnsmwihomntishy towadont andeuse 
the ssamevoutconiivsane by isainmlamenanks ye thunt remmoner 
extensive “ibanisiive Sof tunuisiedunanks imay shunctren vas 
an “an tee Conpet MilVvetpracinve cauto tibe SimiyilEr. eon Ome 
Summers: 


42 Pesce ihereenopo sied aiigadenanle tNeousitnatvonsnor eat ia? 
(U9: ) ea teh Geb Rad OC 2 dee sate soi 9524) Osha ridgeline: 
2 S29 ak gliivese jane scommentts ton-an tear lem St oem 
of the Treaty than that considered here. 
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Liem ets camet visas. cde Ul Rrwli.y sre Ge. aout lagers 
hoOW Dametienpiyesemu use mequinementymiont «be manne 


Ptamned Wie trem htipets ier leat) bin Stiyauthensp naar 


riphiws f tooniairek silandwroiir eomsytier marks sof those wie 
used or made known “a mark ‘an‘iCanada prior ‘to .an 

in oii oo ner cig aieshir ato map planes Garon »bein ore Gewyv od 
in Canada would be preserved.45 Second, Canadian law 
Gou  GmCcIneinUuceto are quire Juseyasmarccond rtwon tar 
hecrsira cacnnotwe dhimamks prev entthoseicthak, anicuathe 
Sub) eet more hiss ppivnicat pons eis ubjier titer tthe), prot 
Vis Lonomot thew eaty), winti c lewillo: G3) (aye & he 

basic Change introduced wouwldribe tthat the appdnicanit 
would havemehrvecyycars. afrom cthe date of applicatironwe > 
in) Galada gt lomecommeinrcomus ine igh spmarkees: Under stite 
presente Canadian daw pean eappl icant«may appuAby elor 
regmstratsa onwor Jam ipropo sed itrade: mark andiihas tsux 
monthset rome thedidatiewoteca bhowance, ‘tomusie: the «mark 
COR Guan ty ai ehom Heo isitration.4° Ltiwecan, betwanroued 
thateoureg present propose dimarkyprovwis Lons var ey not 
workin ty we Di tiie maAciuce che causen ot), an game aikuis 
Lace ly ys toaity peastodmahten ca lelowance;: within which 
USenCmetic mark inust commence: 


The teed fompar proposed mark scemsiec lear: 
Ingthe lich@iomsthe oneat ecosts om ideveliopinmipack- 
aging) advieminisamo hte ucyeatnadess fwashiet oabeycemntaan 


Ae Lah ole, perro bes iazr (15 )Ft 32 


de eOOCeADOUe pe mcoo . GOl a -GUuOtTHLLOM dole. (| leec 
PO ae BNOUC ea NSO iat Wo hee lO 4 oy aUDe es 


AS. Note ithatatthesnerdodjiduranguwoiichsethene, would: ibe 
non-use? aiiter regustrationscoudd® bemconsiitdenanly: 
shorter than three years. The permitted period 
POnre kami tone nc tC a ebe addin eb O Ge micu at Lom 
Moers ei Pacooild De’ ta kteen MOneis .Or mone. 
bee pn tc lew laa) 


46.° Act ssi SOG2)s45(3)}. gato textivat ea lowance (tim 
wo bwe S "the: wwe fommanice jot gal bas tens Sleading (to 
reo i Stmaitniom eocc cp themeilinoegot -thesdec ha rar 
hemeven seve Wohstey. 
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that ‘they Have auregistrablermark dbetoretthey 

invest Money: “in at. A Alarge “compas tunika ela re: 
may have many ‘products tin developmental tovages 

which may become ready to market fasiter or ‘slower 
than ‘origina hly vexpec ted.) trade: marksimusm ve 

ready for use when the products are ready to market. 
It may happen *thati’@ trader registersi’a proposed ‘mark 
anticipating tthat ciatewGroduct willie meadwmiwntiin 
the six month proposed mark use period, only to 

find that! deve lopmental «dé lays textendraatuall. tuste 
beyond the'"six ‘month (period. 2iSome have: targued that 
the relative! ease 11 obtaining wextensmons tot suite 

Six month “peniod im factyimake si(the pemnodigiongen 

in’ many ‘castes S41" Purther Stieiis! car cued tthat wine 
number ofca ses ebecausici iow ipmeb lems Wilk eihuinosc 
mentioned tabovew! ‘app kicames 7 whe: (dealaratiens 

Of “token Nise Siilvordenstoseaune Greg sia Bom “OF 
their ropes ediinarks | (Vint tie saree tom tirese 
dLifiow lee svist avaye ebe wthatiiewemabth out Fisk sive 
consideration should bie). oiweniatio tex tendinguthe 
period within which use of a proposed mark must 
Bbeanade: Tovome, year tom mone 


Bbacshotiidt Belaio tedethat tundemehakals 
declaratron Stor ciiptemt Rtouisenma amar sCamada 
could ‘be "required of "alll applicants 48 eikurthers 
MWOTeG. -sinces! hel es permetsmnae ong! law "Oey iowa. 
that no anfringementiremedyelresmunti1 li there 
has beén'’ use of ‘the mark and the remedies ‘for 
iIntpPingement vapaly only eto Gihem ner 1 odwiok dagtiiat 
use [essentially \the ,same spnogedurne as the “Canadian 
AGO” allowance” of Vatmar kro bliowed Uby.. “reoiseratron - 
on evidence’ of use] there might be ‘considerable 
inc entive hicitisie tal mMapkepronp tly et9 


eRe Ms: Carp Re SE Poy fel BY 
We ee a Ub lb Sed Le gt Ges ah 


49. If there were extensive use by another in 
this; ermod ~oconceimably sthierrecistrant 's ova pk 
could lose distinctiveness and be expunged 
Peo Cl emet Oe Caste meement sarrar.. 6 Fs .[ Piet be ie 
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Poi. te Were woCoededmnontDy Canada, “the 
1aWecolloo stele provide, +or the loss of trade mark 
Siteieoe nd eexDulgvement, OF registration. for non-use, 
SUDJECtBCORU yan. JArcielerl 9.03) ..) Under ther present 
Vet OL eU NOE NCte CT SONS OlLNer “tial tie mogmstL ar 
Cannot Commence procecdines to expunte./a mark tor 
NONsse tre, Ghree .years after registration ot the 
mark.°l However, under our current law the Regis- 
lar ecoulimact linger ss. 4-41) before: three  vedars 
had elapsed and an action alleging abandonment 
of weheamankscouldsbe abrought .at :any -times 


Mier DOVe=GOMmentsS ane anol presented as 
an sex nauSeuye sanabysis cot theaimplications sof 
TP Rien Onrat be pUse snequirement «.f4As swell sano 
commenthis made «on the many -other important jiimpili- 
Catlonsmenas acecedingnto, Tuk. i -miehteyhaventor 
Canadian law. However, .even the cursory analysis 
above «suggests that T.R:T.'must be carefully -examined 
DELOnG NW Geis Le Vocted as 4being jincons 1s tent with 
Canadian law and interests. 


pu.) OC ATC rel eva liaGh \e( 1s )ae 


sl. By sthesConwmentnon;;Canadals~ law icanno t prov ide 
thatea recistration 15 cancelled tommenen ise 
MicCilg item -ireasondple. pe giods nes olapaed., 
Se@ eAr Gpc.ve +5)..GSGl 3 


er ee Gt Se BL oC), 


CHAPTER NINE 


SOME PROCEDURAL AND ADMINISTRATIVE PROPOSALS 


ee Intcroqucvtron 


This Working Paper does not include comprehensive 
proposals for administrative and procedural changes’ in 
the trade marks system. Such changes are the subject 
of studies that have been or are being conducted 
Within the Department: Some -comp lex “1s'sues fare 
currently facing those charged with studying adminis- 
trative problems; eve), proposals for the *adop tronmor 
Various machine *searching techniques. *“Many ofthe 
proposals<that mirsht be made inthis "area are #or ¥a 
techni¢al nature «comprehensible only to*those vemper t 
in the *fveld. *“Gonsequentlyg such*proposals were new 
thought ‘surtable for this Working Paper whichis 
directed to a wider public audience. 


It is recommended that the review of procedural 
reforms continue and’ be made a Subject: Of coMmsurtation 
wren trade Mark “prot essa onalseand: the pubdaeaunine 
the period’ when ‘this: Working’ Paper is under Tevirew. 
Ayceneral recommendation conceri ne leols lati vesrerorn 
relevant to procedural 'reterimes "tac ei Omus  Desilade 
to ensure that the legislative system adopted be 
flexibte “enough to permit ther innovations of proced- 
ural and administrative innovations without major 
Statutory changes’. 


[l.,.Rule-Making Power and Delegation of Respons i 
bili tee sibyi the Reovstrar 


the resent Act Containsea number OfepLoyviolons 
which should be transferred to the Rules, which are 
more easily amended, to permit greater administrative 
tlexpbislit ys. .For wxanniienw the, Statutomupnowis tons 


1 ie pomevof the proposals tdmscussed *in, this Chapter 
are from*one Very userul such study conducted 
by the Trade Marks Office Committee and Cor- 
porate Research Branch. 


bp ees 


for theajkecpingsof registers, 2ythe) keeping: of lindices:, 5 
thet conuentss.ofi applications: foriresustration)4: and 

the contents of statements of opposition should be 

the subject of rule-making power in the Act® with the 
deta leg nerimlatvons: contained? ans-ther Riale sé 


Furs iemmomes, | (Or edleimadvat esanyimpossaibler doubt 
One themida cem.-the Act Should be so dratted.as ‘to 
DETM Pe incmCcW UST tiara Ordeleoaten nis Author tyaunder 
thes Act tor responsible: officers) where appropriate.’ 
hiven@aoe Volumesor busaness: conductedmbyn thes irade 
Max kame tcelfathes Ress traris. nesponsi badaitiesscan 
Neale site cad dyaiextendsonidy; toy ovena lds supervision 
Of ene Otiaee -anidyitor quasieaudicial: decasvon- making 
me unvepal Por datidcuiste-casese 


iiieakeducines Delays randePromotinesConsastencys an 


— ee 


Examiners.) Decausions;: Concernane, Registrations 
Ae Bdntyoduet 107 


thegeositsmOlgopenata ney thettmradeymanks 
Sis Lompcons bef reduccdgat ans applications tort negise 
tracionvoL @aamarkicanjpreccted toma, fanal deeasion 
CONG ute ese eClsStrability promptly. However eas 
well meespecdeet het objectives Shoutdsbesyto ampmove 
CONUINUat iva thegquadAatvaorg the, dec iss ons rong remiss 
trap iitye@ends ine partacular togstraveyt on? consss- 
tency sand thesdecs si0nsied i hreenproposals!torachierve 
these: twopopjectivess amen briefivyoont lined heres 


Beieraniina Cea sdyertasa ned Pee 


Appia cantsatorjTrevda'sts ations pay. awiecuat 
tne time of theigeappdacationsss datethewappincaivon 


tlm Sis a0... 
| Wale apc tar ar Ee 
spe yee 


2 

3 

he, ACE. 
5 is abo ena eae Wd ee) i 

6 Act,. s. 6b;contaths the presenterusernakine poner . 
i 


Porvexample, oppositaongprocecdings, under, ss.9 50 
ond soie See below. pe 276.5 bor-turcher comment. 


rag is 


iS accepted morvadvert 1sing?,. tie! Otsac come eredues. 
and receive a separate advertising fee.8 The request 
for, and payment of" thettady ert tones aim oduees 

a Ssieniticant/’ and wnnecessany{ delavamimobt ane 
registration.9 It is recommended that a single fee, 
combanineg “the applacation wand yadvertisings he came 
collecte@iom recenpunoryithe? appiiitcar on sore. umle. 
see We OR ge 


Gy. SPIree Appia ation Se arenes 


A “proposal that might ibe: considered cormake 
ther examinationiisystem: mores eif1ciren Cis) tice seo 
ductiomiote pre-application search, “Under tsuciiea 
system, the ‘applicant for regustration! woul cee tat 
apply) ON. a Search, ton be, cOndteved. DY Chow hei. 
Markis* Uti Cet iot) Silla We onset cious 01 pe ndial vaiildns kos 
The applicant? woulda then besa. ised ofs ai) athe 
Warhkse thats tiesUpnrce Wouldweconsider™ Vivedetet Mammen. 
if=there was contusion With am already: regis tera 
Or Penadiree ma tks. C SiOUd UR pcmlO UCU Cicnt mt dlc ailei acne 
Marks» Of ficetwouldenotygaver any, Opinion asw toswiec ier 
contusio0ni existed not would@only andocave? a ie chose 
marks which were considered relevant. 


sucha, Proceduve sm ghtasmanes the examined on 
process lore? ett icirents bys diseotrapdnostsomemc) pala 
cations that otherwise would have been fully prose- 
cuted by* thes applicant{ because the applicant on lis 
agent might not have uncovered some confusing mark 
in ase search prvorvtomanoivcaclom WitCi lieu tiered 
might discover after application. | Mores amportanc lye 
the negotiation process between the applicant and 
the Office should proceed more efficiently when the 
Officemandstheyappiacant aremworkingyfrom tne 
beginning With the same base o1r-possibly- eonpusing 
marks. 


8. Rabea so dale. 


9. Especially sincesmeariky 902-01 41] ane breton: 
ave puiltamatelyiatcepted for advertysing . 


274 


Aepre-application search; system seems 
MNOSt udealdyieuited (tos aytrade: manks offace which 
has a sophisticated machine searching system. How- 
Peveryal tycoons bentisicdgan. manualssearchy,sysitemswand 
nichtimekersmportantycontributaonmtoyerticrtency. 


DPeubavade Marks: Appeals Board 


Onencraticicm, tiatt has been made or tthe 
DrEsei tacxaMingtnon Svs lensed ssthat; examiners! are 
reluctantpcou reject an appsaicatiomsoutrients tbecamuse 
Cicwa pitoantn sO ly recourse trom, SUCH 4 Teyection 
would be to appeal to the Courts.19 Examiners might 
Dereneouraceus Lope omcu LOn prompt decisions pands.o 
avoOlgeaprotracted.negotiationsewith?papplicants bythe 
lietitUinonyorgagtoermadychanned,of admanistratayve 
Meview Orerejectionssof;-applacata ons. ouch, chanmed 
oferevacw: couldy taken bhe;formyot aj’ TradesMarks 
hopes poardvatophears,appeals Promerejyectionss wg Such 
an Posrdacouldpihave)-the.turther advantage of: provading 
exam case with, cudadancer ase to, they proper) grounds of 
roenusa)l ti arouchyitscadecismons my The publicationsor 
SUCImGera sions wouldymake themausefulcurdelinesy, for 
ADplicantsrasse wel IF 


IV> “Oppos if4.0ns 


Dnemconplainteabouteche present opposition pros 
Podmrcen ss) Decnetohatait here: areddclays in sobDCarmang 
GectsiOns  PLOolnpinewhepas tran | bouchwdelayseoccn red 
because ithe; Reeistran was, carryins. the full case 
load himself. A recent innovation, the Trade Marks 
Oppositions Board, which hears oppositions on behalf 
Ot thes Reens toamyshoufdsallevaatemthendeday problem. 


Moe SAct. sss 8041): (20eehbuhe Thisyisraxeostilyeand 
time consumingh procedure. 


Hie. whe MronGsals 10Tr 2 pre dppl teation seacch sand 
the*"TradevMarks“Appeal teard were theysubsect 
or’ discussaon”“in the Study referred*in' footnote 
bis; 22D0Vieg 


AS 


In the: revised? lepaslation, ‘thes Act) should ehearly 
authorize the wWselot. Such@arBoand? andi sunenihiles 
should expressly provide for its institution and 
procedures. ?)7 A revirewshould™ be conductedmot ithe 
rules of procedure’ ‘in opposition proceedingsirin 
panticular. thetrapplvcatvonGw aque sy Om tey rteiecrand 
the various time limits to ensure that the procedure 
is as expeditious as possible. A particular reform 
that appears to ‘besmeeded asi torlex téendytheltime 
linit fLorvilainies oppo sitaonstiinder= se S7(Gee off thnen ex 
from ‘one? month’? tor twou months: 


Va Nuala cations to "Become tirade? Markyag cme 


The Rules presently provide that "any person who 
is) a) barresters*solicitonm Oreadvocate enti tledmtot practics 
as ‘SUCK MInvany. PYOV Ince? oT @Ganada “or iis! dynotany 
entitled (e004 practis és his profesowon under nee laws 
of the Province of Quebec,"153 may be registered as 
a tradepiarksapenti nm itivien ther complex tye ole tracde 
mark law and™practice,;) there sea ‘serious! question 
as ‘to whether "the public: Ws sbeing’ properhy served (by 
permitting persons who have not passed the prescribed 
juality ino) Cxaminaciom CO we trees téredi ast agen tom 
Consideration should be given to requiring all 
persons to pass the ‘qualifying examination who’ wish 
COMmDel ree isteneditatter Mtlremedatcrots ile monomedes! Ue 
changes. 


ACP Dvscadmerstandy Mistea dung rade” Marks 
A hirero duction 


Some persons thay emexpressed) concernuethate tne 
existingitlegis lation doessmot eve the Reerstrar 
subi icien ti spower Gtofdeny megist nation to potemurar ty 
misleading oredeceptive’ trademarks, » There follow 
some proposals , presented forspubMeldiseussicn.. 
which are designed to give the Registrar greater 
POWSy LO, PotuscUTeoistwatiom of, potent1 al lve obpece 
tionapie Marks ore to upmolipate their adoption -ananuse. 


12. this type of provision’snould appear in the hules: 
ies hale see Vode 
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B. sect rons 


Consideration mightebe .eiventto sadopting a 
“general prohabitionsacainst the use: of mis leading: or 
deceptive trade marks; such as an amendment to s. 9 
of the Acie 


Se Jt ig BNO menSsonasitahl sadop tian Vconne ction 
Wath amlisuness »fasiastrade Mark “or 

otherwise, any mark reasonably likely 

to mislead or deceive the public in 

| Canada. r _ 


: Hie palimbhien tekhect tet: such antwamendmemt 
awoubdamine ho "preven tathe ineou stradtion /oftsuch marks .14 
BiGnos sable objjectiton ftoisuch aiprovision sism@that-.1t 


imay be too general, neither giving would-be mark 


users a clear indication ofmiwhat ais" prohibited nor 
Bprovucinoe anive fect e protection For? tite pi pagic 
ees bumehens.. yee rmova sonia ehie ber dive. 
Bcativiemop.othex legislation, ero alts S175") someine 
Bl radceMank save GC eeiie: Womb nest; Puvesti gat tone 

or the Consumer Packaging and Labelling Act. 


als SCG eetOmle wie 


ine! scope, Ont hel Reowsti.ant ss) pOWweraunden 
es. 12(1)(b) might’ be; somewhat extended by amending 
1s. 12(1)(b) in the following manner: 


S elie iiss seid fUnade: Mark, Ss ianeo sta 
ieee Ss. 1 Ot 


(DIE whetherrdenic ted twit ueten.oT 
Soundedvre tuher Gitearly mescrip tive 
or deceptively) mn Sdescr pi iye aon 


ts AC BA Sve l2-(ele)s be): 
BS. See Ba ldete wed bsske 20nd soho. 


Or im ile 5) Ml OMe cre Ales GS Shea taa) ees ial) vice es 
Py ALS) hes). 


in the French or English languages 

of the wares loreSenvirees. alm dis s0 Gur 
athon wht mahich mit ists eal idiwiproe 
posed std) tel used com tor athe icomduevoms 
OF) {077 Os Seltemsyr ypc circa sO hwo mies 


Si 2) Ndieisic mipti ve 4On SA eCopt ity calny sain Le oe: 


Grip tiace! i nincludies tdiesicer Potinret ton 
decepit ively allisidiesic hip Eves BGs 
natune , Chamacter® quality to 7 Seuncerom 


DeeOV Dr Se Pad Men Sin siamo 


bie .Camube argued: that qpenmm tiernicitdn seta timers 
of the funreo rst rabile mporitdaom of tai twat kK iiist mieie Gluneaeie 
publ ie interests hella ttests? eh ire oils tral Din te (een ee 
are pub leicyaim ter eastwigesies: -. iw henser alive: pubic) Rieti 
other “tradérs! wholrshoutd jhe mire ero Tus td 6siciimpitons 
of “their produc tsi7.oritie) consuming pub licewhior simp 
notbe mis ke dyvasi to! product chanacvenl sith Col Ghee 9, 
be Saroued that while sthe wer istrantiedaes: nomecetieiiE 
exclusive Scroht's jum ithe: rat tem rdits'c Van med yt ermie oar ce 
tration “ever wae whe dase] ameidiscouracesmou ne: 
Craders from susie 2b me (di Solatimed mat Ver) el Mace 
cribing “their products. © Further §Cthe tava bagenty, 
Of #they disclaimer =procedire tenecuracges ttiradens ate 
adopt, inheren Giyeunne gistrabe, iattem asiparn tesom 
their aariks,emwhich mraetiiee asi not anetthel pub lac 
interest, particular livia esmatterm a SMin wes ise 
because =1-0 rs Ttdecep tye uy, Nirsde seriniiy cee Cons es 
quently “an amendmentest oss 24a shold tbe, consucewed 
lake nthe trol Powis. 


Ss. 54.02) PY NoOtwatthieivan dite Msubisie chaione (00 ) 
Of -GhiSiseCilon Miomamo] TCane mila seine 


permitted tormasecladi any portent 
Of Theninademiatke@ingi1s aApplucatlom 

ifithe portioned tse aimed (oT ithespor: 
tion disclaimed together with that 


portion not disclaimed would be mis- 
beading. om (eceplive vot thes pub hice, 


b/s ) ROD a Sty 2 ClO eee ouchs Teotstrants propel he mone 


that through use ot their mark the disclaimed part 


will acquire secondary meaning and become regis- 
Graves und CY eee hopes ie 
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Ine anability to %dis¢elaim would render the 
Navheuiwe Crs trap lender scuemecne) Or the Act... “How- 
Sever ip Such Material DpecamewmaasStincetave through 
Use e Could be wrealsteredwunder (Ss. %12:(2:).. 


Pewee CONGaALY MON 10s 1595 tp saleceleZ:) 


Pic chev cera holed aLhat ative, POteiital aL On 
Vevastonimenunder «s. -l2)(2) marks: onm-parts of marks 
Pha pe tnom oonontilw~ iunregistrable under is... see (1) of 
the Act cncourages some,~mark users to adopt ,such marks. 
iS wee teas a Ges, Dbl TC linkerecst stests got rood 5'- 
trabi liGy as was ssugcested .above, «then encouraging 
ChiemedopTe or sol such Marks 1S NOt tine the wpube LC 
MiterestwelicrelLore, -CONnSldaerat1on- Could ibe so1ven 
Poole) Woo eZ eet rom othe, AGt and whoa 
Such emai COWWiabever protect lon might .be vavar l= 
able under s;...7..0r% .the common. aw. 


Velglenea teat) Ss 1° CaO 


One =-ainportant problem which permeates vallepro- 
pOsals Prom nerorm rs tthattot dealinico With thre 
transrtvon fromthe vexisting “Paw ‘to -any ew “law 
adopted. “Obviously 7 provision Mustzbe mace/tor 
transitional problems in any amended trade marks 
system. When the nature of the amended trade marks 
System to ™=becadonved sas *become (Clearer. ) then 
provisions canbe “drafted to-deal. with transition. 

A general ‘recommendation might be made? however: “Any 
amended trade marks system will be that which on the 
mbest iamiormation and analysis availablesto the policy 

makers 15 most suited to the%Ganadian public 
minterests. Consequently, the presumption should 
moc that theitowners or rights under thempresent 

Mm cea esystenashou ld be required *torcontom= to 7 the 
mrcw Ssysctemauniossscood publ re interest reasons 
Bcan be adduced as to why they should not. 


NOTES: 
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APPENDIX 


SOME 
SUGGESTED AMENDMENTS TO 
THE. TRADE MARKS. ACT 


These suggested sections are taken from 
the Working Paper." Tire number's saree © 
each Sectiomundicate “the paves “Oimewinercit 
the vsueve'sted tsect rons “are “found =n sire 
Work ino = Paper: 


[hese vsec tons nemo pres citccc=scdomd 
draft of the new or amended Act. They 
a Reser nC ide destin ey emt Oud Clem ea Ge 

MES CUSSION. -OdusUN Cees shailc emote G 
proposals in the Working, Paper: 


The numbering of wsections, cornesponds 
to the present ilrade Marks AgtwanWhene 
a capital letter is introduced into the 
numbering iof ys eGELONS, «el tC indecates 

a suggested entirely new. section which 
might fit into the present Act where 
indicated by the section number used. 
Boe .exampleweisy, #49 (lL pA swould 
indicate a proposed, new subsection 
that might follow the present sub- 
SeGtel om 449 bi) 
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TRADE MARKS ACT 
Ge aU ila cece, b= 0)) 


Suggested Amendments 


(Underlined Portions are New) 


SECO Me ece Pi thes MANCT 


Poche Go hone kaa Moan Sra wlad ky bia tis 
Meow Otoene purpose sOL G1 Stine using 
OlesoOmas to distinguish warestor = servirees 
that are Ot a detuned standard, and are 
Gel ined CO sOemO pet ia tees candard ye ee 
owner of thedmark ,Swith* respect’ totem. 
(isvegiess [Ge cetey Viel iy | 


CrOM wares. OTreservyices that sarery note or 
such a defined standard and are not 
Gentipied to be lof that Standard by ine 
Owner (ot Rene via ks 


(pe 4748) 


Veonruston. “whenvappiied* tomihemre suc 
Crethesusctoteastraqce mark Orvtrooe 
name, means confusion causéd in the 
manner and circumstances described 
pneesect reng.04 


(p+ 3305 


Vdystinctive' anewelataonegco (a, trade 
mark means a trade mark that actually 
diestineuusnes the wares or services 
ie aes OC Tat LON wlth) WO OneelLtu S siscG 
DYSLCS Owner Trommtie Wa nese Or ese le 
Vices Of Others” Oras Tiherent ly 
Capabletofl so distinguishing them’. 


(pee) 03) 
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Unless specified otherwise umenws 
ACU UGS Cine Civ eer en uO neeomnce 
trade mark means a trade mark that 
either actuallVadisGrncuisiescatihe 
goods OT Servicessineassocirert Oman tl 
which 1t) 1s. usedwby;d Usalewneds rox: 
persons related to ats™owner trom 

Une ECOOdS VOT Ser Vices Ob Folliced s: 0h 

TS adapLcedSO 200: Gass baal Olli. Neer ih 
throughout Canada. 


(pay basy 
"owner Ofwastradésmark" means 


a) the person whohtirsteiuses pene 
trade mark in Canada or a person 


relatedmto such person aor 


b) the persongwhos first makespthe 
trade marky knownhan’ Canadaye or 
a person related to such 


pers Ol, son 


GC) va PpersoMmewnos tS equ alen are dmuO 
register the trade mark under 


the provisions) of@subs ectadn 


16 (2)eber Tt 


d)»> the pérson,whot firstvappehies 
and 15 Gualinred tte wreo nore tie 
trade mark as a proposed trade 


Iark under Vsupsectmon 613). 


(opwe250e25 10 


Pita 7 


OTOpoOSsca wi Lace ark Minean’s' a cunanrkitha t 

15 Proposemttowwe Wseduby fa persion’ tor ithe 
PDUrpOsSe 70 Bnd stamens tro sor Sof ase condis= 
Lingus sines Or Isenrrces hmanutac tuned § 
SOLE Keased shi redmor werrormned by jhimytrom 
those manuractured. soldsrleased {sharedsor 
Deromedmuy Obie is:. and Includesia “proposed 


Cerpiticatlommanwewhnoen 1s ea Man ketnateens 
PeOpO campo vCuuscd Or the purpose sor 
dasStimnoursnane wor so as to distinsuish 
wares or services that are of a defined 
Standar@eand are "certified »by ‘the owner 


Of eune imarkototbe wot tthatidefinedystandand 
with respect to 


(ay, thetebaracten vor quality lot the wanes 
Opee ccs 


(>) thetworking conditions under which ythe 
Wane sonavedwpecn producedsonatietser 
ViiGes wpe uLormeds 


fe) "theeckass@otupersons, by whomegthe {wares 
have teeenworoduced@Morithe’ services 
performed, or 


idyvthe area within which: the wanesenaye 
been produced or the services per- 
9 see a Be EE 


ormed, 


Brom waresvoriservicesithatvare not or such 

pe aefinedystandard sand. are not certified 

Dy the owner of the mark to be ofthat 
efined standard. 


(pe .6.45) 


Ptrade mark" means 


fa) a mark that -is used by the: ownersor 
persons related itoathesowneritonsthe 


purpose o HS EMO TSH MNS On esos st LO 


Ae tinguish-c00ds, Of SservicesemManunaes 
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tured), spnocessed), sproduced gis olan gd iS. 
tributed) leased ;ahinedmorw performed aby 
the owner or persons related to the 

owner from those manufactured, processed, 
produced) vsoldwidustributedy Heaseayeiired 
oriperiormed.byeothers * 


Rib) to (di asin esicn tt Bac th) 


(p. 44) 


section 2A. For thempurpesessomethis Isoteaepemoon 
shallpbebrelatedwitovanobkher ipessomfogiver sous 


as herein provided: 


(a)}icpersonsjane rekatedet, they sare team 
panies (thatjane membens sot Va yenouvaes 
two or more companies one of which, 
directly or indirectly )iowns onicontrolis 


otherwise 8thanebyaiwaytot securmtynoniy 


shares of the other companies Gcanny ing 
moneathan (50 gpem cent .ol Muley a pecmna te 


theselec tionMonathe dimectorsoresioce 
companies, and such voting rights are 
Sur. hie penta itt fexercised’, tate leatita 


majority of the directors of the other 
Oe ee ge ee 


companies; an 


(b) persons are related where they.areé 
Dat eles COs wet Gcensing aoreemengeonr 
arrangement pursuant) to tsectron 149 
[as amendéd|).as’ licensor “or ilicensee, 
whereby the licensor as the owner of 
a trade mark authorizes or permapts 
another person as licensee to use such 
trade mark for any periodiof time. 
definite or Gnuderinite, wi chonewienout 


consideration in. which theszowner ofeene 


trade mark or a person related to him 
under wparagnapne (a) aopethistsubsect ren 


Tetains sallyerienvoonerever srdn lor 
othersinteres teinvtine! tradéetmarkurcehus 


so licensed. 
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(c) where one person is related to 
another under either paragraph (a) 
OTmelibal an stbhaswsubsectaonséithat 
person is related to every other 
persons opwhichs that iothempersonias 
Telatkedy 

Pl Cem nat iver Lor part arc) 


(ejmwhere ta person issrelated™tor the 
owner of a mark under paragraph (b) 
of this subsection, that person is — 
related to every other person related 
to the owner of the mark under para- 
onapne (bie Of) thisasubsectaonsandyes 
related to every person related to the 
owner of the trade mark under para- 
Stapieta Obes thasssupsect ion. 

(pp 646 Pand#50)) 


Sect 1ong4An wel wip USe: off artrade markeby “aaperson 
related to a trade mark owner shall be 
deemed to be use by the trade mark owner 
and to have the same effect for all pur- 
Dose> fot wthis (Netias tise tot fenemerade 
mark by the owner of the trade mark. | 


(pe g029 


A(2)arAPtrade mark is ;deemed to befused 

Hiv essoc lati Onmwiltheservaces @i.. 26 ers 
Uscdiopedisplayed tinethe performanceson 
SUCH (SeRVICeS. OF Mt atersuusedsomiedirs- 
Playeduin .thevadvertbising tol such @seuvaces 


GBovided thatesuch Servicesiiane aoatualby 
performed. 


(pre 2459 
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Section 5. A trade mark is deemed to be made known 
int iG@anada) by Ja) person) only ati ata esused 
by such person or a person related to such 
person! in a\icountry: ofethe Unionvotierytnan 
Canada, in association with wares or ser- 
Vices, and 


(pr. 2479 


section 6(2j)se7 The uses ort amtradetmark Causes con- 
fusiom) with’ another trade mark af ithe use 
of both trade marks in the same area would 
bes dakedvyerto) lead to’ thesinterences that 
the goods or services associated with such 
trade marks are manufactured, processed, 
produgedsisoldedustrebuteds Uleaseds simned:, 
or performed by theysames persons, 20re persons 
related seo thes Gamce poems On. whether OF not 
SUCHMPOOdS “Or senVvices arc Of; Ghemsame 
general class. 


Similar changes should be introduced into 
6446 Jerande orgie 


(ppeel2s8-129)) 


6(4) Az tether use offal trade mark, Cradesname 
Or certification mark causes confusion with 
anothem certifacatiacnm mank it the wisewonie: 
both the trade mark, trade name or certi- 
fieaticn markMandmethe other ac the other *Certanieation 
mark in the same area would be likely to 

lead to the inferénce that the wares or 
services associated with the trade mark, 
€Certiticatian mark) or wwathethe business 
wees on under the trade name are cer- 
fied, manufactured, sold, leased, hired, 
as Sar Sponsored or approved by by the the 


ae person or by persons related to the 
Same; person orm by licensees: ois thes same 
person; Under) subsecti oni 235 (2) [asa amenaed .\] 


(p. 78) 
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oeCCtlOne 7G. Nomperson’ shall 


apr ee wypupeaCoattCenttOn .OLnis, goods, 


services or business in such a way as 


to cause or be likely to cause con- 
fusion, mistake or deception in Canada, 


at the time he commenced so to direct 
attention to them, as to the affilia- 
T1OnNMiCOnncet Ton oO associationbkorasichn 
person or as to the sponsorship or 
approval of such person's goods, ser- 


VECCSMOY HDUSINESS:. 


(p22?67) 


7(e). delete 
Op eal oy) 


pection 9(3)"°*Notperson’shall adopt#in connection 
Witheaebusiness seas: a erate mark or other- 


wise, any mark reasonably likely to mis- 
dnored h b 


lea eceive the public in Canada. 
ree fe 
SeCL1 On V7 (1) 2 tacee na bradeumark 1s erecrstrabic 


LrAa teas not 


(b) whether depicted, written or sounded, 
either- clearly descriptive, or decep- 
tively misdescriptive in the French 
or English languages of the’wares or 
services in association with which 
1teds used orsof the: condi ta6ns4ort 
or the persons employed’in their pro- 
duetion, oT- of their, place of- origin. 


mcction 2 sevdescraptive or  deceppively, misdescs 
Pp criptive" includes descriptive or decep- 
tively misdescriptive as to nature, 
Characters dualatyT orm unctwone 


(pp. 277-278) 


20/7 


section =14.(L) aeabelete 
(pae254) 


Section 16(1). An owner of a trade mark who 
has filed an application in accordance 
withesection:29sfor registratpongol sa 
trade mark that is registrable and 
thatihetor shisspredecessorgingritle 
oGepersons related sto chamjonsnaSepae: 

ecessor insti tte shasceused serenade 
known in Canada in association with 
goods or services is entitled subject 
EOVSECUELONG 5/4 eLORSeCCURC EELS holds. 
Chacionern Gespectaokesuch.coodsson 
services, unless at the date on which 
hesorehasepredecessopein titlcaGrutuc 
persons related.to him or his. prede- 
Gessormeain. GCiItlevtirst so) uséde1tior 


made it known it was confusing with 


[Continues as in present Act] 


(pi. 250) 


TOCA. hor sthespurnoses ofms-.6 Osa) 
a trade mark is deemed to be used in 
association with SE a OCS ee a in Canada zy 


person if the mark is deemed.to be — 
used in Canada within subsection T(1), 
whether or not such person is the 
transferor of the property in or 
possession of such goods in Canada, 


provided that such trade mark is 

used for the purpose of distinguish- 
ingpor sSOsasptouerstineuiso wapcanaua 
the goods of such person or of persons 
related to such person from the goods 
OFS OCNSTS:. 


(ps 37240) 
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Lo GiBewehlothingwmeithi syict. [Section 49] 
cOnr1ers On a Ilveensec vor a- trade mark 


SivecmonlOoureelsterasuchatraue mark. 


(DeyRZ sel ) 


(Abover) an. aljternativento;s4 749 (11), below. 


Pec Oey sell jee NO: sappilicatronahor recLstratron 
Omaawuradés mark thata has; been advenersed 
MaceeOnaancenyith section 36 shat ibe 
Peomuccamsadma 1O TeSiStratron On a) Chace 
mam le tsiia liebe; jexpunged sor pamendedijor held 
invalidson: the, cround-jotanvyy, prewmrous, use 
or making known’ of a contusing trade /mark 
OtMmeLrader nane by aeperson Other than the 
2p leadt #Ore SUCh Tesis tration of thas 

| Dieaeee ssor yin tthe, except jat the ime 

| Sit anger s0  45UCh jo thea per someom thas suc - 

Ces ome a Nac tllGntcO Pigae Per SOm mye are CEO 

such other person or his successor in 

| tele rmdmhehne  burdenrlnes ton sughe other 

| pemsonmlor hips Successor to establish that 

ne. naspenoe cabandonedssuch .contusmiig trade 

Na@wienor Grade namemat, Ghecdate sonmadver — 

fisement soi The cappl Loan bys pi laea Talon. 


(DD 3 e245) 


Sees vome2 biakhnorr bob tof thei jowner-of fa. pegs 

; tered trade mark to its exclusive use 
Shad, beideemed sto -be. Infrine ediby a 
Dem SOuemOsgsen tatehederOnles suse eunde:r 
Ghats; AGt. who, sell sim <dissit mrbute Ss sor: .ad- 
VietiLtses: VOOdS Orr's cmv Ges Sn jassoc ila - 
tion with the trade mark or another 
trade mark or trade name, in a manner 
Whitehs causes or wise Likelan tomedause icon 
usd Os), bit No. mec usitir at on fom 4 Serade 
mark prevents a person from making 


(a)s any bona fide, use of his personal 
name as a trade name, or 
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Cb) Sany ebend tide tse. Sno titer kalau 
as) tay trade maim, 


(19), Of F thems 60 ona iCatbe ine 
OL NS Oo Da ensOra ti Loa Sisal 


Cir } Botany taecurate: "des crite non 
Of ~the Chara bert O anc ue t yao. 
his Wares’ *or “Services; 


(pip sea 219 508) 


Li? Such a “Manner asters not Sek Ghia oO 
Galrse *CoOnt Us one 


(or, SIF Z)) 


Sect iron -Z0A. elise Sedo pontine OWmcnaac tana. 

7 registered or unregistered trade mark to 
its exclusive use shall be deemed not to 
be tint rine éd iby ta Mperson wie Stipones). 
sells, distributes or advertises goods 
in “assoc Lat fom twit he At rad ana or 4a 
confusing itrad ivan igiwie versie -eods. ake 
orwhaview been imipormced Ginto Ganadatandy thie 
trade mark was used in association with such 
goods ‘by ‘atperson related! to; theuuecwsterca 
OWNET LOG OWNC KOOL SUC lier ade. ila kn 


ZORA _b2).e2 Shor Stic. pumposes: (ofithisies eeu von 
"person related" shall have the meaning pro- 
Vided git sv ZAMexcen GC eohat Sin-anyele ca lpr oe 
ceedings a licensing at epee We ony Cairn br aive ee 
ment which otherwise Conp lies) wiseoes.. (2ANCDy) 

shall be deemed to be pursuant to Section 49. 


Goa eass 


AO Bs. Cl). OAT ava Cas Cin Wwhichiaenerson 
does an act which except for s. 20A would 
be, or be deemed to be contrary to the ~ 
rights of the “owner or "registered owner 

of a trade mark, the owner or registered 


owner may make application to theskKevwstrar 


£OY an Order uncer ttmis section. 
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(2). SUbiLeCre Goran yi taoreement: Subsisitang 
between the parties, a licensee of a trade 

. Harem calle Upon wthemowner ‘the reod tio 
Nake wd pet p Dl Gain Om Uunden ithis! Sect von’, 


ald > 1leetne owner 2eruses orimeol ect sito 
do so within two months after being so 
called upon, the licensee may make appli- 
cation in his own name as if he were the 
owner, making the owner a defendant; but 
an owner so added as defendant is not 
liable or anyrcostsmunilessiche ‘takes 

part in the proceedings. 


(J) Inemowierron neers tered vowner, shal 
Provide MmotiGeno rp suchiapp lication to 
such person, the Attorney (Genera lof 


Ganadas andr sucie-otner Deir OILS aid S the 


Reg toura Welitdyvenp les er Des 


(A) Onwards spensons?) interes ved, 
the Resistramimay rorant an) order ‘under 
tiiomoc” Mom ienc Tecisabistiled  thate.as 
between the goods imported pursuant to 
moectuion 2Z0ACh sand} the coods manufactured, 
Ssold oriidustributedin Canada an associ- 
Clon awash ascuchy tradenina r Vir GersowalCie 10 3 
registered owner of the trade mark or 
Persons ero matedstomsuch jowner, or regis 
bered  Owleiwe 


1) There-are: ‘substantial and 

Ip CmiGamt dnd ference siiim tthexchanac- 
Lemistacs tOtertne -coodS (suchas “are 
likely to cause deception of the 
consumers of such goods, or 


i it mine homo cassubsvantaalcand 

i important differences in the repair 
} or replacement services available 
for such goods as are likely to 
cause deception of the consumers 


Of sSuich? goods: 


DON 


(5). .»Anbdordervoranted) mndernehacr cect von 
shall require such person who imports, 
sells, distributes or advertises such goods 
purstvantmtonmoect toni Oy tomenove tec one 
sumers, at or before the purchaseor con- 
sumption of such goods, with adequate 
notice of the differences between suet 
goods and those manufactured, sold o 
distributed by the owner or seas TOE 
owner of the trade mark or persons related 
to such owner or registered owner. 


(O Siti aapersontsubiyece', (Ol anere lene | 
UNnGdeYT SCS) Se C1 O net anlis: stor Obs Cmyert ite 
requirements of such order, he shall not 


b@ entitled sto thembeneiits of Sect tone. 


in any lecad proceedimasy, 


(7)5.= = Thet Governor, inecoun ciledea yvauake 
reculatronsimetom Cattan worl untore nea the 
purposes andi provisions Ot thismocemnon. 


(Dee 2i5ieee5 48) 


section “2: (19).-- Where), sintramiiprocecdinges ses eer 
Cine’ avirep ast ered> trademarks ton. Wienuauite 
registratron 1s sen titled: toe thermpme:t econ 
of subse ctrons 7 2) ee e1.tl ricss am acer: Stora pre an 
to “the Pederal Counteot Canada hata 
ote themparties, to ¢uhesiprocecdings. souven 
Chan ‘ther wees tered owner lotr th emtyade 
mark, hadjaum-ecoodtipauthsusedica rcon tissnmig 
trade mark or trade name in Canada before 
the date of cGhe i:lust suse) sn Canadas? of 
the: registered! trade iank iby thenegiistmamnc, 

anidwLilee COUMt 1COMNec raens that wit lomo 

Sea to thespublbuctmnceres ts. wh arretiie 
cont inued? use: ‘ofthe: iconmusane itmademnank 
or trade name should be permitted in a 
defined territorial iarea concurrent by 
Wath the use ofthe) rears tered trades many, 
Vo, May ~ SUbDyeCce to such terms: asi aierceens 
JUST. ..Order etiiat Ssucirothe m ipamcn, airy 
COMUINUG EO Mise .ehe “connusiio ttiracde:imouk 
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Ovi trade sname within stichiarea wathoan 
SicUMatemspecitatcdldi1stinctron trom. Che 
Louloue toa murage marks 


(poe e592 260i) 


Ze lj Ate eWhere, in any proceedings 


LeopeGulnigna, reo mstered  trademmarne,. it 

Vee Naceweomappear to. ‘the Pedéray court 

ol CalgdamenatwonesOtetheipantieswcomgte 
DroOceccummecy Overs thanitthe registered 
owner Ot “ehemtradewmark,ihaduin Goodhearca 


used sauconPusing confusing “trade mark mark or trade name 
ine Conddasatterme the first wsek@opethe 
Teocrsleredmueracesmarkeby the wectstrane 
Dit beromewcnolda CehOTe fii nesots the 

app lacaeionerorry such recistrati onyeand 

the (Couree considers’ that titi iss notecon- 
hianvye COmeno publiclunteres ts thagetic 
COMI nicasuscmOLethe Contus ince rade 

iar te Oumenace™ names shoulda be permitted 
Tia final derimedeterri torigle area CONCUMT Clay, 
waDh themiuse. oLethe Lepisteredetradeamar ky 
iiUMayenoubs Celio. SuChstermseas atadecns 
just order tthatesuchtother party may 
Continue. tomuse tthe’ contusinestrademmarn 
or trade name within such area with an 
adequate Specittedsdastinetion wrom the 
Lord ste local trade mar k® 


(ps ately 


pecturoniizze. a(Deleteds 


(Ont leas) 


Hecuione Jo GL jeemGerti fication markenav De@adopecd 
and registered onlLyaby Vaiverson wholes moc, 
Jods wooeusenot related: Ponda peloOne wise 
engaged in the manufacture, sale, Teasing 
OTe Daring "Olt Wareseorm ehie performance ene 
Serv ice seislich as» thosenin= association with 
which the certification mark -1ssused. 
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25(1)A: Lhetvrervistrationsof racer tatucaneen 
mark 1SseinvValideierethegowner yor etnomec ns 
tification mark or a person related to the 
owner of the certification mark engages in 
the manufacture sisales fléasing or hiring 
Gf “Such Wareome re tire performance Ones Crnvices 
such aS thosepineassocta thom nithewimen 


the Certirireatroneaiaroresnceds 


23.1) 3B. eg bOmeth ep spurpos esa Ore nisms clon 
persons are. deemed to-be, telatedga 
are members of a group of two or more 


personssatyleastyone or whreh sista rcompanys 


and One OLaWwhichsedirectly Gonyimarrec eine 
owns, controls or receives the benefit of 


shares of the other persons which are 
COMPANTCSHGdTYyIne PyOtIne wT Pehtse sur) er 
Lent) toseédectéa nay; ori ylotmEnoramnectors 
of such companies. 


Ge eS 


23:1) Covet ls bewoubseetestonseahronm lywusa 
CertifmGakion markeriss régne trates ti aihe 
Regustrarvas SatisttedsthiatetnemanplLeait 
is competent to establish the defined stand- 
ard and) €o (cer btivytheswate mols cnyices 
in respect, of whieh, thé smagkiias to be Kegus- 
tered that ithe defined (stanagandsis <Satase 
baClOny walhat tie GOV s Ole eO i Oe S telinG 
that thé wares or servacesWarefot the 
deaminedt Stangdanduane: sabietac ony cand 
that allowing the wésistnationsapobvedisong 
would be to the public benefit. | 


Do IG. Sale aay eee Oe om erie OUILC 1G ebay: 
make regulations establishing requirements 
for the Gerustrabmbuty votrcer tin bea tron 
marks. 


Gp Dae 2a) 
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Zo (Zhe pO mecdiele hice Cencirt enced: ainstosundex 
subsection 23(2) the owner of the certifi- 
Cation mark shalie, mile: wathithe Reorstrar 
intormmation asyaspprescriped) by mesulationsn 


25(2)b.. Whercitheyanitormatiron requiredrvunder 
subsection 23(2)A is not filed with the 
Repistrar tnesmsemomutne certification mank 
by the licensee shall not be deemed to be 

use thereof by the owner. 


(sp: 4207, ) 


POC ae Lie rOWwieieGimamcey. tit heatiom mank 
shall licence any person to use the mark 

in association with wares or services that 
meet the defined standard who requests such 
a licence, provided that such person agrees 
tose ue Mamklomlivnin assoc lation: With 
Woveouand SeCrVilecomuenat meetuther detaned 
Standard Isereaconay ly, Capabl exore so 
using the mark, and agrees to such other 
terms as are required by the certification 
mark owner which may include the payment 
Cimga yy Oj ty gO! Blalle eGer tinticata onenanr 
owner. 


mo) amie: seers Mota wsvecn ee weramted 
Dyce Cortina voronon mankvownsr minder 
Bec eC onal ene thpeRunreasonabily 

_ discriminatory as compared with other 

mo tccnuces ~ranted byntheracentatieation 


| mark owner whether under s. 23(2)C or 


Ocnerwise minder sthws  Aete 


O23 (2)E. Moicertitacationbmankwounern may 
m cCerminateva Mrceencestosuse) the mark aon 


Phe ttermsicot Suchalicence: DuUtwinea cu. 
tification mark owneroshallonotetemminate 
any licence in Jjaniunreasonap ly faiseramins 


aeOry Mannen as mamong ad J eensees:. 


els 


235(2)F. Any personiwho Was* requested = vom 


the (owner "O'R apcercriveation Nea Meariisrecice 
to. usé ‘the marks asi provideds anmisibsie ction 
25i(2:)C Pind haswnot mece ve duis uch ae iicen ce 
within a reasonable time, may apply to the 
Réo ist rannwhomsiadsleddirec tm heme ei taieratton 
lank ounensto crantiasuch aeln cence fon guch 
terms as the Registrar deems proper in the 
circumstances @f thes Revistrar fHindsithat 


the failure to grant such a licence was 
COntrany wtlC* timoetc te 


2 OG2 Geen ya IDerSOlMEWhNOSGe MENG elCGen UO stim 
CEncitwcatiom mak Shasnbecniverimnmia te 
contrary ito tithes mice tailiaya apple me OMmelic 
Registrar who shall direct the certifica- 
tion mark owner to reinstate such licence 
on such terms as the Registrar deems proper. 


ZS (20H. lhe GovernoreuneGounemiemay make 
regulations for Caryyane intomer. cote the 
purposes and provisions'/of this’ section. 

(pp. 69-71) 


2d: Gon MRL Cran O Dat SO teas cOW Cano aman aC Or Se 
tenvedicerti: 1teation. Mayr keverts exchusiume 


use is deemed to ‘be infringed 


a) by any person who is*not licensed to 
so use the mark’ who!’ usés ‘it as a 


Certificatwoni mark @aimudss Geld On 
with the wares or services in respect 
of which the mark is registered, or 

b) by any person who is licensed to use 
the Markibutuwhomuscs mei nmassociatrion 


With wares or services in respect of which 
the mark is registered but to which his 


licence does /not“extend ‘or whicheare not 
of the defined Standards won 
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Cy Dy wai pchooni who uses tthe snark as 


PeGCehiti rea tvornemank  EnmassoGiatmon with 
WdalOseOtmocry 1 CeSiin respect ror which 


the mark is not registered or who uses 
the mark as a trade mark or trade name 
in association with any wares or ser- 
WiGocmooetoe TOL.CaUSe CONTUSTON, with 


UleGmoulc tered Certiricatronunan keno nu 


d) by any person who uses ‘another *certi- 
Picatmilonmiark’ (trade mankgon -thace 
name im associatiron®with Yany “wares aor 


SéLy ices) sovds etol cause fcontusivonawith 


the@neoasternedecertificatrontmank 


Gene Sy) 


‘Sections: 2 CHO) ae Pf? 9 50S 71 (Sie (et Cowdel crear 
| SUbStances@transtrerredwto the*Rulles:. 


(Per Bl7 a) 


SCcetrone sd 2 jie eNOuwiIthStanding = subsectsonid| lyeor 
thusmseetronunomapplicantemays be ipemnnuted 
to disclaim any portion of the trade mark 
imeniseapplicabion, mii thevportrong@ag. claimed 
or the portion disclaimed together with that 
portiucnenotedise laimediwouldibe msteadrns 

| Onedecepiive Of the? publ ie: 


(prak2 Loe 


ection 939(2): -When an application for registra- 
Grontof ta proposcd™trade marke 15k allowed, 
thesRecistrancshall Soaveenoticesto. the 
Appia Canta according lyeands sia lle reolster 
the tradesmarktandtissuchaAcemiacat ater or 
IvsSULeei straiwion UPON = Teco ots Omandec! ara 
tion that thesapplacanty ellis succes som an 
title or “a person. approved wisija successor 
intvtatdehor laypersons approveds 4s. an reoes - 
| teredvuser under subsection 49 (7947 0rgin 
; thencasesof' a proposed  certaricatron mar k 
aipersonswhormsval licgensceanntergya. 125 (2) 


ogy 


fas amended), has ‘commenced atheguse (or 

the \tradermank uneGanada ppd ssocn at on wien 
the: wanessorsse nv Ges rspeci micdmyimguie 
application. 


Cp. 20.59) 


Sectionn44 (1) cm PhewRegistrar mayne Granyicame wand. 
at: ‘the? wit tent meques @ imgde sanvem aun ec 
years 1 enomythesdate Ofathe gucorctravien 
by Jany person: whoypays, the préeseribed vice 
shally unless hecsees i go00dgTreasony 20” the 
CONntramyROoIReUuNO Lie Omi OmEnegr ern secice 
ownererequining “him.ore hs -authonized. agent 
to thunnisit wagthim threesmomths aneohiiday ie 
orrstatutory deGclanation ' showine (Wien 
respectretowegch (ot, Phe wwares mom: or Ware ce. 
Specifiedya nthe tec Serats ON eine t he rae ie 
tradeamarkswassiInguseeinnGanadasonethendatc 
ot (the ysaid Mot reewon swith ngone. mon en 
preceding ithaty datey and met mot imvise 
im, Ganada tatisthe date of thewdal § rd amie wand 
ati theadatexos, the savdenoticevon wWatiomn 
the preceding month, the date when it was 
Lasteso in use andgthe reasoneton ene 


ADSeNEe FOr aSUGh Use SSinceusnuehedate. 


44 (1)A. DnGimnotrGediing subscccwonmiest 
require the precistrante to attachaeds 
exhubattsmitio i smand tdayne Go mms tatuco my, 
declaration sufficient evidence including 
then “curnent ‘sanpLres of. tne trademark 
in use, to demonstrate that the trade 


Nite gl <ewcw NOOR Rlicioe cilinn, (Ockatuoesme 


AA (1).Bs) Whore theypurposeseote thissSectaon. 
attradetmankyishin uses ifr thesamark as 
inebOnaet tdesise asta. vwehadeumar wine @anada 
aseproyededisorsinsccedcionsd. 


44¢l Gee The hegistmarumay Jinghssidise 
cretion, require» that. such affidavitror 
etatutonyLdeckarationudasclosessuchsny 
furthersewadence- of! the: usesotrthestrade 


Mark at the sala wdatescmas wie considers 


appropiate Im ties ico nemnst snices: 
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B23 (Ss JONNiSaMNe was: simeipRescnitwnGt) 


A4(3)A. Where eavtemocenmar ki owneity diehepges 
Bs pecial (ornouls vanes sud Ssar) jUSt pbc abi on 


for Non-Use) Otiaeytrade mark, heishald be 
B required iio sep taps phe, exis tence yor 
® the spectalecircumstances, that: such 
speclal Gircumstances: are «beyond Lhe icon row 
= or the trade markeownerm and const@tute: a 


Be teaeondoteyexplanavion Lor. thewmon useron 
Mo eer oe rcd td ceark,;, that, theyregis- 


trant bona fide intends to use the trade 
nmanwkasisoon! as tthemspecial: circumstances 
permit the use of the trade mark in Canada 
within a reasonable period. 


44(5)A. In any legal proceedings, pee 
r ment of the nee wcbationy Of) alptrade mark 
under this Section, together with a 
finding by the Registrar that the mark 
Ha sDeColnUDUSC Cm iaOG thnee pyvears Ipinl OY 
TOME O. Cabo mech C MOtlCe as erequined 


| by subsection (1), shall be deemed to 


be: pista sho c les prootmthat, ithe stnade 
mark had been abandoned as of the date 


mot Suichrirot1 ce. 


m4(5)B. In any legal proceedings, expunge- 
Bencnt olsthejeecistration tot .a) trade mark 
pursuant Ee Gis cc ton, tOcetnen mina 

ett itd 1 Step yy mee Registrar that the thatgeiiec 

Hawk asmpecinyunUScd lon Seve pecans 
Pio gecOmuloudatesos tthe MoOtic ésarequined 
byesubseceuon nel). Shadal, ibeisdeemedy ta 

De root guna tie: wrade markiyhadebecn 
aDandomed! sas) pote athe fda ter Of jsuch 

nol cer 


| (pp. 265-267) 


Ee b 8, 


Section 47 (1) a " tradetmarkwwhether teecie tered 
or unregistered. 1s:*transtferapler, senener 
in'“connection with’om separately sromeche 
eoodwillt-of the: ‘business’ aidan mespect 
of e1ther ‘aliscor/someot *herwares: of 
services in association with which it 
has been used provided that mothing sin 


thilssisubsect romiprevientss a trade mark 


from being held not to be distinctive 


from *suchalttivansier . 


AT (2): NOt csovas voy Ibumistey tireisceire ma lees, 


of the proviso in subsection (1), nothing 
in subsection (1) prevents a trade mark 


from being helid’ not svombietdats.Gamn Cie ee 
Livas <a snes & (Ob a abivais | or ethene Om 

theresubsi sted rrehts in) tortor wore 
persons Sto" Chev us cop iaontiisimnc, serade 
Manks? and 'SuUchi ari Chismwerec exeronsed 

by such persons. 


Gee) 
ANT Neze is Notwithstanding any use of notices 
as provided for in ‘subsection -(4) of this 
section, ‘nothing ain’ subsection) (ijeiiweveciines 


(Above “words?'to be added ‘to's 2o7iC2yizas 


introduction ) 
(Seoul hase) 
47(3)A. The transferee of a registered 


trade mar kitsia etc aiises the? ttransit ouiitttio 


be registered as prescribed by regulations. 


47(3)B. Every assignment of a registered 
trade mark is void against any subse- 
quent assionee, Unless istich assicnment 
USUALO OS Dene debe ro Gemncics rOCdS ibd bul Or 


the assignment under which the subse- 


quent: ass 1 enec rela mns: 


(pe at 4s) 
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A (4) Belheetrans fer 2oferartinade: mank shalt 


NO, TeSWlt ieee ttrade. Narkismenmo:feound [to 
Dey WOGdusiminct ye. Ione the wwoodsromuserviices 
of the transferee merely as a result of 
the use of the mark by the transferee or 
by persons related to the transferee, if the 
transferee of the mark or Persons re related 

to him have used on motices GE the 7 
transfer as prescribed by regulations. 


(pps. “elena 973) 


BCCrrone oot ve Waperson other) than ythesowner som 


ame gis Pence cit nacmermanks.y may) Ibex icenwed 
Lomuse such tirade? mark iby ‘thentowienmeand 
such person is deemed always to have been 


perm tecdm@tonbe 50) Licensed) temusc merc 
har ey fon gabisor any tor itheywaneswow § 
services services for which it is registered, pro- 


Vance cGavoniosten governs NOS. Of “the Wiicence 

and the performance of the licence through- 
out its existence comply with this 

section. ae 


(pee ale: 0y) 


ao (el AC) ee Aviperisony.o Ch em them, it helgtommnen 


of an unregistered trade mark may be _ 


eee and such a person is deemed always 
o have been permitted to be so licensed 
to usesuchim, tradeimank Minor Me woods 
or services for which such trade mark is 
distinet iyvese prTOVidedsenham tieamro VlStons 
of such a licensing agreement and the 
pervitormancesiot (thei Mite ens nesmereenen.t 
through its existence, comply with the 
mequumementsy of this Section. Sia 


ST 


AS CI) ACZ ia Bouin ey p Un D0 Sie-e mou ks Ube Garmret 
49:(1) AGL oe cies Gare avai ser er eee ros eaticmeet 


SS. 


others. 


Gaver cose h- SMLa 


AO Zon BAT? lac eonee, funder mss eC broil Ot 
this, Section, shai. 


a.) PTOVMEC Cs CLOT. Ciel CCl YWoTiGon tienen 
the SaLCensOrrOMe Ty wile MiiGene ces 
Withierespece (00. 


1) the Mantiemt tom ise gos. Welre? ier ace 
ian Ktba (ech ermleiic ens ee, varid 


Eineucthe? naire. Char act eniared 
quality of the wares or ser- 
Vices is sOCla td On pwa th 
Whreh themmark Ms usedaby 


the licensee, and 


bs requmipernt new) wcens o19 (eit ECiainel vw. tO 
monitor, to test and to observe the 
manner of use of the mark by the 
licensee and the nature, character 
and ‘quality of the wares onvservaces 
in association with which the mark 
LS) use di bo thes ii Gensecitomensure 
Chaersucnmianie ie OMmuUsS eS anaretii aT 


such wares Jon Service esoia rel Obethe 


nature, character and quality pre- 


Scripedy byeitheslecensorn, 


302 


49(3). Miy teconce under Subsectiona ls shall 
be performed by alle partics’ to) 1ttaccoraing 
| to the requirements of subsection 2, and 
shall be performed throughout its existence 
DY ab amtles stom eso that’ them ireens or 
has effective control over the manner of 
use of the mark by the licensee and effec- 
CivescOntr oO) Over tne nature, character 
andauality Of themwares or Se erv Cespml 
OR GuRIETIOn association with which the mark is used 


by the licensee. 


(4 eeeeines Governors ins Councils may. make 
Pecu eonoe | Ore co Cra banoriine ry Cquires 
ments for a licence of a trade mark under 
SDS cGteio ne 2 


oo eM Lor etOmpies eit. 4 O(4 i Should 
Bevicemereint tO Stlcmuerme x cpencaed, toy che 
MrTcensecse ot Wnroewmistoercd) marks? 


eo Oe NOt ney Ane eoeSeCtion prevents 
ma trade. mark from’ beine held not torbe 
distinctive if a person other than the 
owner of a trade mark uses such trade 
mark otherwise than as permitted by 
thse cite, ‘ 


e19(/7). Without limiting the generalit 

Mmcowmcusoctron (ova lacence of altrade 
Tice om nyval Td aigeise sbye any? Licenses 
under such licence is not use by the 
owner, if such licence causes, or is 
Hoikede ato causcnmaccept lon Or) CONUS TON. 


(pipe 00-102) 


Sei Nothin esi lis: Act. comers 
Olea LC ensicey Often stuade mMank anyermont 
to Tetisiter Such trade markior jany 
Means crab lero Fokthe: use .of «such 


traqae mark. 


[Alternative to s. l6(1)B, above] 
Opals) 


lo 


49 (A) Glitivs Thesownersot avmegisieredhtrycde 
mark; or “in: the’ CaséxOpealfranstes me 
transferee, shall) mileaiwith the  keéorvstrar 
Such) informa tioniwasimay wes required) Dy 
regulation concerning use of the trade 
mark ‘byhpersoms* rela Cedytol themeradey ian k 


owner or concerning any assignment of. the 


trade; mank 


(pg eal Gy) 


POP. eae NO aC UCLOn LOC mnt rineemenie ss hele 

be brought by a trade mark owner, licensee 
or transferee during or in respect of any 
period during which the information required 
Dans Caton i ee Subsection (J47 of this section hasanort 


DeeTie Lean,  aat mene tray oe Pat iG ee ee 


V3:) 24 ON) 2a ppaC area Onemosties sohe «tT aces naa kere |G 
or transferee the Registrar may authorize 
the bringing of any infringement action the 
Drinoin oor Wwhwehwaes voronm bast edF ban Stibsiec- 
tion. (2) mromidedpthat the is‘ satis breds that 
the failure to file the information was due 
to oversight or error on the part of the 
trade mark owner and not with the intent to 
avoid the requirements of subsection (1), 
and provided that the required information 
iStrosked twa tiietivessh 6 ons tavar st 


(op. eke n9 } 


WeSC UNON eee: TAI Ve GSO 14 bOnes Bed yan (iwia chy gies Vides 
ACO Tne veGenenrads): to dhe “expres Sled iperiat aed 
GOS Dp Oia MaoW da “remedyveunder this Seccl1om, 


(pet ee) 


Son. | AMyypers Gn wWmhOwdoesy any 1a City Gone 
trary oto Seatwonsie se LOcor) Iieior sams 
ACT TS CUnitye ob) aan induc Gab letroiirence 
and is liable to a fine not exceeding 

Si 000Mon tom itmporisonument: tor saterm 
or two "years - lompiton boul. 


Pir ale O,\e. 


\ 
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